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Summary of Facts and Subm ssi ons

1861.D

Mention of the grant of European patent No. 0 524 802

in respect of European patent application

No. 92 306 664.1 in the nane of DAl KYO GOMJ SEl KO LTD.,
whi ch had been filed on 21 July 1992 claimng two JP
priorities of 22 July 1991 and 8 July 1992, was
announced on 27 Novenber 1996 on the basis of 11 clains,
Claim1 reading as foll ows:

"A container for a sanitary article consisting of a
material containing a resin formed of a cyclic olefin
conmpound or a bridged polycyclic hydrocarbon conpound,
as a polymeric conponent.”

Clainms 2 to 11 were dependent on C aim 1.

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
EPC was filed by

Hoechst AG (later Ticona GrbH) (Opponent 1) on

15 August 1997 (opposition withdrawm w th subm ssion
dated 21 Decenber 2000),

and

Schott G aswerke (Qpponent I11) on 21 August 1997.

The oppositions were inter alia based on docunents

D6: EP-A-0 291 208,
D7: EP-B-0 384 694,
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D10: EP-B-0 430 585, and
D12: DE- A-3 937 865.

By its decision announced orally on 7 March 2001 and
issued in witing on 28 March 2001, the Opposition
Di vision revoked the patent.

That deci si on was based on an anended set of three
claims, Claim1l reading as foll ows:

"A container for a sanitary article consisting of a

mat eri al containing a shaped or |am nated resin forned
of a honopol yner of a tetracyclo [4,4,0,1%° 1719-3-
dodecene conpound wher ei n:

the resin nmay be a mxture with at | east one nenber
selected fromthe group consisting of olefinic resins
and synthetic rubbers, the resin being present in a
proportion of at |least 30 weight % and the resin has a
brom ne nunber of at nobst 1 and a softening point of at
| east 130°C."

Clainms 2 and 3 were dependent on Cl aim 1.

It was held in that decision that Caim21 contravened
the requirenments of Article 123(2) EPC because the
definition "honopol ymer of a tetracyclo
[4,4,0,1%% 1719 -3-dodecene conmpound" was an
unsupported generalisation on the basis of the
structure of five specifically exenplified

tetracycl ododecene structures; the m ssing
justification for this generalisation was apparent from
the fact that the gas barrier properties of the resin
were strongly influenced by the nature of the
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substituents as evidenced by Exanples 3 and 4 in
Table 3 of the patent in suit.

The decision also stated that, even in the event that
the Article 123(2) EPC objection could be overcone,
Claim1l would not be allowabl e because its subject-
matter was anticipated by D10, a docunment disclosing a
hydr ogenat ed pol ycyclic pol ynmer prepared by ring-
openi ng pol ynmerisation of a tetracycl ododecene
conposition which could be utilised for sanitary
articles including injectors and pipettes. Since the
pol ymer had a Tg of at |east 130°C and, because of the
hydr ogenati on reaction, nust have a brom ne val ue cl ose
to zero, it nmet all requirenments of present Caiml.

On 25 May 2001 the Patentee (Appellant) | odged an
appeal against the decision of the Qpposition Division
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal conprising Clains 1 to 3 of a main
request was submtted on 3 August 2001; further witten
subm ssions of the Appellant date from 22 May 2002,

9 June 2003 (conprising sets of clains of five

auxi liary requests) and 7 July 2003 (conprising a set
of clainms of a further auxiliary request).

Claim1 of the main request reads:

"A container for a sanitary article consisting of a

mat eri al containing a shaped or |am nated resin forned
of a homopol yner of dinmethyl-tetracyclo
[4,4,0,1%° 1'% -3-dodecene, nethyl oxycarbonyltetracycl o
[4,4,0,1%° 1'% -3-dodecene or ethylidene-tetracyclo
[4,4,0,1%° 171 -3-dodecene* wherein the resin may be a

m xture with at | east one nenber selected fromthe
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group consisting of olefinic resins and synthetic
rubbers, the resin being present in a proportion of at
| east 30 weight % and the resin has a brom ne nunber
of at nost 1 and a softening point of at |east 130°C. "
(* correction fromethylidene-tetracylo ..

As conpared to Claim1l of the main request the subject-
matter of Clains 1 of the auxiliary requests 1, 2, 4, 5
and 6 is restricted in scope; Caim1l of auxiliary
request 3 relates to a specific use of the subject-
matter of Claim1l of the main request.

V. The argunents of the Appellant which are relevant to
this decision presented in the witten subm ssions and
at the oral proceedings held on 9 July 2003 may be
sunmari zed as foll ows

(a) Cdaiml conplied with the requirenents of Article
123(2) EPC because it was now restricted to
homopol yners fromthree specific
tetracycl ododecene conpounds which were clearly
supported by the original disclosure (EP-A
docunent), nanely inter alia by the statenents on
respectively, page 8, lines 43 to 50, page 9,
lines 1 to 8 and page 10, lines 33 to 40 in
conjunction wth the statenment on page 10, lines
53 to 56 according to which these conpounds were
used as polyneric conponent of a cyclic resin
whi ch coul d, as a copol yneric conponent, contain
certain further nononmeric species. The latter
statenent provided support for the term
"honopol yner" because, in the absence of such
copol ynmeri c conponent, the polymers derived from
t hese conpounds nust necessarily be honopol yners.

1861.D
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(b)

(c)

(d)
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I n addi tion, Synthetic Exanples 4 and 6 discl osed
t he preparation of honopol yners from di net hyl -
tetracyclo [4,4,0,1%5 17 1% -3-dodecene and from
met hyl oxycar bonyl t etracycl o[ 4, 4, 0, 125, 1719 - 3-
dodecene which resulted in Resins (d) and (f),
respectively, whose properties and technical
feasibility were el aborated in the experinental
section of the patent in suit (Exanples 3, 4, 9 to
12, 13, 15 to 20, 23 and 24). Evidence of a
honopol yner derived fromthe third conpound

et hyl i dene-tetracyclo [4,4,0,1%° 171 -3-dodecene
whi ch was not exenplified in the patent in suit
itself was conprised by the Appellant’'s subm ssion
dated 22 May 2002.

Concerning the absence of the indication of a

brom ne nunber for Resin (d), the Appellant stated
that, given the presence of hydrogen during the
pol ynerisation reaction and taking into account
the brom ne nunbers reported in Synthetic Exanpl es
2 and 5, it was reasonable to assune that the
brom ne nunber of Resin (d) nmet the requirenent of
Claima1l.

Wth regard to the question whether Resin (f),
because of the presence in the polynerisation

m xture of 1-hexene, was to be considered as a
honopol yner, the Appel |l ant contended that the
smal | amounts of 1-hexene used according to
Synthetic Exanple 6 indicated its function as a
nmol ecul ar wei ght nodifier for the

nmet hyl oxycar bonyl t et racycl ododecene honopol yner.
This was confirnmed, in the Appellant's view, by
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the statenent in the EP-A-0 436 372 (page 5, lines
14 to 18) which distingui shed between conpounds,
i ke 1- hexene, used as nol ecul ar wei ght nodifiers

and conononers.

The Appel lant al so submitted argunents contesting
the lack of novelty objections based on D10
contained in the decision under appeal and
mai nt ai ned by the Respondent and furthernore
stated that the clainmed subject-matter was al so

i nventi ve.

The argunents of the Respondent which are relevant to

this decision presented in the witten subm ssions
dated 18 February 2002 and 28 May 2003 and at the oral
proceedi ngs may be summari zed as fol |l ows:

(a)

(b)

Inits first witten subm ssion the Respondent
held that Caim1l of the main request contravened
the requirenents of Article 123(2) EPC because in
t he absence of a specific worked exanple the
general description of the patent in suit did not
provi de a clear support for a honopol yner nade
from ethylidene-tetracyclo [4,4,0,1%° 1719-3-
dodecene. At the oral proceedings the Respondent
refrained fromany further comment on that issue
and requested that the Board decide on the basis
of the witten subm ssions.

It was not clear, in the Respondent's view, that
t he brom ne nunber of Resin (d) was within the
range of "at nost 1" specified in Claiml of the
patent in suit.
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The Respondent did not contest the Appellant's
assertion that the function of 1-hexene in

Synt hetic Exanple 6 was that of a nol ecul ar wei ght
nodi fier and that Resin (f) therefore was to be
consi dered as a honopol yner.

The Respondent furthernore raised objections of

l ack of novelty and inventive step based on
docunents D6, D7, D10 and D12 as well as on the
basis of the EP-A-0 436 372, a docunent which had
al ready been submtted at the first instance oral
proceedi ngs wi thout, however, having been

consi dered by the Qpposition D vision.

At the oral proceedings the Respondent agreed to a
remttal of the case to the first instance after a
deci sion by the Board only on the issues of
Article 123(2) and (3) EPC.

The Appel l ant requested that the decision under appeal

be set aside and that the case be remitted to the first

i nstance for further prosecution.

The Respondent requested that the appeal be dism ssed.
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Reasons for the Decision

1

1861.D

The appeal is adm ssible.

Mai n request

Article 123(2) and (3) EPC

In the Board's judgnent, the requirenents of Article
123(2) EPC are met for the follow ng reasons (al
citations refer to the original disclosure as contained
in the EP-A-docunent):

The feature "container for a sanitary article" is
supported by original Caim1.

The feature "consisting of a material containing a
shaped or lamnated resin” is supported by page 13,
lines 7 to 8.

The feature "honopol yner of dinethyl-tetracyclo
[4,4,0,1%° 1'% -3-dodecene, nethyl oxycarbonyltetracycl o
[4,4,0,1%° 171 -3-dodecene or ethylidene-tetracyclo
[4,4,0,1%° 171 -3-dodecene” is supported by the
statenments in the description (page 5 I|ines 23 to 24;
page 6, lines 35 to 40; page 8, last fornula; page 9,
first formula, page 10, fourth fornula).

The statenent on page 5, lines 23 to 24: "Exanpl es of
t he conpound to be the polyneric conponent of the

cyclic resin used as a container material .. (enphasis
by the Board) unanbi guously relates to a "polyneric
conmponent™ conprising no other units than those of the
conmpounds listed thereafter, i.e. to honopol yners.
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Since the three tetracycl ododecene conpounds specified
in Caim1l are conprised by the list of conpounds
following this statenent, these honopolynmers are within
the original disclosure of the patent in suit.

The optional feature "wherein the resin may be a

m xture with at | east one menber selected fromthe
group consisting of olefinic resins and synthetic
rubbers, the resin being present in a proportion of at
| east 30 weight % is based on original Caim1ll and
page 12, lines 16 to 20.

The feature that "the resin has a brom ne nunber of at
nost 1 and a softening point of at |east 130°C' is
based on Clains 6 and 7, page 5, lines 8 to 9 as well
as on page 11, lines 24 to 27.

Dependent Clainms 2 and 3 correspond to granted Clains 8
and 9.

Since the scope of aim1l of the main request is nuch
narrower than that of its granted version, the
requi renent of Article 123(3) EPC is al so net.

In view of differences between the subject-matter
underlying the decision under appeal and that of
present Claim1l, the novelty objection on the basis of
D10 raised in the decision under appeal (Reasons 4) is
not applicable to the present subject-matter.

Mor eover, that objection was inconclusive even with
regard to the subject-matter then clai med because D10
does not di scl ose honopol yners fromtetracycl ododecenes
but polynmers conprising recurring units of a different
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ring structure (formulae [I] and [II] in Caiml1;

page 3, line 56 to page 4, line 23, including fornul ae
[A] and [B]) which optionally may conprise units
derived fromcertain tetracycl ododecenes (not
conprising the specifically substituted

tetracycl ododecenes of present Claim1l: page 4, line 56
to page 5, line 15, formula [E]).

In its subm ssion dated 28 May 2003 t he Respondent
contested the novelty of the clainmed subject-matter on
t he basis of docunent D12, which has not been
considered in the decision under appeal for that

pur pose, and on the basis of the newy submtted

EP- A-0 436 372 (cf. section VI (d) above), both of

whi ch appear to be relevant for the issues of novelty

and/ or inventive step.

The i ssue of obvi ousness was not referred to in the
deci si on under appeal .

In view of the situation summarized in sections 3 to 5
above, the exam nation of the substantive issues
amounts to a case which is essentially different from
t hat deci ded by the Qpposition Division.

In this situation, in the application of its power
under Article 111(1) EPC, the Board decides to remt
the case to the first instance.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The main request neets the requirenents of
Article 123(2) and (3) EPC.

3. The case is remtted to the first instance for further

prosecuti on.

The Regi strar The Chai r man

E. Gorgnmaier R Young

1861.D



