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Summary of Facts and Subm ssi ons

2663.D

Eur opean patent application No. 93 118 220. 8,
publication nunber 0 598 321, filed on 10 Novenber 1993
with claims 1 to 45, was refused by a decision of the
Exam ning Division dated 1 February 2001.

In a comuni cation dated 8 January 1996, the Exam ning
Division inforned the appellant that the application
did not neet the requirenents of the EPC. Wth a letter
dated 8 May 1996 the appellant filed new clains 16 and
29. Wth conmunications dated 16 Decenber 1996 and

22 Decenber 1997 the Exam ning Division infornmed the
appel l ant again that the application did not neet the
requirenents of the EPC. In the |ast conmmunication the
appel l ant was required to renedy the deficiencies
indicated therein within a period of 4 nonths. Wth a
letter dated 14 April 1998, received in the office on

t he sane day, the appellant requested an extension of 2
nmonths for the reply. By letter dated 21 April 1998 an
extension of the tinme limt for the reply of 2 nonths
was given by the Exam ning Division to a total of 6
nonths. Wth a letter dated 22 June 1998, received in
the office on the sane day, the appellant filed a
response to the conmunication dated 22 Decenber 1997
together with a new claim1 and anendnents to the
description. Wth a letter dated 24 March 2000 the
appel l ant requested oral proceedings. Wth a letter
dated 4 Decenber 2000 the request for oral proceedings
was W t hdrawn and an appeal abl e deci si on was requested
on the basis of the current state of the file.
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A decision to refuse the application, dated 1 February
2001, was dispatched. The grounds for the decision read
as foll ows:

"I'n the communication(s) dated 08.01.1996, 16.12.1996,
22.12.1997 the applicant was inforned that the
application does not neet the requirenents of the

Eur opean Patent Convention. The applicant was al so

i nformed of the reasons therein.

The applicant filed no comments or anmendnents in reply
to the |l atest comuni cation but requested a deci sion
based on the state of file by a letter received in due
time on 04.12. 2000.

The application nmust therefore be refused.”

The appel | ant | odged an appeal against this decision.
In the letter setting out the grounds of the appeal the
appel lant indicated that attached to this letter there
were three copies of new application docunents, nanely
new description pages 1 to 21 and a new set of clains 1
to 45. No such copies were, however, received, or
anyhow were not present in the file. After a tel ephone
conversation with the registrar the m ssing copies were
filed with the letter dated 12 Novenber 2002 and

recei ved on the sane day.

In a comuni cation of the Board it was indicated that
the Board intended to remt the case to the Exam ning
Division for further prosecution and the appellant was
asked whether in the given situation the conditional
request for oral proceedings if a patent could not be
granted in the witten proceedi ngs, was nai ntai ned.
Wth the letter dated 9 Cctober 2003 the appell ant
replied that the request for oral proceedi ngs was not
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mai ntained if the case was to be remtted to the

Exam ni ng Di vi si on.

The appel |l ant requested that the decision to refuse the
application be revoked and a European patent be granted
on the basis of the anended application docunments as
filed with the letter dated 12 Novenber 2002.

Reasons for the Decision

1

2663.D

The appeal is adm ssible.

It follows frompoint Il above that the clains on file
when the contested decision was issued were claiml,
filed with the letter dated 22 June 1998, clains 2 to
15, 17 to 28 and 30 to 45 as originally filed, and
claims 16 and 29 filed with the letter dated 8 May 1996.
In the decision under appeal no reference is nade to
anmended claim1 filed with the letter dated 22 June
1998. The deci sion under appeal, therefore, was not
based on the text submitted by the appellant and thus
violates the requirenents of Article 113(2) EPC. The
decision is also factually incorrect in that it
indicates that the applicant filed no comments or
anendnents in reply to the communi cati on dated

22 Decenber 1997, whereas with the letter dated 22 June
1998 the applicant did file coments and anendnents in
reply to the communi cation dated 22 Decenber 1997. The
said violation of Article 113(2) EPC is a substanti al
procedural violation within the neaning of Rule 67 EPC.
Al t hough rei mbursenment of appeal fee has not been
requested the Board deens a reinbursenent of the appeal
fee equitable in this case.
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3. The Board has noticed that the essential amendnent in
present claiml is the sane as in claim1l submtted
with the letter dated 22 June 1998, ie that in process
step (e) anbient pressure feed gas is used for
repressurizing the regenerated adsorption bed. Said
feature, which was present in original claim3, was not
di scussed in the comunications of the Exam ning
Di vision. Repressurization by anbient pressure feed gas
seens to be a feature which is relevant for the issue
of inventive step. Since this feature was present in
the clains on file before the Exam ning D vision but
not taken into consideration in the contested deci sion,
the Board holds that the exam nation by the first
i nstance was inconplete and deens it appropriate to
exercise its power under Article 111(1) EPC to remt
the case to the Exam ning Division for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution.

3. The appeal fee is reinbursed.

The Regi strar: The Chai r man:

2663.D
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U. Bul t mann R Spangenberg
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