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Deci si on under appeal : Interlocutory decision of the Qoposition Division

of the European Patent O fice posted 24 April
2001 concerni ng mai nt enance of European patent
No. 0 291 194 in anmended form

Conposition of the Board:

Chai r man:
Menmber s:

U M Kinkel dey
L. Galligani
S. U Hof f mann

Summary of facts and subm ssi ons

2337.D

Opponents 01 and 10 (appellants | and I1) | odged an
appeal against the interlocutory decision of the

opposi tion division dated 24 April 2001 by which

Eur opean patent No. 0 291 194 was nmintained in anended
formon the basis of the clainms of the main request
filed by the respondents on 27 January 2000 and anended
pages of the description filed as an auxiliary request
with a letter dated 14 February 2001.

In decision T 681/98 of 27 January 2000 (hereinafter:
deci sion of 27 January 2000), follow ng an appeal filed
by six parties against the decision of the opposition
division to reject the oppositions against the patent
in suit under Article 100(a) EPC, the board had deci ded
to set aside the decision under appeal and to remt the
case to the departnment of first instance with the order
to maintain the patent on the basis of the respondents’
mai n request, submitted in the oral proceedi ngs on

27 January 2000, and of a description to be adapted

t her et o.

Claim1l of the said request read as foll ows:
"An anal ytical test device conprising a dry porous

carrier (10), unlabelled specific binding reagent for
an anal yte which unl abell ed reagent is permanently
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i mmobilised in a detection zone (14) on the porous
carrier and is therefore not nobile in the noist state,
and in the dry state in a zone (12) upstreamfromthe
detection zone a | abell ed specific binding reagent for
t he sane anal yte which | abelled specific binding
reagent is freely nobile within the porous carrier when
in the noist state, such that liquid sanple applied to
t he device can pick up | abelled reagent and thereafter
perneate into the detection zone, characterised in that

the porous carrier and the | abelled specific binding
reagent are contained within a hollow casing (30)
constructed of noisture-inpervious solid material, the
porous carrier comunicates directly or indirectly with
the exterior of the casing such that liquid test sanple
can be applied to the porous carrier, the casing

i ncorporates nmeans (32) enabling the extent (if any) to
whi ch the | abell ed reagent becones bound in the
detection zone to be observed, the label is a
particul ate direct |abel, the |abelled reagent is
contained in a first zone (12) of the dry porous
carrier, and the unl abelled reagent is imobilised in a
detection zone spatially distinct fromthe first zone,
the two zones being arranged such that |iquid sanple
applied to the porous carrier can perneate via the
first zone into the detection zone."

Dependent clains 2 to 21 concerned specific enbodi ments
of the test device, while claim?22 related to a nethod
using it.

The appel lants put forward their argunents in their
statenment of ground of appeal.

On 13 Novenber 2001, CARDI MAC GESELLSCHAFT FUR
DI AGNOSTI SCHE SCHNELLTESTE nbH (i ntervener/ opponent
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11), which on 20 August 2001 had been served with a
wit of summons relating to an action for infringenent
of European patent No. 0 291 194, filed a notice of
intervention under Article 105 EPCin a witten
reasoned statenent and paid both the opposition fee and
t he appeal fee. It requested that the patent be revoked
in respect of clains 1 to 16 and 19 to 23 on grounds of
| ack of sufficient disclosure (Articles 83 and 100(b)
EPC) .

In a comuni cation dated 12 March 2002, the board
sumoned the parties to oral proceedings. The

communi cati on annexed to the summons outlined the
board's prelimnary opinion on the intervention,
indicating the possibility of referring questions to
t he Enl arged Board of Appeal. These questions read as
fol |l ows:

1. s an intervention which otherwi se conplies with
the conditions laid down in Article 105 EPC
adm ssi bl e even then when during opposition/appeal
proceedi ngs the board of appeal has already
deci ded on the wording of the patent clains and
the only issue still pending is the adaptation of
t he description?

2. | f so, can the intervener chall enge the wording of
the patent clains already decided by the board of
appeal :

on the basis of a new ground of opposition or

is the extent of such an intervention limted to
an attack agai nst the description to be adapted?
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3. Does a third party which intervenes in opposition
proceedi ngs before the board of appeal obtain an
i ndependent position as an appellant if it pays
t he opposition fee, and additionally the appeal
fee pursuant to Article 108 EPC?

On 21 March 2002, the respondents (patent proprietors)
filed a reply to the appellants' statenment of grounds
of appeal .

Submi ssions on the issue of intervention and/or on the
nerit of the appeal were made on 4 June 2002 by the
respondents and by appellants I and Il. On 30 June
2002, the intervener filed comments on the respondents’
submi ssi ons.

Oral proceedi ngs took place on 4 July 2002.

As regards the intervention, the appellants argued
essentially that it was adm ssi bl e because there had
not yet been a final decision on the opposition
proceedi ngs, which therefore, pursuant to decision

G 1/94 (QJ EPO 1994, 787), were still pending.
According to this decision, delays arising from an
intervention did not constitute grounds for considering
the intervention inadm ssible. It also had to be borne
in mnd that the respondents had thensel ves given rise
to the intervention through their infringenment action.
Adapt ation of the description was not a secondary
issue, as it had a major bearing on national courts
interpretation of the extent of protection conferred by
the patent under Articles 84 and 69 EPC. Thus the

i ntervener could not be debarred from putting forward
all its objections. The principles set out in decision
G 1/94 (supra) were also applicable to the present
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case, which neant that the EPO was obliged to consider
t he new ground for opposition as well. The res judicata
effect of the decision of 27 January 2000 was no
obstacle to its being considered, as the intervener had
not been party to those proceedings, and remttal would
initiate a “new case in which the res judicata effect
of the earlier decision was not binding. By paying the
appeal fee the intervener had acquired independent
party status.

Appel lants | further requested that the points of |aw
rai sed by the board of appeal in its comunication of
12 March 2002 be referred to the Enl arged Board of

Appeal .

On the same issue, the intervener submtted that the
time limt for intervention under Article 105 EPC had
been net because it had been served notice of the

i nfringenment proceedings on 20 August 2001. \Wat was
meant in Article 105 EPC by the instituting of
proceedi ngs was governed by Gernman procedural |aw.
Under 8§ 253 of the German Code of Civil Procedure
(Zivil prozeRBordnung (ZPO)), service of notice was held
to institute proceedings.

Pursuant to decision G 1/94 (supra), the intervener was
entitled to raise the new ground for opposition under
Article 100(b) EPC. The granted European patent was to
be revoked in full because clains 1-16 and 19-23 did
not disclose the invention clearly enough for a skilled
person to carry it out. Hence the appeal board shoul d
di spose of the appeal proceedings by remtting the case
to the departnment of first instance for consideration
of the new ground of opposition. Decision G 1/94
(supra) had construed Article 105 EPC as neaning that a



2337.D

- 6 - T 0694/ 01

party attacked by an infringenent action was to have an
opportunity to have the patentability of the patent in
suit exam ned precisely because a national revocation
action against the patent was not yet possible owing to
pendi ng opposition proceedi ngs. According to decision
G 1/94 (supra), no res judicata effect of the decision
of 27 January 2000 arises against that party, because
it had not been party to the said proceedi ngs and was
basing its case on a new ground for opposition.

The intervener had paid the appeal fee in order to
attain party status independently of the other

appel l ants. For carefully considered reasons it was
waiving its right to request refunding of that fee.

The intervener further requested that the points of |aw
rai sed by the board of appeal in its comunication of
12 March 2002 be referred to the Enlarged Board of

Appeal .

As regards the issue of adaptation of the description,

t he appellants and the intervener argued in essence
that it was evident fromthe wording of claim1l as

al l oned by the decision of 27 January 2000 and, from

t he reasons for the decision, that the test device was
a "one-step"” device wherein the porous carrier was a
single piece in which the |abelled specific binding
reagent and the unl abell ed specific reagent were

di sposed, and on which the liquid sanple was deposited
(see in claim1l the expressions "a dry porous carrier”
"on the porous carrier”, "wthin the porous carrier”
"the porous carrier", "the dry porous carrier”
(enmphasi s added by the board); see the expressions "the
support nenbrane” and "the same matrix" (enphasis added
by the board) in points 10 and 13 respectively of the
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reasons for decision of 27 January 2000).

In their view, these Iimtations required the deletion
and/ or anmendnent of a nunber of passages in the
description which, by referring to the possibility of
the carrier being made of nore than one piece, were
inconsistent with the clains as allowed and with the
rati o decidendi of the board. If not renoved, such
passages could in subsequent national proceedings
contribute to a different construction of the clains.
In particular, they indicated that enbodi mrents 3 and 4
and thus the corresponding Figures 8 to 10 had to be
deleted as they related to two porous carriers and did
not represent an interrupted flow situation. Moreover,
the presentation of prior-art docunent (6)

(WO A- 86/ 03839), which cane closest to the clained
subj ect matter, was insufficient.

As regards the intervention, the respondents argued
that it was inadm ssible because notice of it had not
been filed within the three-nonth period set in
Article 105 EPC. The time |imt began to run on the
date when the infringenment action was filed with the
court, not when the intervener was served notice
thereof. Article 105 EPC was to be construed with
reference solely to the Convention, not to national
law. Its wording referred only to the instituting of
proceedi ngs, not to service of notice. As national
procedural |aws had differing definitions of the
institution of proceedings, the notion of "service of
notice" would |ikewise differ in nmeaning in relation to
Article 105 EPC, and that was unacceptable in the
interests of uniformapplication of |aw. Furthernore,
in applying German procedural |aw, 8§ 270(3) ZPO had to
be taken into account, under which a tine [imt had
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been nmet once the action was filed with a court,
provided that the wit was served immedi ately. Thus
even under German procedural |aw the intervention was
| ate and therefore inadm ssible.

Furthernore, the intervention was inadm ssible because
t he reasons given conflicted with the res judicata
effect of the decision of 27 January 2000, which had
mai nt ai ned the patent with an anended extent of
protection and included a clear and binding instruction
to the opposition division nerely to adapt the wording
of the description to the clains as granted. The
respondents' interest in a speedy conclusion of the
proceedi ngs, the public's confidence in the res
judicata effect of a decision on the clains, and the
conplicated procedural situation likely to be created
by the intervention were conclusive reasons for seeing
an intervention based on a new ground for opposition as
an abuse of procedure. The intervener chall enged the
clainms as granted (as published on 16 February 1994),
whil e the appell ants addressed the clains as anended
pursuant to the board of appeal decision of 27 January
2000. If the intervention was deenmed adm ssible, it
woul d be conpl etely uncl ear which court had to decide
on what and how. Since in many national infringenent
actions the court awaited the outcome of the European
opposi tion proceedings, the res judicata effect of a
board of appeal decision was drastically restricted if
an intervention were to be deened adm ssible at so late
a stage in the proceedings, and this would make

Eur opean patents open to sabot age.

As regards adaptation of the description, the
respondents submtted that it was not possible to infer
fromthe wording of claim1 that the porous carrier was
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one single piece. Nor was there a specific reference to
such an interpretation in the decision of 27 January
2000. Al that mattered was that the carrier in the
casing, no matter whether it was in one or nore than
one piece, had to be porous in order to ensure an
uninterrupted flow. Thus, no further amendnents to the
description other than those accepted by the opposition
di vi sion were necessary.

Appel lants | requested that the decision under appeal
be set aside and that the patent be revoked, or as an
auxi liary request that the questions of law set out in
t he subm ssions of 4 June 2002 be referred to the
Enl ar ged Board of Appeal

Appel lants Il requested that the decision under appeal
be set aside and that the patent be revoked.

The intervener requested that the decision under appeal
be set aside and that the patent be revoked, or
auxiliarily that the case be remtted to the first

i nstance for further prosecution on the basis of the
new ground for opposition (Article 83 EPC) or further
auxiliarily that the questions of |aw defined by
Appellants | be referred to the Enl arged Board of

Appeal .

The respondents requested that the appeals and the
intervention be dismssed and that the patent be
mai nt ai ned.

Reasons for the decision

Adm ssibility

2337.D
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The appeal s of appellants | and Il neet the
requi renents of Articles 106 to 108 and Rules 1(1) and
64 EPC and thus are adm ssible.

The adm ssibility of the intervention is governed by
Article 105 EPC.

Under Article 105, first sentence, EPC a person who
proves that proceedings of infringenment of the patent
have been instituted agai nst himmay intervene in
opposi tion proceedi ngs pendi ng before the EPO as a new
party to proceedi ngs even after the nine-nonth
opposition period (Article 99(1) EPC) has expired,
provided that notice of intervention is given within
three nonths of the date on which the infringenment
proceedi ngs were instituted.

Thus the first issue to be considered in the present
case is whether the conditions for the start of this
time limt were met and whether notice of intervention
was given within three nonths.

The respondents do not deny that infringenent
proceedi ngs were instituted against the intervener, but
they claimthat this took place on 2 August 2001 when
the action was filed with the regional court in
Dissel dorf/ Germany. The three-nonth period under
Article 105(1) EPC had therefore expired on 2 Novenber
2001, yet the intervener had not given notice of
intervention until 13 Novenber 2001, when it filed a
submi ssion with the EPO. The intervention was therefore
i nadm ssi bl e.

Article 105, first sentence, EPC does not stipulate
when i nfringement proceedi ngs are deened to have been
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instituted. As they can only be instituted before the
national courts, the wording of Article 105 EPC, even
if not explicitly, sets this date by reference to the
rel evant national procedural |laws, thus in the present
case to the German Code of G vil Procedure
(hereinafter: DE-ZPO) .

Under 8§ 253 DE-ZPO what institutes proceedings is the
service of notice on the defendant, not the initial
filing of an action with the court. 8 270(3) DE-ZPO
provides that if atime limt is to be net or the
period of limtation is to be interrupted by
instituting proceedings, this effect already ensues
upon the filing of the action, provided service is nade
i medi ately. Accordingly, the purpose of this provision
is to protect the plaintiff against disadvantages that
m ght arise fromany delay in service of notice by the
court over which the plaintiff has no influence. Thus,
contrary to the respondents' view, the retroactive
effect provided for in 8 270(3) DE-ZPO cannot be
applied to the start of the tinme limt under

Article 105(3) EPC, as the serving of notice of the
nati onal infringement action is intended not to neet a
time limt for the plaintiff in opposition proceedi ngs
before the EPO, but to start a tinme limt running for

t he intervener.

Even if Article 105(1), first sentence, EPCis
construed wi thout reference to national |aw (autononobus
interpretation of the Convention), service of notice of
the infringenment action nust be the basis for
determining the start of the tinme limt, since the
person who is granted a tinme limt needs to be aware
when it begins running. That is quite clear from
Article 105(1) EPC, as the intervener is required to
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prove that proceedings for infringenent have been
instituted, and he cannot do that until he is aware

t hat they have been. The board can see no reason to
infer a different neaning for the point when the tine
[imt starts according to Article 105 EPC conparing the
English version of the EPC "infringenent proceedings
were instituted" with the German and French versions
"Kl age wegen Verl etzung di eses Patents erhoben worden
ist" and "l"'action en contrefacon a été introduite"
respectively. Nor has the board found it necessary to
establi sh whether the instituting of infringenent
proceedings in all EPC contracting states is dependent
in terms of procedural |aw on service of notice of the
action on the defendant. If any national procedural |aw
does differ, a convention-conpliant interpretation
woul d at nost entail meking the start of the tinme [imt
under Article 105(1) EPC dependent, in such cases too,
on service of notice or at |east on the defendant's
becom ng aware that proceedi ngs have been instituted.

For these reasons the Board takes the view that the
starting point for the tine limt defined in

Article 105(1) EPC is governed by service of notice of
the infringenment action (see also T 296/93, point 2.7,
Q) EPO 1995, 633).

By submtting the docunents instituting the proceedi ngs
as sent by the court, together with the postman's
record of the tine of their delivery, the intervener
proved that it had been served notice of the

i nfringenment action on 20 August 2001. Thus the three-
nonth period under Article 105 EPC ended on 20 Novenber
2001. Hence the intervention of which notice was given
to the EPO on 13 Novenber was in tine.
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The intervener gave sufficient grounds under Rule 55
EPC for its intervention and in particular, in keeping
with letter (c) of that rule, gave a reasoned statenent
of the ground for opposition under Article 100(b) in
conjunction with Article 83 EPC

Together with the opposition fee, the intervener paid
an appeal fee in order to gain party status

i ndependently of the other appellants. Thus in order to
determne the adm ssibility of the intervention there
was no need to deci de whether an opposition fee and an
appeal fee had to be paid, as both options were covered
in any case.

In summary, the intervention fulfilled the further
prerequisites under Article 105(2) EPC regarding
witten form reasoned statenent and paynent of an
opposition fee within the tinme limt.

The respondents considered the intervention

i nadm ssi bl e because the intervener based it on the
ground for opposition under Article 100(b) in
conjunction with Article 83 EPC. That ground was not
subj ect matter of the appeal proceedi ngs before the
intervention was filed, and the intervener could no

| onger introduce it into the proceedi ngs because the
wordi ng of the clains was already finalised and binding
on the basis of the board of appeal decision of

27 January 2000. The res judicata effect of that

deci sion rul ed out consideration of the clains under a
new ground for opposition.

The intervener referred to decision G 1/94 (supra). In
this decision the Enlarged Board of Appeal (EBA) ruled
that intervention of the assuned infringer under
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Article 105 EPC was adm ssi bl e even during pendi ng
appeal proceedings and could be based on any ground for
opposi tion under Article 100 EPC. The term "opposition
proceedi ngs” in Article 105 EPC was to be construed as
i ncl udi ng "appeal proceedings". For reasons of
procedural efficiency and equity, the intervener had to
be able to raise new grounds for opposition, as

ot herwi se an intervention would have no point. The

pur pose of intervention was to give an alleged
infringer the earliest possible opportunity to defend
hinsel f by all avail abl e neans.

However, the circunstances underlying decision G 1/94
(supra) differed fromthose of the present case. There
the intervention cane during appeal proceedings
concerning the decision of the opposition division to
reject the oppositioninits entirety and hence the
wor di ng of the clains was subject matter, upon which
the Opposition Division had decided. In the present
case, the appeals challenge a decision of the

opposi tion division solely concerning the adaptation of
t he description, the wording of the clains having

al ready been established by the board of appeal in the
deci sion of 27 January 2000.

A decision remtting a case to the opposition division
with the order to maintain a patent on the basis of
anmended clains is binding in the sense that neither the
wor di ng nor the patentability of these clains nmay be
further challenged in subsequent proceedi ngs before the
EPO. A finding of fact upon which this decision rests,
i.e. afinding which is conditio sine qua non for the
decison, is equally binding. Such a finding of fact is
therefore not open to reconsideration pursuant to
Article 111(2) EPC (T 843/91; EPO QJ 1994, 832).
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Therefore, the decision of 27 January 2000 on the
wor di ng of the clains was binding on the opposition
division (Article 111(2) EPC). The remttal purely
concerned adapting the description to the anended
clainms. The opposition division's decision of 24 Apri
2001 on adapting the description also nentioned in the
order the wording of the clainms as maintained by the
deci sion of 27 January 2000. This, however, nerely has
decl aratory effect and has no influence on the res
judicata effect of the decision of 27 January 2000. The
wordi ng of the clains is not once again subject matter
of the appeal proceedi ngs based on the appeal s of
appellants | and |1, because the chall enged deci sion
offers no (new) substantive ruling on the issue, but
sinmply inplenments the ruling given in the decision of
27 January 2000.

The remttal of a case for adaptation of the
description to clains whose wordi ng has al ready been
finalised may in sone cases prove problematical, as
under Article 69 EPC the description is to be used to
interpret the clains and the decision only on the
wording of the clains is a decision which already
predeterm nes the amendnents required in the
description; otherwi se the granting of the amended
clainms would not be allowable in the |ight of

Article 84, second sentence, EPC. The fact that such a
procedural split mght be inappropriate in sone

ci rcunst ances does not, in the present case, underm ne
the finality and res judicata effect of the decision of
27 January 2000.

That board of appeal decisions have the same status as
court judgnents is no | onger open to question (see

2337.D Y A
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G 1/97, point 5(c), A EPO 2000, 322), so such
deci sions may al so have res judicata effect.

This rai ses the question of whether the present
intervention, which is based on a new ground for
opposition, is inadmssible in the light of the res
judicata effect of the decision of 27 January 2000
whi ch ruled on the wordi ng of the cl ains.

As the notion of res judicata is of primary inportance,
its principles will now be exam ned in sone detail.

A deci si on handed down by a conpetent court has a res
judicata effect if it is no |onger open to appeal
(formal res judicata). That applies both to final
decisions and to interlocutory decisions. Al so, even
bef ore any appeal period expires, the court is bound by
its decision and cannot set it aside or anmend it of its
own noti on.

The EBA has expressly ruled that board of appeal

deci sions have (formally) a res judicata effect as soon
as they are issued (see G 1/97, supra, point 2(a),

first paragraph) because there is no possibility of
appeal agai nst them

Once a deci sion beconmes fornmally res judicata, the
substance of the court ruling is binding both on the
(conpetent) court and on the parties to the proceedings
(substantive res judicata). If the sanme parties in new
proceedi ngs dispute the sanme i ssue as has al ready been
formally settled, the court is bound by the substance
of the earlier decision (on the res judicata principle
as a general principle recognized in all Contracting
States of the EPO see the detailed exposition in
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T 167/93, QJ EPO 1997, 229). If proceedings are resuned
before the same court following a final interlocutory
decision, the court nust take the substance of its
decision as the basis for its subsequent deci sion.

Mor eover, a judgnment need not be right to preclude
further litigation, it need only be final and on the
merits.

Both the formal and the substantive res judicata effect
may be chal |l enged by extraordi nary nmeans of redress.
For reasons of |egal certainty, however, these nust be
expressly formalised in |law (see G 1/97, (supra),

point 2(e), 7. paragraph), eg by provisions governing
re-establishment of rights (in respect of German | aw
cf. Schulte, Patentgesetz, 6. edition, Vor 8§ 34,

poi nt 242).

Beyond that, the binding effect of a final decision
applies only to the extent determ ned by the nature of
the proceedings. A final decision in interiminjunction
proceedi ngs, for exanple, given their defined purpose,
has no res judicata effect on subsequent main

proceedi ngs. A patent grant confirmed in a final

deci sion by an EPO board of appeal has no substantive
res judicata effect for national courts in revocation
proceedi ngs pursuant to Article 138 EPC, even if the
sane parties are involved. The decision of a board of
appeal in exam nation proceedings has no legally

bi nding effect in relation to opposition proceedi ngs
(see T 167/93, supra, point 2.10), not only because
different parties are involved but because the board of
appeal under Article 111(1) EPC decides only within the
conpetence of the exam ning division and its decisions
have no substantive res judicata effect for opposition
proceedi ngs pursuant to Article 99 ff. EPC. The whol e
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pur pose of the opposition procedure is to allow for
revi ew of decisions taken at the exam nation stage to
the extent that the EPC provides for review at the
request of third parties. Thus the limtation of the
substantive res judicata effect of an appeal board
decision in the exam nation procedure is derived from
the EPC (Article 102) by virtue of express provisions
governing the opposition procedure.

The intervener denies a substantive res judicata effect
for the decision of 27 January 2000, because the

i ntroduction of the new ground for opposition based on
Article 83 EPC neant that the board of appeal had to
decide on different circunstances. The deci sion of

27 January 2000 had exami ned the patent in suit only on
t he grounds of |ack of novelty and inventive step. The
res judicata effect of the decision of 27 January 2000
did not preclude examning it now for |ack of

reproduci bility.

The board does not agree with this interpretation, as

t he decision of 27 January 2000 ruled on the wordi ng of
the clains, and this ruling is final. As far as this
effect is concerned, it does not matter which | egal
consi derations |lay behind the decision or whether they
were correct. The intervener would be right only if the
deci sion had expressly been taken as an interlocutory
deci sion on the issues of novelty and inventive step.
In that case the decision would have ruled on novelty
and inventive step and woul d have acquired res judicata
effect in respect of those issues only, whereas in the
present case the final wording of the clains was

deci ded upon and the case was remtted to the
departnent of first instance only for the purpose of
adapting the description to the amended cl ai ns.
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The intervener further argues that the decision of

27 January 2000 on the wording of the clains was not
legally binding for itself, since it had not been party
to those proceedi ngs. The present board |ikew se denies
that the decision had any direct res judicata effect
vis-a-vis the intervener, but does not agree with its
conclusion that the intervention also challenges its
res judicata effect vis-a-vis the previous parties to

t he proceedi ngs.

The board has therefore exam ned the clash between, on
the one hand, its being bound to the previous parties
with respect to the decision of 27 January 2000 and, on
the other, the intervener's right to have the wording
of the clains examned in relation to a new ground for
opposi tion.

The | egal fact that the board is bound to the previous
parties with regard to the subject matters deci ded upon
in decision 27 January could only be set aside

(a) by a neans of appeal against the decision of
27 January 2000 in favour of the intervener
explicitly provided for in the EPC (loss of res
judicata effect or suspension of formal res
judicata effect) or

(b) through the nature of the proceedings triggered by
the intervention (loss or restriction of
substantive res judicata effect by virtue of
speci al rules).

In case (a), the intervention would constitute a
speci al neans of appeal under which decisions with a
formal res judicata effect for the previous parties
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could be attacked in the sane proceedi ngs upon
intervention by a third party. That would nean that a
formal res judicata effect could not be acquired as
long as intervention was still possible, or that it
could be lost retroactively. As the principle of the
formal res judicata effect of a decision is fundanental
to the establishment of |egal certainty in judicial
matters, such a neans of appeal would have to be
expressly enshrined in the Convention, with the
criteria to be nmet being explicitly indicated (see

G 1/97, supra, point 3(a)). Article 105 EPC, in terns
of its actual wording, does not authorise the anendnent
of final or interlocutory decisions of a board of
appeal .

In purely formal terms, the objection to this is that
Article 105 EPC provides no possibility of formally
setting aside the decision of 27 January 2000, which is
not (and could not be) challenged in the pending appeal
proceedi ngs, even if -for the sake of argunent- the
board considered it inpossible to maintain the clains
wording finalised in that decision when exam ning them
in the light of a new ground for opposition. If,
however, the board cannot set aside the decision of

27 January 2000 in its new ruling but were expressly to
allow a different wording, the existence of two
different, contradictory decisions in the sane case
woul d give rise to an uncl ear procedural situation not
conpati ble with the due conduct of |egal proceedings.

Yet in terns of substance, too, Article 105 EPC does
not provide for a neans of appeal for contesting a
deci sion already taken in opposition-appeal

proceedi ngs. Opposition proceedi ngs are designed to
provide third parties (the public) with a neans for
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chal  enging the grant of a patent in exam nation
proceedi ngs, not decisions taken by the opposition
division itself. Thus Article 105(1), first sentence,
EPC refers to the intervention of the assuned infringer
i n ongoi ng opposition proceedings, not to the review of
a decision taken during those proceedings. Lastly,
Article 105(2), third sentence, EPC stipul ates that
"[t]hereafter the intervention shall [...] be treated
as an opposition", thereby referring to pending
opposi ti on proceedi ngs against the grant of a patent in
exam nati on proceedi ngs.

Thus the board's conclusion is that the wording of
Article 105 EPC does not satisfy the criteria set out
in G1/97 (supra) for a means of appeal which suspends
or sets aside the formal res judicata effect of a board
of appeal deci sion.

In case (b) (loss of substantive res judicata effect),
intervention would have to initiate either an entirely
new st age of proceedings or a new, independent
opposition procedure to support the conclusion that the
| egal status of this procedure relative to the previous
procedural step sets aside the substantive res judicata
ef fect of decisions taken in opposition proceedings to
dat e.

There is nothing in the EPC to suggest that the
intervention of an assunmed infringer opens a new stage
of proceedi ngs which invalidates binding results of the
proceedi ngs to date. According to Article 99(4) EPC,
opposition is a unitary procedure to which al

opponents nust be parties. The idea that different
oppositions could be grouped together on grounds of
procedural econony and that each could in principle
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al so be settled on its own is not reconcilable either
wi th the procedural provisions governing opposition as
a centralised procedure or with the EPC s rules on

pat ent mai ntenance or revocation in the interests of

t he public.

The formul ation of Article 105(1) EPC refers to
intervention in pending opposition proceedings. This
excludes starting entirely new proceedi ngs or an

i ndependent stage of proceedings with or w thout the
previ ous opponents as parties. This applies above al
to the intervener's suggestion of suspension of the
appeal proceedings by remtting the case to the
departnment of first instance with the order that a
deci sion on the new ground for opposition should be
taken. This woul d nmean that new opposition proceedi ngs
concerning the new ground for opposition under
Article 83 EPC separate fromthe proceedings to date
woul d have to be conducted unl awfully.

There is no provision in Article 105(1) EPC for
previous | egal effects or decisions being suspended by
the intervention or for a new case being opened.

| nterveners becone involved in third-party proceedings
and nust accept the case as it is when they join it
(see Ginzel in Singer/Stauder, second edition,

Article 105, point 20). This interpretation of

Article 105 EPC is also in keeping with the ruling made
in G4/91 (QJ EPO 1993, 707) that an intervention has
no legal effect if it is made after issue of the

opposi tion division's decision and no adm ssi bl e appeal
is filed by the previous parti es.

Nor does an intervention's dependence on the extent to
whi ch opposi ti on/ appeal proceedi ngs are pendi ng
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constitute an infringenment of the right to be heard, as
sonmeone joining third-party proceedings at a |ater
stage is able to informhinself before intervening of

| egal consequences which m ght affect him

To sumup, an intervention is dependent on the extent
to whi ch opposition/appeal proceedings are stil
pending. As the only thing still pending in the present
opposition proceedings is the adaptation of the
description at the appeal stage, the intervener is no

| onger entitled to intervene in the procedurally

conpl eted part of the opposition proceedi ngs which
concerned the validity of the wording of the clains.

The final issue is whether the above concl usi ons run
counter to the decision in G 1/94 (supra).

As expl ai ned above, that decision was taken on the
basis of a situation in which the entire opposition
proceedi ngs were subject to appeal, and no board of
appeal decision having formally a res judicata effect,
had been taken on any question of law or in particul ar
on the wording of the clainms in respect of the

mai nt enance of the patent. It cannot be assuned that

t he EBA expressly intended to give a ruling covering
the present legal situation, as that would clearly have
been reflected in the stated reasons for the decision,
given the conplexity of the case. Nor can the board
find in the reasons for the decision any indication

t hat the adm ssion of new grounds for opposition should
override a so fundanmental procedural principle as the
formal and substantive res judicata effect of a
decision without this being expressly provided for in
the EPC. In the absence of such provision, there is no
interpretive latitude that would make it possible to
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cater to the intervener's interest in having the
earliest possible opportunity to attack the patent by
all available neans. G 1/94 (supra) expressly relies on
G 0004/91 (supra) and hence on the principle that the

i ntervener may intervene in opposition proceedi ngs
before the board of appeal only to the extent that they
are still pending before that board.

It nust be stressed that the extent to which
proceedi ngs are pendi ng must not be equated with the
extent of exam nation in opposition proceedings. The
extent of exam nation is defined by the grounds for
opposition adm ssibly raised, but does not as such
constitute the subject matter of the proceedings
because it is an exam nation criterion. In other words,
a subject matter which is not pending cannot be

exam ned regardl ess of which grounds for opposition are
adm ssibly introduced in the proceedi ngs. For that
reason, too, the ruling in G 1/94 (supra) that the

i ntervener may rai se new grounds for opposition at the
appeal stage may not be (mis)interpreted as neani ng
that the present intervention sets aside the res
judicata effect of the decision of 27 January 2000.
Therefore, the intervener's chall enge of the wording of
the clains is equivalent to an appeal against the

deci sion of 27 January 2000 whi ch nust be regarded as

i nadm ssi bl e, and the board has to exam ne whet her or
not this results in the intervention as a whol e having
to be considered inadm ssible.

The board sees no basis in G 4/91 (supra) and G 1/94
(supra) for considering an intervention inadm ssible
sol ely because only part of the opposition proceedi ngs
is still pending before the board. Yet the consequence
of the res judicata effect - as substanti ated above and
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applicable at the present stage of the proceedi ngs - of
the decision on the wording of the clains is that the
new ground for opposition raised by the intervener (ie
Article 100(b) EPC) is void. This is because it cannot
be used in determ ning the extent of adaptation of the
description deened necessary in the decision of

27 January 2000. Article 105(2), EPC stipul ates that
witten reasoned statenent nust be given for the
intervention and which will then be treated as an
opposition. Hence, the reasoned statenent is
prerequisite for the adm ssibility of the intervention.
Under the special circunstances of the present case,

t he question arises under Article 105(2) EPC whet her
the witten statenent nust set out arguments concerning
a ground for opposition according to Article 100(a)-(c)
EPC in any case or whether it is sufficient to present
ot her argunents as to why the inpugned decision is

all eged to be incorrect.

In the present case, the intervener submtted both a
ground of opposition under Article 100(b) in
conjunction with Article 83 EPC and argunents agai nst
the extent of the adaption of the description admtted
by the decision under appeal. The board sees no
justification for considering the present intervention
i nadm ssi bl e because it partly cannot achieve its
objective. As the intervener submtted reasons for both
alternatives, there is no reason to decide on the
question which alternative is required under

Article 105(2), first sentence, EPC at the present
stage of the proceedings. In any case, the notice of
intervention can be considered to fulfill the form
requi renment of a reasoned statenment under

Article 105(2) EPC
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Thus the board concludes that the intervention is

adm ssi bl e, but as the opposition/appeal proceedi ngs
are pending only to a limted extent, the intervener's
i nvol venent nust be limted to the pendi ng subject
matter, i.e. the adaptation of the description to the
amended clains on the basis of which maintenance of the
pat ent had been ordered by the board in the decision of
27 January 2000. Re-exam nation of these clainms under

t he new ground for opposition, Article 100(b) EPC, is

i nadm ssi bl e because the intervener is bound by the res
judicata effect of the board of appeal decision of

27 January 2000.

Amendnents nmade to the description

3.2

2337.D

When the scope of a patent has been limted by
amendnent of the clains, the adaptation of the
description thereto nust follow the dictates of |egal
certainty (see T 113/92 of 17 Decenber 1992, point 2),
ie the restriction has to be taken into account by
deleting all statenments which do not relate to the now
nmore limted subject matter of the patent and which are
not necessary or useful for understanding the

i nvention. However, anmendnents should be confined to
the m ni num necessary to avoid conflict between the
description and the anended clains, and to the deletion
of irrelevant or potentially m sleadi ng passages.

As stated in decision of 27 January 2000 (see point 2
of the decision), claim1l as allowed resulted fromthe
introduction into claim1l1l as granted of the features of
granted claim 2 and the further stipulation (i) that
the | abel | ed specific binding reagent for the anal yte
is "in the dry state in a zone (12) upstreamfromthe
detection zone", (ii) that "the porous carrier and the
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| abel | ed specific binding reagent are contained within
a hollow casing”, and (iii) that the casing (the device
in the granted claim incorporates neans of

observation. Both clains 1 and 2 as granted referred to
"a dry porous carrier” and "the porous carrier”. No
change in the meaning of such expressions is seen to
have been brought about by conbining clains 1 and 2 and
by introducing further features (i) to (iii). Cdaiml
as allowed in decision of 27 January 2000 does not
state whether the porous carrier is one piece or nore

t han one piece. The claimrefers, as the granted cl ai ns
did, to "a" or "the" porous carrier, which:

- is contained within a holl ow casi ng,

- conmuni cates directly or indirectly with the
exterior of the casing such that liquid test
sanpl e can be applied thereto,

- contains the labelled reagent in a first zone and
t he unl abel l ed reagent in a detection zone
spatially distinct fromthe first zone, the two
zones being arranged such that |iquid sanple
applied to the carrier can perneate via the first
zone into the detection zone.

None of these features indicates that the porous
carrier nmust mandatorily be one piece. The description
in fact shows that the carrier in the hollow casing can
al so conprise discrete portions (for exanple a porous
portion extending out of the housing |linked to the
porous strip or sheet; see Figures 8 to 10, enbodi nments
3 and 4) as long as the arrangenent allows perneation
of the liquid to occur fromone portion of the porous
carrier to the next. The wording of claim1l covers such
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vari ant enbodi nents. Thus there is no reason to cancel
t he passages referring to themfromthe description.

Nor can a restricted interpretation of the scope of the
claimbe inferred fromthe reasons for the decision
wher eby the claimwas considered to involve an

i nventive step, these being essentially (see point 15
of the reasons) that:

the skilled person would not have readily

envi saged conbi ning any of the test systens
according to docunents (1), (2) or (3) with a
particul ate direct | abel as used in the assay
format according to docunent (6) because all said
systens relied on the use of soluble I|abelled
reagents expected to be freely nobile within solid
supports, including particulate solid supports;
and

the skilled person would al so not have readily
contenpl at ed nodi fying the assay fornmat
exenplified in docunent (6) according to the nodel
offered by the test systens of documents (1), (2)
and (3), eg by creating on the insoluble matrix a
first zone containing the | abelled binding reagent
wherefromthe fornmed conpl ex woul d have m grated
to a spatially distinct zone of the sanme nmatrix
for detection by use of an imobilised binding
reagent .

For the stated reasons, an inventive step was seen in
t he provision of a self-containing test device
according to claiml in spite of its constitutive

el ements being known, either individually or in sone
conbi nations, fromthe prior art. \Wether the porous
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carrier within the holl ow casi ng was made of one piece
or discrete portions |inked to each other was not

rel evant for arriving at this conclusion. Thus, no
restrictive interpretation can be seen in the
expressions "support nenbrane"” and "sane matrix" used
in the decision.

Rul e 27(b) EPC states that the descriptionis to

i ndi cate the background art which can be regarded as
useful for understanding the invention (see also

T 450/ 97, QJ EPO 1999, 67). Docunent (6) which was
considered the nost relevant prior-art docunent is now
acknow edged in the amended description, and the

rel evant part of its disclosure is correctly summari sed
along the lines of decision of 27 January 2000 (see
point 5). Nothing nore is required under the EPC.

It follows that the anmendnments to the description as

al l oned by the opposition division are held - in
accordance also with the principles stated in point 3.1
above - to constitute an adequate adaptation of the
description to the anmended cl ai ns.

Request s

4.2

2337.D

It follows fromthe above that the main requests of the
appel lants and the intervener for revocation of the
patent are to be refused as unfounded.

The auxiliary requests for referral to the Enl arged
Board of questions of law fornmulated in the board of
appeal conmunication of 12 March 2002 (see point V
above) are also to be refused. The board's decision is
in keeping with earlier EBA decisions, in particular

G 1/94 (supra) and G 4/91 (supra). As the appellants
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have not withdrawn their appeals, the question whether
the intervener has acquired an i ndependent party status
by paying the appeal fee is not material to the

deci sion. Mreover, in the board' s view, unequivocal
answers to the questions of law raised are to be found
directly in the EPC

Lastly, the argunments in point 2 concerning the limted
adm ssibility of the intervention indicate that the
intervener's auxiliary request for the decision under
appeal to be set aside and for the case to be remtted
on the basis of the new ground for opposition

(Article 83 EPC) nust be refused.

Rei mbur senent of fees

2337.D

At the oral proceedings the intervener expressly waived
the filing of a request for reinbursenment of the appeal
f ee.

A rei nbursenent order may however be consi dered, even
wi t hout any such request, for a fee which never
actually fell due or was not required by law. The

requi renent for an intervener to pay an opposition fee
under Article 105 EPC is uncontested in the case | aw of
t he boards of appeal. As regards the paynent of an
appeal fee when a party intervenes only at the appeal
stage, the case law contains different views (cf Case
Law of the Boards of Appeal, 4th edition, 2001, Section
VII, D item5.4.2). This dispute concerns the paynent
of an appeal fee equivalent to the appeal fee paid by

t he ot her opponents to institute an appeal against the
interlocutory decision of the opposition division dated
24 April 2001.
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In the present case as the intervener's substantive
notion requested nore than nere invol venent as an
opponent or an appeal against the interlocutory

deci sion of the opposition division dated 24 April 2001
but included in substance an inadm ssi bl e appeal

agai nst the decision of 27 January 2000, the |evying of
an appeal fee under Article 108, second sentence, EPC
is justified without the need to consider the issue of

i ndependent party status for the intervener.

Hence in the present case the board sees no

justification for reinbursing the appeal fee of its own
not i on.

O der

For these reasons it i s decided that:

1. The requests for referral of questions of lawto the
Enl arged Board of Appeal are refused.

2. The appeals and the intervention are di sm ssed.
The Registrar: The Chai r person:
P. Crenona U. Ki nkel dey
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