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Bot h, the patent proprietor and the opponent filed an
appeal against the interlocutory decision of the
Opposi tion Division maintaining the European patent
No. O 775 053 in anended form

The opposition has been filed against the patent as a
whol e based on the grounds of opposition according to
Article 100(a) EPC (Il ack of novelty and inventive step)
and Article 100(c) EPC (inadm ssible extension).

The Opposition Division held that the grounds for
opposition did not prejudice the maintenance of the
patent in its amended form

The foll ow ng docunents have been consi der ed:

Dl: JP-A-5 325 495 (with German transl ation)

D3: DE-B-2 009 816

D4:  JP-A-2 127 230.

The opponent withdrew its opposition with letter dated
23 January 2002.

The remai ni ng appel | ant (patent proprietor) requested
that the decision under appeal be set aside and that
t he patent be nmintained as granted.

Claim1l as granted reads as foll ows:

"1. A labeller for the placenment of an adhesive | abel
(400) onto a conpact disc (200), the adhesive | abel
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having a central aperture (430) corresponding to a
central area (220) of the conpact disc and the conpact
di sc having a centre hole (210) that is smaller than
the central area and that corresponds to a spindle
hol e, said | abeller being characterized in conprising:

a positioning elenment (300), preferably fabricated from
pl astics, including an el ongated stock (310),

optionally adapted for use as a handl e, having a
dianeter that is slightly less than the centre hold of

t he conpact disc; a body nmenber (330) concentric with

t he el ongated stock and having a dianeter that is
slightly I ess than the central aperture of the adhesive
| abel ; and a surface area (320) between and abutting
sai d el ongated stock (310) and said body nenber (330);
and

a positioning plate (500) having a top surface (510)
and a positioning hole (520) through said top surface,
preferably in the centre of the positioning plate, said
positioning hole (520) having a dianmeter that is
slightly larger than the diameter of the body nenber
(330) so that the body nmenber can pass through the
positioning hole while avoiding side to side novenent
of the positioning elenment (300);

t he arrangenent being such that in use the | abel (400)
may be placed on the top surface (510) of the
positioning plate (500), the conpact disc (200) placed
agai nst said surface area (320) with the el ongated
stock (310) passing through the centre hole (210) of

t he conpact disc and the body nenber (330) passed

t hrough the central aperture (430) so as to allow the
adhesive face of the adhesive | abel and the conpact
disc to cone into contact with each other.".
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L1l The appel l ant argued essentially as foll ows:

The feature introduced into anended claim1 concerning
t he provision of a guide and defining "said guide
centering said positioning elenment in said positioning
pl ate upon insertion of said guide in said positioning
hole" is neither an essential feature nor described as
bei ng one. Lack of this feature in claim1 as granted
t hus does not lead to this claimnot satisfying the
requi rement of Article 123(2) EPC.

Reasons for the Deci sion

1. Claim1l as granted differs fromanmended claim1
according to the interlocutory decision in that the
followi ng features are not conprised:

(a) the labeller conprises "a guide", "said guide
centering said positioning elenment in said
positioning plate upon insertion of said guide in
sai d positioning hole", and

(b) "the top surface (510) designed so that the
conpact disc (200) can rest upon it wthout
extendi ng over its edges".

Furthernore claim 1l as granted conprises the feature

(c) "a surface area (320) between and abutting said
el ongated stock (310) and said body nenber (330)"

which within anended claim1 is fornulated as "a

surface area (320) between and integrally linked with
sai d el ongated stock (310) and said body nenber (330)".

1464.D Y A



1464. D

S o4 T 0654/ 01

Adm ssibility of the om ssion of feature (a)

Caiml (inthe followng: claim1l as granted) is
directed to a | abeller for the placenent of an adhesive
| abel onto a conpact disc which conprises a positioning
el ement and a positioning plate.

According to the application as filed the problemto be
solved is to provide a | abeller which enables an
accurate placenment of |abels onto conpact discs. This
problemis solved essentially in that the positioning
el ement of the labeller localizes the |abel and the
disc in a fixed relationship to each other, such that
both el enments can be brought into intimte contact and
adhered together in the given relationship (page 2,
lines 15 to 28).

In order for the positioning elenment to function this
way it is essential to have, as defined in claiml, a
structure such that it includes an el ongated stock,
having a dianeter that is slightly less than the centre
hol d of the conpact disc and a body nenber concentric
with the elongated stock and having a diameter that is
slightly I ess than the central aperture of the adhesive
| abel . Furthernore a surface area is provided between
and abutting said el ongated stock and said body nenber.

As further defined in claim1l the conpact disc may be
pl aced agai nst said surface area with the el ongated
stock passing through the centre hole of the conpact
di sc and the body nmenber passed through the central
aperture of the adhesive |abel so as to allow the
adhesive face of the adhesive |abel and the conpact
disc to cone into contact with each other
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Feature (a) which according to the contested decision
is essential, such that absence of this feature within
claiml as granted leads to this claimnot satisfying
the requirenent of Article 123(2) EPC, does not
directly relate to the localization of the | abel and
the conpact disc in a fixed relation. Instead, this
feature defines a guide centering the positioning
element in a positioning hole of the positioning plate.

Wthin the application as filed it is indicated that a
menber (in the term nology of claim1l: the body nenber)
will locate the |abel (page 4, lines 28 to 31) and that
this menber is preferably a conical tipped nenber

whi ch provides an initial conical taper so that the tip
may be easily guided through the [ abel into the
positioning hole (page 4, line 31 to page 5, line 2;
page 5, lines 23 to 26). It is thus evident that the
gui de according to feature a) consists of the tip of

t he body nmenber which is forned to serve the function
of allow ng the body nenber to be easily guided through
the | abel into the positioning hole of the positioning
pl at e.

Due to the fact that the body nmenber is referred to as
being preferably a conical tipped cylinder it is
furthernore directly and unanbi guously derivabl e that
provi sion of the guide according to feature a) is -
with respect to the probl em being solved - not an
essential feature but an optional one by neans of which
- as a further advantage - insertion of the body nenber
into the positioning hole is facilitated.

A further indication for the fact that provision of a
gui de according to feature a) concerns a preferred
structure of the positioning el enent but not a
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structural element essential for the problem being

sol ved can be derived from considerations given with
respect to the elongated stock | ocalizing the conpact
disc. For this stock it is stated within the
application as filed that, since the disc is rigid and
easy to handle, no taper is necessary in order to place
the disc on the localization system (page 5, lines 8 to
13).

Consi deration of the statements concerning the
structure of the two elenents for |ocalization, nanely
t he body nenber and the el ongated stock, in context
exenplifies under which conditions it can be preferred
to provide a guide on the body nenber, nanely in case
di sadvant ages due to lack of rigidity of the |abels are
to be avoi ded.

In view of this disclosure remaining references within
the application as filed to a guide being provided on
t he body nenber clearly and unanbi guously relate to
preferred enbodi nents.

Thus it is directly and unamnbi guously derivable from
the application as filed that feature (a) concerns a
preferred but not an essential structure of the body
menber. Consequently the absence of this feature in
claiml as granted does not |lead to the requirenent of
Article 123(2) EPC not being satisfied.

Adm ssibility of the absence of feature (b) and of the
anmendnent of feature (c)

Features (b) and (c) of anended claim 1 are not
explicitly referred to in the contested deci sion.
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Feature (b) defines the outer dinmension for the top
surface, which is such that the conpact disc can rest
upon it w thout extending over its edges.

According to a further feature of claim1 "the |abel
(400) may be placed on the top surface of the
positioning plate” which already inplies that the
entire | abel can rest on the top surface. This hol ds
true the nore since the adhesive |abel is adhered to
t he conpact disc by application of a force between
these el enents (application as filed claim11l; page 6,
lines 24, 25).

In view of the inplicit disclosure concerning the outer
di rension of the top surface with respect to the outer
di mensi on of the |abel, absence of feature b) in
claiml as granted does not lead to Article 123(2) EPC
not bei ng satisfied.

The formul ati ons of feature c) according to claim1l as
granted and as anended differ only with respect to

t heir wording, wherein both fornulations satisfy the
requi rement of Article 123(2) EPC.

1.3 Claim1l1l as granted thus satisfies the requirenment of
Article 123(2) EPC

2. Novel ty and inventive step

Since feature a) which is not present in claim1l as
granted is not the only distinguishing feature with
respect to the closest prior art according to docunent
D1, as can be derived fromthe contested decision (cf.
reasons of the decision, section 5.1), the |abeller
according to claiml is newin the sense of Article 54

1464.D Y A
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EPC.

Wthin the contested decision it is further correctly
i ndi cated (cf. reasons of the decision, section 5.4)

t hat neither docunent D1 considered by itself nor in
conmbi nation with docunments D3 and D4 coul d have
suggested a | abeller conprising a positioning el enent
for the proper alignnent of the adhesive |abel and of
t he conpact disc as defined by the anmended claim 1.

Si nce concerning the alignnment of the | abel and the
disc the position element is defined in the sane way in
claiml as granted the absence of feature a) thus does
not affect this claiminvolving inventive step in the
sense of Article 56 EPC.

The above applies for corresponding reasons with
respect to claim6 as granted, which is directed to a
nmet hod for applying an adhesive |abel onto a disc,
within which a positioning el ement and a positioning
pl ate corresponding to the ones defined in claim1l are
used.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is naintained as granted.
The Regi strar: The Chai r man:

1464. D
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D. Spigarelli A. Burkhart
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