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Summary of Facts and Subm ssi ons
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The opposition agai nst European Patent No. 0 708 947
was rejected under Article 102(2) EPC in a decision of
t he opposition division dated 23 March 2001.

Claim1l1l as granted has the foll ow ng wording:

"1l. A chemcal solution to detect the counterfeit of
paper currency characterised in that
the solute is a netallic iodine of high purity, at
a concentration varying from0.005 to 3.0 grans
per litre, dissolved at a tenperature of 20°C in
an anber coloured flask, in the absence of
sunlight, by stirring in a non-oxidant atnosphere
in a solvent belonging to or selected fromthe
cl asses of: al cohols; polyal cohol s; ketones;
esters of said al cohols or said polyal cohols with
form c or acetic or propionic or lactic acid;
ethers of said al cohols or said pol yal cohol s of
met hyl, ethyl, propyl, butyl alcohols; mxture of
conponents selected fromthe said different
cl asses in any volunetric ratio; said solvent
being m xed, at a tenperature of 20°C, with
distilled water in a volunetric ratio varying from
99 percent of water to the volume of saturation of
the said solvent with distilled water, at a
tenperature of 20°C."

The patent in suit was opposed by the appell ant
(opponent) on the ground of l|ack of novelty and
inventive step (Article 100(a) together with 52(1), 54,
and 56 EPC) having regard to the following prior art
docunent :
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D1: US-A-5 063 163.

The appel | ant (opponent) filed the notice of appeal on
23 May 2001, paying the appeal fee the sane day. A
statenent of the grounds of appeal was filed on 23 July
2001.

In response to a conmuni cation of the Board
acconpanyi ng surmons to oral proceedi ngs, the appell ant
(opponent) decl ared that he would not attend the oral
proceedi ngs and mai ntai ned his request that the
deci si on under appeal be set aside and that European
Patent No. 0 708 947 be revoked.

During the oral proceedings held on 2 Septenber 2004,
t he respondent (patent proprietor) requested that the
appeal be di sm ssed.

In the decision under appeal, the opposition division
reasoned essentially as foll ows:

(a) The subject matter of claiml differs fromthat of
docunent D1 in that the content of netallic iodine
content in the chem cal solutions is |ower than
t hat di sclosed in docunent D1.

The obj ective problem addressed by the clained
invention was to provide a chem cal solution for
t he detection of counterfeit banknotes which does
not | eave a permanent mark on genui ne banknot es,
since the solutions of docunent D1 can | eave a

per manent mark on genui ne currency.
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(b) The sane problemis apparently discussed in
docunent D1 whi ch suggests either the use of
hydr ogen peroxide in the solution, which oxidises
i odine, or sinple sublimtion of the iodine for
renovi ng a permanent mark on genui ne currency.
Therefore, there was no incentive in docunent D1
for the skilled person to adopt the neasure of
claim1l instead of the neasures suggested in
docunent D1 to seek yet a further solution to
t hose of docunent D1.

The appel | ant (opponent) presented essentially the
foll owi ng argunments in support of his request:

The object of the patent in suit is the provision of a
chem cal solution to test for counterfeit currency such
that there is no unsightly mark on genui ne currency
after depl oynent of the test.

The sol ution proposed by the patent in suit is nmerely
to use iodine in a solvent at a | ower concentration
than that disclosed in docunent D1. It is submtted

t hat the problem of permanent marking in genui ne paper
is a problemthat is addressed in docunent D1 which
uses an oxi di sing agent (hydrogen peroxide) to bl each
t he mark.

In the patent in suit, it is stated that the solution
proposed by docunent D1 does not solve the probl em of
per manent mar ki ng of genuine currency. If this is true,
it would be evident that the solutions suggested in
docunent D1 would not be sufficient to deal with the
problem In this case, the skilled person would have

every reason to |l ook for an alternative solution to
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this problem contrary to the opinion of the opposition
di vi si on.

G ven this incentive, the skilled person woul d consi der
the alternative of reducing the anmount of iodine, since
t he reduction of the anpbunt of iodine in the solution
woul d reduce the anmount of iodine deposited on the
paper. The only other alternative would be to increase
t he ambunt of oxidising agent, hydrogen peroxi de, which
is a potentially harnful agent to the user and the
paper to be tested. Once the step of reducing the
amount of iodine has been taken, an oxidising agent,

whi ch in docunent Dl is taught as an optional

conponent, is no |longer required.

The respondent (patent proprietor) presented
essentially the follow ng argunents:

(a) The solution according to claiml differs from
t hat disclosed in docunent D1 in three respects:
Firstly, the concentration of iodine |lies between
0.005 to 3.0 g/, whereas docunment D1 discloses an
i odi ne concentration between 5.0 to 20 g/l.
Secondly, the clained solution uses high purity
netallic iodine in order to reduce risk of
undesired chem cal reactions with contam nants.
Thirdly, the preparation of the solution as
specified in claim1 ains at m nim zing oxidation
and ot her unwanted chem cal reactions in the
i odi ne sol ution. Docunent D1, on the other hand,
is silent wwth respect to the purity of iodine
used for preparing the solution, and does not
di scuss the issue of oxidation. Instead, the fact
t hat docunent D1 suggests the addition of peroxide



.5 . T 0644/ 01

for bl eaching the gol den-brown stain on genuine
banknot es i ndi cates that oxidation of the test
sol ution was not considered a problem

(b) The solution according to docunent D1 produces a
[ ight-brown stain on genuine banknotes which
remains for a long tinme (cf. D1, colum 2, line 60
to colum 3, line 5). In contrast, the solution
according to claim21 does not produce any col oured
stai ns on genui ne banknotes. This difference in
performance was illustrated at the oral
proceedi ngs before the Board comparing a pen of
the type "Smart Money Counterfeit Detector Pen”
made by the appellant, Dri-Mark Products Inc.,
whi ch according to the inscription on the pen
contains a solution produced accordi ng to docunent
D1 (US patent No. 5.063.163), with a pen of the
type "Money tester” containing a solution
according to the patent in suit with an i odine
concentration of 2.6 g/l. The pen containing a
sol ution according to docunent Dl produced a
gol den- brown mark on a genuine 5 Euro banknote
whi ch remained for at |east two hours, whereas the
solution according to the present invention did
not | eave any stain on the sane banknote. On
ordi nary paper, both solutions produced dark,
per manent marks.

Reasons for the Decision

1. The appeal conplies with Articles 106 to 108 and
Rule 64 EPC and is therefore adm ssibl e.

2391.D
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2. | nventive step

The only contested issue in the present appeal is that

of inventive step.

2.1 Docunment D1 di scl oses a nethod for the detection of
counterfeit paper currency, which operates on the
principle that genui ne banknotes do not contain any
starch, whereas counterfeit banknotes may contain
traces of starch. The detection is carried out by
applying a test solution containing iodine on a test
area of a banknote using e.g. a pen-like witing
instrunment or a dropper. On a counterfeit banknote, the
test area turns bl uish-black, whereas in case of a
genui ne banknote, the test area is stained gol den-brown
(cf. D1, abstract; colum 2, line 15 to columm 3,
line 13). According to docunent D1, the gol den-brown
stai n on genui ne banknotes di sappears after a duration
in the range of several hours to a few days due to
i odi ne sublimtion or oxidation when hydrogen peroxide
is included in the solution (cf. colum 2, line 60 to
colum 3, line 5). The bl uish-black coloured stain on
counterfeit currency is however permanent (cf. colum 3,
lines 3 to 5).

The test solution disclosed in docunment D1 conprises

el enental (i.e. netallic) iodine, a solvent which is
preferably an al cohol, carbon disul phide, chloroform
carbon tetrachloride or glycerol and an al kaline iodide
solution, such as Nal or KI, in water (cf. colum 2,
lines 15 to 27). As a particular exanple, the solution
contai ns about 0.5%to 2.0% i odi ne, about 48.0%to
about 49.5% wat er, and about 44%to about 50% al cohol

by volune of the reagent solution. Optionally, the

2391.D
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solution may contain up to 6% of a bl eaching agent,
such as hydrogen peroxide, by volune of the solution.

It is undisputed that docunent D1 does not disclose the
concentration of netallic iodine in the range from
0.005 to 3.0 g/l as specified in claim1. Docunment D1
di scl oses a concentration of iodine in the range
between 0.5% and 2.0% (5.0 to 20.0 g/l) iodine which is
out si de of and above the clai ned range.

The patent proprietor argued that the process
conditions defined in claim1 for dissolving netallic

i odine of high purity and preparing the test solution
hel p prevent undesirable chem cal reactions, such as
oxi dation, fromtaking place in the test solution (cf.
item | X(a) above). Docunent D1, on the other hand, does
not give any details about the conditions under which
the test solution is prepared.

The chem cal solution known from docunment D1 has the

di sadvantage that in sone cases, a |light-brown or
yel |l owi sh stain remains on genui ne paper currency, even
when hydrogen peroxide is added to the solution (cf. D1,
colum 2, lines 53 to 59).

Thus, as stated in the decision under appeal, the
probl em addressed by the patent in suit relates to
finding a chem cal solution for detecting counterfeit
paper currency whi ch does not |eave a permanent mark on

genui ne banknot es.

That the test solution according to claim1 solves the
above technical problemwas denonstrated by the patent
proprietor at the oral proceedings before the Board,;
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the test solution as clainmed did not produce any
visible stain at all on a genui ne banknote, whereas on
ordi nary paper, the sanme test solution produced a dark,
permanent mark (cf. item | X(b) above).

The opponent argued that docunent D1 addressed the
above problem of finding a chem cal solution which does
not | eave a permanent mark on genui ne banknotes.
Therefore, if it turned out that the measures taught in
docunent D1 for avoidi ng permanent marks on genui ne
banknot es were inadequate, the skilled person would as
a matter of routine seek to reduce the iodine content
in the chemcal solution (cf. itemVIIl above).

The above argunment fails to convince the Board for the

foll ow ng reasons:

Docunent D1 nentions that the gol den-brown stains on
genui ne banknotes will remain for a duration ranging
froma several hours to a few days, and that the
duration depends upon the "strength of the sol ution”
Thus, docunent D1 does not contain any suggestion that
stains fromthe test solution on genuine currency could
be avoided entirely. On the contrary, since docunment D1
suggests the addition of peroxides as a renmedy to this
problem it suggests that these gol den-brown stains are
to be regarded as an inevitable drawback in exchange
for having reliable detection of counterfeit currency.
The patent in suit on the other hand teaches that it is
i ndeed possible to produce a test solution which does
not produce any visible stain on genui ne banknotes, not
even for a short period of tine, and that this result
can be achi eved through the seem ngly sinple neasures
of reducing the iodine content substantially and
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controlling carefully the process for mxing the test
solution. In the Board's viewthis teaching is
surprising in relation to docunent D1.

Furt hernore, document D1 discloses a range of 0.5%to
2.0% (5.0 g/l to 20 g/1) for iodine concentration which
i s considerably higher than the range of 0.005 to

3.0 g/l specified inclaiml. Since iodine is the
active conmponent in the test solution of docunent D1
for detecting starch in counterfeit currency, the
skilled person would be reluctant to reduce the iodine
concentration significantly bel ow that disclosed in
docunent D1, as the resulting test solution may not be
capabl e of detecting counterfeit currency reliably.
Since the clained range of 0.005 to 3.0 g/l represents
a large reduction of the iodine concentration with
respect to that taught in docunent D1 (at |east 40%
reduction), this range cannot be regarded as the one
which a person skilled in the art would arrive at by
routine trials with a reasonabl e expectation of

detecting counterfeit currency.

For the above reasons, the subject matter of claim1l
i nvol ves an inventive step within the nmeaning of
Article 56.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

D. Meyfarth R K Shukl a
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