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Summary of Facts and Submn ssions

2178.D

This is an appeal fromthe revocation by the opposition
di vi si on of European patent No. 388 477 - follow ng

wi t hdrawal of all oppositions - on the grounds that the
subject-matter of the single claimas granted did not

i nvol ve an inventive step, having regard to:

Dl: GB-A-2 011 086

D2: US-A-3 829 962.

The patent had been granted by the exam ni ng division
pursuant to the order of the present board - in a
different conposition - nmade in decision T 317/94 of

11 Septenber 1995 in which the sane prior art docunments
had been consi dered.

The single claimis worded as fol |l ows:

"1l. A nmethod of nmaking a proximty switch including an
i nduction coil (16), an oscillator (T1, T2) driving the
coil, a detector circuit (T3, T4) and a resistor (RL0)
whi ch is adjusted during manufacture to conpensate for
tolerances in the coil and other circuit conponents;
characterised by the conbi nation of:

formng said resister [sic](R10) as a resistive |ayer
on a substrate (18);

abrading said layer to adjust said resistor until a
desired sensitivity is obtained, said |ayer being
abraded by air-borne abrasive particles blown froma
nozzl e; and holding the switch at a given distance from
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a standard netal target (50) and connecting it to a
control circuit (52), with the nozzl e bei ng noved
automatically across the |ayer under the control of the
control circuit until the proximty switch operates.”

The appel l ant's subm ssions can be sumari sed as
fol | ows:

The evidence submtted by the opponents had been
properly disregarded in the decision under appeal,

whi ch was explicitly based solely on DL and D2. The
reasoni ng of the opposition division was wong for the
reasons set out in T 317/94, which was based on
essentially the sanme facts. The distinction on which
the opposition division relied to cone to a different
conclusion, viz the additional argunments filed by the
opponents in relation to the skilled person's
appreciation of D1 and D2, did not anmount to a

di fference in substance, since they were based on the
ki nd of hindsight which T 317/94 had found
unconvi nci ng. A common principle between two systens
can only be recognised by the skilled person once both
systens exist. In the present case the conceptua
simlarity that the opposition division saw between the
i nvention underlying the opposed patent and the prior
art docunent D2 was sonething that was apparent only
when the citation and the invention were seen side by
side. This was the error of over-generalisation of the
prior art teaching which had been explicitly criticised
in T 317/94 at point 3.4.

The opponents' unsubstantiated allegations as to the
extent to which the person skilled in the art of
proximty switches woul d nonitor devel opnents in the
field of tel econmunication circuits, to which D2
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pertai ned, were traversed by the evidence in the
statutory declaration filed in the previ ous appea
pr oceedi ngs.

The appel |l ant requested that the decision under appea
be set aside and that the patent be nmintained as
gr ant ed.

Reasons for the Decision

1

2.1

2.2

2178.D

The appeal is adm ssible.

Rel evance of the earlier decision T 317/94

Thi s opposition appeal case has two unusual procedura
features in that

(i) the patent was revoked follow ng w thdrawal of al
oppositions so that there is no respondent in the
appeal proceedi ngs and

(ii) the single legal/factual issue on appeal is
i nventive step of claim1l over D1 and D2, which
was the issue decided in T 317/94 in the
exam nation appeal procedure in favour of the
appl i cant (now appel |l ant proprietor).

Al t hough the appellant submts that no new i nformation
has been presented that was not considered al ready by

t he board which decided T 317/94 and that accordingly
the present board should cone to the sane concl usion as
in the latter decision, the submssion is not that the
present board is bound as a matter of law to follow the
earlier decision by virtue of the doctrine of res
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judi cata. For the avoi dance of doubt, the present board
confirnms that this is also its interpretation of the
EPC, viz that a decision of a board of appeal on appea
froman exam ning division has no binding effect in
subsequent opposition proceedi ngs, or on appea
therefrom This appears worth nentioning since the
facts of the present appeal would not fall under the
rati o deci dendi of the |landmark decision T 167/93 QJ
EPO 1997, 229 on this question of |law, which turned on
t he presence of a new and additional party (respondent)
and a newclaim loc. cit. at 2.5, 2.6 and 2.12

(penul timate sentence).

Despite this non-binding character of T 317/94 as far
as the present appeal is concerned, it appears
expedi ent nonethel ess in exam ning the appeal to test

t he cogency of the decision under appeal with reference
to the reasoning of the latter decision, since, in
effect, the opposition division has assuned the burden
of denonstrating, explicitly or inplicitly, that

T 317/ 94 reached the wong conclusion either by failing
to take into account relevant facts or argunments, or

ot herwi se. This nethod of exam ning the appeal is
facilitated by the approach taken by the opposition
division in the decision under appeal and the appell ant
in his statenent of grounds of appeal.

The opposition division's different view on inventive

step

Havi ng regard to new facts and argunents adduced in the
opposi tion proceedi ngs, the opposition division arrived
at a result opposite to that of T 317/94. According to
points Il1l, 3 and Ill, 5 of the decision under appea

t hese new facts and argunents were:
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(1) The expl anation of the relationship between the
sensitivity of a proximty switch and the size
and di stance of an object to be detected.

(ii) The denonstration that a skilled person woul d
adjust a proximty switch by holding a test
target at the desired switching distance and
I ncrease or decrease the value of the variable
resistor until the switching state changes.

(iii1) The contention that the idea disclosed in D2 of
controlling an adjustnent process for an
oscillator circuit by a control |oop in which the
control signal is the output signal of the
circuit itself had not been recognised in
T 317/ 94.

(iv) The allegation that the person skilled in the
art of proximty swtches would al so be aware of
any devel opnents in production tools useful for
t he manuf acturi ng of such sw tches.

As to (i) and (ii), the board is unable to understand
why the opposition division regarded these as addi ng
anything, given that they correspond closely to the
contents of paragraph 14 of the statutory declaration
referred to at points Il and IV of T 317/94, and thus,
as a matter of record, fornmed part of the technica
background i nformati on on which the latter decision was
based.

As to (iii), this is the kind of generalised expression
of the specific teaching of D2, whereby the trinmm ng of
oscillator frequency in a touch tone oscillator for a

t el ephone keypad in response to the neasured frequency
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beconmes "controlling an adjustnent process for an
oscillator circuit in which the control signal is the
output signal of the circuit itself", which T 317/94
explicitly di sapproved at point 3.4, |ast sentence,
when dealing with the reasons for refusal given at
points 7.2 to 7.5 of the decision (of the exam ning

di vi sion) under appeal in that case. The contention
(ii1) is not supported by the facts, as is readily seen
by the nore careful fornulation of the simlar point in
the decision of the examning division loc. cit. which
di sti ngui shes in successive paragraphs between the
actual disclosure of D2 and the all egedly obvious
generalisation of this disclosure. Hence contention
(iii1) is on a strict interpretation (ie an allegation
of explicit disclosure) unfounded on the face of the
docunment D2, and when interpreted as a tel escoped or
elliptical contention of inplicit disclosure or

obvi ousness it is not a new argunent. The present board
al so judges this contention to be a generalisation
based on a conparison wth the solution of the present

i nvention, ie an analogy inspired by hindsight.

As to (iv), as a general allegation of fact it is
traversed by the statenent in paragraph 5 of the
statutory declaration referred to at 3.2 above and the
present board does not see why it should be given nore
wei ght than the latter, given that it is

unsubstanti ated, although, as a positive allegation, it
woul d have been em nently susceptible of substantiation
by evi dence.

Furthernore, as a prem se for an argunent alleging

obvi ousness the allegation (iv) harbours a petitio
principii in the word "useful': it presupposes that the
person skilled in the art of proximty sw tches woul d
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proleptically recognise the solution to his

unformul ated (!) problemin the relatively distant
technical field of oscillators for tel ephone
instrunments. It thus fails to give due weight to the
aspect of the transfer between the two fields which was
enphasi sed in the preconclusory paragraph 3.6 of

T 317/94, viz that it was necessary both to nodify the
proximty switch known fromthe closest prior art D1
and to nodify the teaching of D2 in relation to tone
generator frequency trimmng to effect the transfer.
Such a twofold 'consequential' adaption is easily made
to appear obvious with the benefit of hindsight, when
either of the two steps can be nade to appear trivia
when the other is taken for granted.

The view of the present board is that the opposition

di vision has sinply made a different judgenent call on
what were essentially the sane facts, evidence and
argunents which forned the basis of T 317/94. They were
| egal Iy enpowered to do this under the EPC but the
reasons they adduced in their decision for so doing
have not persuaded the board in its present

conposi tion.

In the view of the board the patent as granted and the
invention to which it relates neet the requirenents of
t he EPC.

Ot her procedural considerations

As noted at 2.1(i) above, both opponents w thdrew their
oppositions prior to the taking of the decision under
appeal, so that the procedure, in particular the appea
procedure, has becone, definitively, an ex parte
procedure; cf Schulte, Patentgesetz, 6th edition,
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page 980, margin nunber 5. One consequence of this
change of procedural category is that the appeal falls
to be considered for interlocutory revision by the
opposi tion division by virtue of the wording of

Article 109(1) EPC, second sentence. This is provided
for on internal EPO Form 2701, but, in the present

case, the formwas wongly filled in and the appeal was
consequently sent by the formalities officer acting for
t he opposition division directly to the EPO Boards of
Appeal , bypassing the procedural step prescribed by
Article 109(1) EPC, viz consideration for interlocutory
revision.

Since the granting of interlocutory revision in an
appropriate case is mandatory (loc. cit. page 979,
margi n nunber 2), it follows a fortiori that
considering a case for interlocutory revision in

ci rcunstances where the latter is possible is itself a
mandat ory procedural step. Since, however, the

| egi sl ative purpose of Article 109 EPC is overal
procedural econony, it would not nake sense for the
board to remt the case to the departnent of first

i nstance for performance of this omtted step. In the
event the board has all owed the appeal alnobst within
the three nonth period allowed for consideration of
interlocutory revision. Neither does the question of
rei mbursenent of the appeal fee under Rule 67 EPC
arise, since this procedural irregularity occurred
subsequent to the taking of the decision under appea
and had no bearing on the appellant's need to file the
appeal .
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For these reasons it is decided that:

T 0638/01

1. The deci si on under appeal is set aside.

2. The patent is nmaintai ned unanended.

The Regi strar: The Chai r man:

M Hor nel | W J. L. Weeler
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