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Summary of Facts and Subm ssi ons

0783.D

Eur opean patent No. 0 542 118 was granted on European
patent application No. 92 118 888.4 with effect from
23 Sept enber 1998.

Claim 1l of the patent reads as foll ows:

"A cordl ess tel ephone system conpri si ng:

a master unit (2) connected to an outside tel ephone
line (3); and

at least a first and second slave unit (11-15) each
connected to said master unit (2) via a radi o wave
channel ;

wherein said master unit (2) includes a
recordi ng/ reproduci ng neans (260) for recording an

i ncom ng nessage originated froma calling party

t hrough the tel ephone line (3) and reproducing the
recorded nessage in response to a request perfornmed by
a key operation; said recording/reproduci ng nmeans (260)
having a recording mediumto record and reproduce the
nessage

said recording nedium conprising a nmanagenent area (265)
for managi ng the nessage recorded on said recording
medi um

characterized in that

means (264) are provided for selectively storing in an
absence answering/recordi ng node an i nconm ng nessage
fromthe tel ephone line (3) such that the stored
message is either reproduceable only by a sel ected one
of the slave units (11-15) or by all of the slave units
(11-15), and in that
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means are provided for deciding the selection on the
base of a selection signal through the tel ephone Iine

(3)."

I n opposition proceedi ngs, comenced by the opponents,
inter alia, on grounds of Article 100(c) EPC, the
patent was revoked for the sole reason of added
subject-matter with decision dated 2 April 2001. In the
opposition division's view, the scope of patent claiml
i ncl uded the enbodi nent that a "sel ection signal

t hrough the tel ephone |ine" caused the selection of al
sl ave units, whereas according to the application as
filed all slave units were selected only in the absence
of a signal (the DTMF signal), which was the exact
opposi te.

Agai nst the revocation decision, a notice of appeal was
filed by the appellant (patentee) on 1 June 2001,
effecting paynent of the appeal fee the same day. A
statement setting out the grounds of appeal was filed
inwiting on 18 July 2001.

In oral proceedings, which took place before the Board
in the presence of the representatives of the appellant
and the respondents (opponents) on 17 Decenber 2003,

the issue of Article 100(c) EPC was di scussed,
considering in particular the claimanmendnents
concerning the selection signal, the dial key operation,
and the definition of "selectively storing ...an

i ncom ng nessage"”.

The appellant filed auxiliary requests | and Il, each
contai ning an anended claim1 which differed from
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claim1l of the patent as granted only in the respective
second, characterizing part.

These anended portions read as foll ows:

Auxiliary request |I:

"1,

characterized in that

means (264) are provided for selectively storing in an
absence answering/recordi ng node of the tel ephone
system an incom ng nessage fromthe tel ephone line (3)
such that the stored nmessage is either reproduceable
only by a selected one of the slave units (11-15) or by
all of the slave units (11-15),

and in that

means (240) are provided for nonitoring the tel ephone
l[ine (3) to decide the selection on the base of a

sel ection signal through the telephone line (3)."

Auxiliary request I1:

"1,

characterized in that

nmeans (264) are provided for selectively storing in an
absence answering/recordi ng node an incom ng nessage
fromthe tel ephone line (3) such that the stored
nmessage is either reproduceable only by a sel ected one
of the slave units (11-15) or by all of the slave units
(11-15), and in that

means (240) are provided for deciding the selection on
t he base of a selection signal through the tel ephone
line (3), wherein it is decided to store the incom ng
message such that it is reproduceable by all slave
units (11-15) in case no signal selecting a
reproduction by a selected one of the slave units (11-
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15) is transmtted over the tel ephone Iine (3) during a
reproduction of a recorded outgoing nessage(O&V."

Referring to the objection that the application as
filed disclosed the selection of all slave units only
in absence of a selection signal, the appellant cited

i nternational teleconmunication standards defining the
term"signal" as "a physical phenonenon one or nore of
whose characteristics may vary to represent
information". The DTMF conponents of a tel ephone signal
was such a phenonenon; the characteristic anplitude
zero thus defining a signal if to the receiver this
signal state represented information, in the present
case the information that the incom ng nessage shoul d
be stored so as to be reproduceable by all slave units.

Mor eover, the claimwording "on the base of a selection
signal"” clearly included the process deciding on the
absence of an explicit selection signal, show ng
clearly that the clai mwas supported by the application
as fil ed.

Regarding the further anmendnents, in particular the
removal of features concerning the nmanagenent area and
the dial keys in the calling operation, the appellant
was of the opinion that such anmendnents nerely extended
the scope of the claim always allowable in the

exam nation stage of the grant procedure. A nere
extension of the scope of protection, however, did not
extend the content of the application as filed.

Finally, the definition "selectively storing ...an
i ncom ng nessage"” referred to the selective
reproduction of the stored nessages. As shown in
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figures 5 and 6 of the original application, the

i ncom ng nessage was stored in conbination with the

adm ni strative data which all owed either one or al

slave units selectively to reproduce the stored nessage.

The appel | ant accordingly requested that the decision
under appeal be set aside and that the patent be

mai ntai ned as granted (main request) or alternatively
in amended formon the basis of auxiliary request | or
Il filed during the oral proceedings.

The respondents requested that the appeal be di sm ssed.

D smissal of the appeal was justified already on the
grounds of Article 100(c) EPC.

The absence of a signal was the opposite of a signal so
that the wording of claiml, in so far clear in al
requests, did not have proper support in the
application as filed.

Furthernore, the plain nmeaning of the expression
"selectively storing" was that the storing process
itself was characterized by a selection or, in a

broader but still acceptable sense, enabled a selection
However, according to the application as filed, storing
the incom ng nessage was only a first step, stil
requiring in further process steps registration and
managi ng of address data for the selective reproduction
of slave units as shown in figure"6 of the application.

The present claimwording, however, enconpassed
enbodi ments which, contrary to the content of the
application as filed, nmade the sel ective reproduction
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possi bl e wit hout any such registration or address
managi ng steps, for exanple by using separate nmenories
all ocated to and sel ectively readabl e by the individual

sl ave units.

At the end of the oral proceedings, the Board's

deci si on was announced.

Reasons for the Decision

0783.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC and is
t hus adm ssi bl e,

The appeal, however, is not allowable since the
opposition ground Article 100(c) EPC, in connection
with the requirenment of Article 123(2) EPC, prejudices
t he mai ntenance of the patent on the base of any of the
clainms offered by the appellant for consideration.

According to Article 123(2) EPC, a European patent may
not be anended in such a way that it contains subject-
mat t er whi ch extends beyond the content of the
application as filed. For deciding this issue the case
| aw and practice of the EPO applies the criterion of
whet her a skilled person woul d derive the anended
subject-matter fromthe application as filed in a

di rect and unanbi guous manner. An amendnent deleting a
definitional termof the invention or replacing it by a
different or nore generic definition is considered
allowabl e only if the original teaching of the

i nvention remains unchanged, i.e. if the technical

features of the invention which the application as
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filed presents to the skilled person as essential to
t he invention have not been deleted or changed, or in
other words if the anmendnent does not shift the
invention as presented in the application as filed to
subj ect-matter not originally disclosed.

The present requests, however, result in such an
i nadm ssible shift of the invention.

In fact, each claim 1l offered by the appellant for

consi deration conprises the feature that the incom ng
nmessage fromthe telephone line is "selectively" stored
"such that the stored nessage is either reproduceable
only by a selected one of the slave units () or by al

of the slave units". Furthernore, the clains do not
define any registration of the nessage recording in a
managenent area in response to a key operation as it
had been the case for every single claimoriginally
filed.

The application as filed started froma prior art

cordl ess tel ephone systemwherein a "master unit" was
capabl e of handling, via RF-channels, a plurality of
"slave units" and recording incom ng nessages (I CM
sent over an outside tel ephone line to a slave unit for
the |l ater reproduction by a person using the slave unit
but nmonmentarily absent (see the A2 publication,

colum 1, lines 14 to 32).

The inventor recognized as a problemthat the nessage
could be reproduced at other slave units, even though
it should be kept secret. Accordingly, the application
as filed presented, as the object of the invention, the
saf eguard of privacy in such kind of master-slave
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systens connected to an outside tel ephone line (see
colum 1, lines 29 ff., 43 ff., and 53 ff., colum 3,
lines 4 ff., colum 17, lines 36 ff.).

In the prior art the nessages are recorded or stored,
on a tape for exanple, sequentially in the random
manner they arrive. This kind of nessage recordi ng was
not changed in the application; the application as
filed only nmentioned sequential recording (see, for
exanple, figure 5 and the acconpanying parts of the
description, colum 9, lines 48 to 51 and col um 10,
lines 25 to 32).

The solution to the said privacy problemresided rather
in the idea to add the registration of recordi ng data
and address nmanagenent for tracking the storage

| ocati ons of the incom ng nessages on the sequenti al
menory and |inking the recorded nessage to the sl ave
unit to which the calling party wi shed to address the
nmessage.

This solution | ed apparently to a division of the
system nmenory into a nenory for recording the incomng
messages sequentially, like in the prior art, and into
a dedi cated managenent area for registration of the
recordi ng data, and sinultaneously to a division of the
data and signal processing, nanely first receiving the
DTMF signal, which identified the unit to which the
nmessage shoul d be reproduceabl e, then the recordi ng of
the incom ng nessage, and finally the registration of
the recording data in the managenent area (see

steps 413 and 423 in figure 3). It is noted that the
recording or storing of the incom ng nessage was to be
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stopped before the recording data were registered in
t he managenent area (see steps 425 and 426).

Thi s concept of a conventional, sequential recording of
the incom ng nessages on the one hand and the inventive
regi stration and address nmanagenent on the other hand
is inposed on the skilled reader by the application
text itself, not only because it was the base of the
only enbodi nent descri bed but al so because all original
clainms explicitly enconpassed this concept. The whol e
techni cal disclosure of the application as filed would
appear to be inconpatible with a shift away fromthis
concept.

| ndeed, the application as filed does not give the
skilled reader any idea how to generalize or to deviate
fromthe disclosed enbodi mrent. The only passage

(colum 11, lines 16 to 31 of application as filed)
cited by the appellant in the exam nation stage as the
support of the anendnments then filed, is part of the
description explaining the routine 400 shown in

figure 3 and has thus to be read in the context of the
regi stration of recording data and address managenent.

Al though a skilled person reading the application as
filed nust infer therefromthat registering recording
data in a nenory separated fromthe sequential nessage
menory as well as a proper address managenent on the
basis of such data are essential features of the

i nvention for solving the privacy probl em addressed by
the application as filed such features |ack conmpletely
inclaiml of all present requests.
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To the contrary, the present clainms conprise the
feature "selectively storing ...an incom ng nessage from
the tel ephone Iine (3) such that the stored nessage is
ei ther reproduceable only by a sel ected one of the
slave units (11-15) or by all of the slave units (11-
15)", which links the selective reproducibility of
nmessages to the storing of nessages rather than to the
regi stration of recording data and address managenent.
The feature actually favours the interpretation that
the incom ng nessages are stored, dependent on the
recei ved selection (DTMF) signal, in predeterm ned
units of nmenory which are individually allocated to the
slave units, dispensing thereby with all the overhead
which the registration of recording data and address
managenent entails in accordance with the original

di scl osure.

In summary, the Board is convinced, therefore, that

the present requests result in a shift of the invention
which is inadm ssible in the light of the criteria
provided by Article 123(2) EPC.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

0783.D



