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Summary of Facts and Subm ssi ons

3140.D

Eur opean patent application No. 96 306 567.7 was
refused by the Exam ning Division on the grounds that
the clained subject-matter |acked clarity (Article 84
EPC) and inventive step (Article 56 EPC) vis a vis the
prior art docunents:

Dl1: US-A-4 227 537, and

D2: GB-A-2 159 420.

The reasons given by the Exam ning Division were that
the specification of the bristle material having a
stiffness equivalent to that of nylon -6,12 at a

di anmeter of about 0.076 to 0.152 mm | acked clarity in

t he absence of any nention of the bristle length and of
a clear definition of the conditions of the test. The
subject-matter of claim1 was al so | acking inventive
step in view of the teaching of docunents D1 and D2

whi ch di scl osed bristles having outside dianmeters and a
brush length falling within the ranges as clainmed. In
order to arrive at an acceptable main claim the first
i nstance suggested, however, to restrict the scope of
claiml1l to the specific material and di nensions

di sclosed in the application as filed.

The appel l ant (applicant) | odged an appeal against this
decision and filed a statenment of grounds on 4 Apri
2001.
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I n response to a conmuni cati on of the Board dated

18 June 2003, the appellant, by letter dated

20 Septenber 2003, submitted a conplete set of anended
appl i cation docunents.

It requested that the decision under appeal be set
aside and that a patent be granted on the basis of
t hese pi eces of docunents, nanely:

C ai ns: 1 to 22
Descri ption: pages 1 to 3; 3a; 4 to 21
Fi gures: 1 to 8.

Caim1l reads as foll ows:

"A uterine endonetrial tissue sanple brush (10)
conprising a flexible core (12) having a proximl core
end (14) and a distal core end (16); and a brush nenber
(18) carried adjacent the distal core end (16), the
brush nmenber having a plurality of axially spaced
resilient bristles (20) having a free outside dianeter
suited to maintain patient confort yet conprehensively
contact the undilated uterine canal (38); whereby the
brush nmenber (18) is about 3 to 5 cmlong and with the
free outside dianmeter being about 5.08 to 7.62 nm the
bristles (20) are axially spaced about 0.5 to 1.5 mm
apart, said plurality of bristles (20) conprising at

| east a plurality of first bristles (120) nade of

nyl on-6,12 at a di ameter of about 0.076 to 0.152 nmm or
of a synthetic, plastic or polymeric material having a
stiffness equivalent to that of said nylon at said

di aneters.”
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Reasons for the Deci sion

1

3140.D

The appeal is adm ssible.

Amrendnent s

Caim1l is based on clainms 1, 19 and 21 as originally
filed, supplenmented by nore specific features drawn up
fromthe description as originally filed, in particular
page 10, lines 4 to 26 and page 11, lines 1 to 13;

claim2 is supported by original claim3, supplenented
by features fromthe original description on page 15,
lines 29 to 31;

claim3 is supported by the original description on
page 15, lines 22 to 23;

claim4 is supported by the original description on
page 14, lines 14 to 19;

claim5 is supported by the original description on
page 13, lines 15 to 26;

clains 6 to 22 are supported by original clainms 2
to 14; 16; 18 to 20, respectively.

The introductory part of the description was adapted to
claim1l as anended and the passages which referred to
the method for sanpling uterine endonetrial tissue were
del eted fromthe description so as to avoi d any
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m sl eading interpretation of the clains and any
interference with Article 52(4) EPC.

Therefore, the amendnents nade to the application as a
whol e are clear and not such as to extend its subject-
matter beyond the content of the application as filed,
in accordance with Article 84 and 123(2) EPC. In
particular, the invention as now clai ned includes the
use of nylon - 6,12 with a dianeter of about 0.076 to
0.152 mm and takes these specific material and
paraneters as a standard for defining a reference
stiffness under the normal conditions of use in view of
the production of bristles fromthat material and al so
fromother materials having an equival ent stiffness. A
nore mat hematical or scientific definition of the
stiffness is not necessary and woul d not be supported
anyway by the application as originally filed.

| nventive step

Docunent D1 represents the closest prior art. It

di scl oses (see Figures 1, 2A and 2B) a uterine
endonetrial tissue sanple brush 10 conprising a
flexible core 22 nade of a spirally wapped pair of
wires, and a brush nenber 14 adjacent the distal core
end, the brush having a plurality of axially spaced
resilient bristles 14. The bristle section of the brush
(Figure 2A) is about 25.4 mm (one inch) | ong and has an
outside dianmeter (Figure 5) over 6.35 nm (one fourth of
an inch). These dinensions may be varied to suit
varying requirenments (colum 4, lines 59 to 60). The
bristles nmay be nmade of nylon, w thout further
specification (colum 4, lines 34 to 35).
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Wth respect to the dinensions as clained, only the
out si de di aneter of the known brush is conprised within
the clained range of 5.08 to 7.62 nm The ot her

di mrensions are situated outside the ranges as cl ai ned
or sinply not disclosed, given that no dinensional
feature can reasonably be deduced froma schematic
representation of the drawi ngs. The nmere nention of
nylon as a possible nmaterial for the bristles is not
sufficient to inply a specific stiffness in the absence
of any indication of dianeter.

3.2 The subject-matter of claiml, therefore, differs from
t he di scl osure of docunent D1 essentially by the brush
menber being about 3 to 5 cmlong, by the bristles
being axially spaced about 0.5 to 1.5 nm apart, and by
the use of nylon -6,12 at a dianeter of about 0.076 to
0.152 mmor of a synthetic, plastic or polyneric
mat eri al having an equival ent stiffness for nmaking the
bristles. These features provide the tissue sanple
brush as a whole with good exfoliating and collecting
abilities sinultaneously, in accordance with the
probl em as set out in the patent application (cf.
par agr aph bridgi ng pages 2 and 3).

3.3 Docunment D2 di scl oses an endocervical sanpling brush
conprising a spiral wound bristle of 15 to 20 mMmmin
length and of 3 to 7 nmin dianeter at its w dest end
or 5.4 to 7.5 nmaccording to the di nensional
characteristics of the exanple given on page 2, lines 1
to 8, assuming that the length of the bristles
corresponds to the free outside dianeter of the brush
menber. The bristles are formed primarily of a soft
nyl on (grade quality) having a maxi num di aneter of
0.06 mm (cf. page 1, lines 55 to 59).

3140.D
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Conpared with the dinmensions as clainmed, only the
out si de dianeter of the brush disclosed in D2 falls
within the range of 5.08 to 7.62 nm The ot her

di mensi onal features such as the brush length or the
axi al spacing are outside the clained ranges or not
mentioned at all. As to the stiffness of the bristles,
it is supposedly less than the equivalent stiffness as
claimed in view of a maxi mum bristle dianeter (0.06 m
smaller than the inferior limt of the clainmed range
(0.076 to 0.152 nm).

Thus, even when conbi ning the teachings of docunents D1
and D2, the skilled person would not have arrived at a
sanpling brush having all the specific requirenents and
properties as those clainmed, providing the brush as a
whole with an optinmal stiffness for the contenpl ated
uteri ne endonetrical application.

Since such a conbination of features is not suggested
by the prior art docunents the subject-matter of
claim1l involves an inventive step within the neaning

of Article 56 EPC. The dependent clains can al so stand.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the follow ng
docunent s:

C ai ns: 1to 22

Descri ption: pages 1 to 3; 3a; 4 to 21

Fi gures: 1 to 8.

all submtted by letter dated 20 Septenber 2003.
The Regi strar: The Chai r man:
V. Conmar e W D Wil
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