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Summary of Facts and Subm ssi ons

1398.D

The Appellant (Opponent) | odged an appeal, received at
the EPO on 9 May 2001, against the interlocutory

deci sion of the Opposition Division posted on 7 March
2001 on the anmended formin which the European patent
No. O 752 216 could be maintained. The appeal fee was
pai d sinul taneously and the statenent setting out the
grounds of appeal was received at the EPO on 16 July
2001.

Opposition was filed against the patent as a whol e and
based on Article 100(a) together with 52(1), 54 and 56
EPC. The Opposition Division held that the
correspondi ng grounds for opposition did not prejudice
t he mai ntenance of the patent as anmended according to
the auxiliary request 1 filed with letter of 10 July
2000.

The foll ow ng docunments have been considered in the
appeal proceedings:

D3: US-A-2 332 986

D4: DE- A-2 439 981

D5: VDI-Rchtlinie 2201, Blatt 1 und 2

D11: US-A-1 330 326.

Mor eover, the follow ng docunents referring to an

al l eged public prior use of a starter having the order

nunber 0 001 208 053 and produced by the Appell ant
hi nsel f have been consi dered:



- 2 - T 0531/01

D6. 1: Li st concerning starters 0 001 208 053... 056,
058...059, 060...061 (1.1973);

D6. 2: Li st concerning starters 0 001 208 040(1.1973);

D6. 3: Li st concerning an overrunning clutch
1 006 209 400 (08.03.00);

D6.31: Modification sheet Nr: OOE5148 concerning
overrunning clutch 1 006 209 400 and pinion
1 000 384 557

D6.32: Modification sheet Nr: OOE 6936 concerning
spring 2 004 616 040 of overrunning cl utches

(amongst others 1 006 209 400) (6.7.98)

D7: Drawi ng of overrunning clutch 1 006 209 400
(5.8.76)

D7. 1: Modi fication sheet Nr: OOE 7014 concerning
overrunni ng clutches (anobngst others
1 006 209 101 400)

b8. 1: Drawing of ring 2 000 120 002 (17.3.71)

b8. 2: Drawi ng of disk 2 000 500 023 (17.3.71)

b8. 3: Drawi ng of disk 2 000 113 007 (17.3.71)

D8. 4: Drawi ng of disk 2 000 102 003 (17.3.71)

D8. 5: Drawi ng of retaining ring 1 000 500 016

D8. 6: Drawi ng of snap ring 1 004 601 005 (18.10.62)
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DO: Drawi ng of forked lever 2 001 933 056 (21.6.67)

D9. 1: Modi fication sheet Nr: 98EGS11 concerning switch
| ever 2 001 933 056

D10.1: List concerning order nunbers and positions

D10. 2: Draw ngs of the conponents of a starter

D12: "Ver gl ei chsnummernliste Frimtec konplett"”,
page 9 of 880, excerpt fromthe Internet page
"http://ww. frimtec.org/start. htni.

Oral proceedi ngs took place on 5 May 2002.

The Appel |l ant requested that the decision under appeal
be set aside and the European patent EP 0 725 216 be
revoked.

The Respondent (Patentee) requested that the appeal be
di sm ssed and that the patent be naintained as per the
interlocutory decision (main request), or that the
deci si on under appeal be set aside and the patent be
mai ntai ned i n anmended form according to auxiliary
requests 1 or 2 filed with letter of 18 March 2003.

Claim1l of the main request reads as foll ows:

"A starter conprising:

an out put shaft (220) having a helical spline (221);

a pinion transmttal nenber having a pinion (200) for
meshing with a ring gear (100) of an engi ne and nounted
on the output shaft axially novably through mating with
the helical spline of the output shaft;

a notor (500) for rotating the output shaft thereby to
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nove the pinion toward the ring gear for nmeshing with
the ring gear; and

a return preventing nenber (231) for restricting a
return of the pinion fromthe ring gear when the pinion
meshes with the ring gear under a rotation of the ring
gear of the engine; characterized by

a slide nmenber (215) disposed between the pinion
transmttal nmenber and the return preventing nenber,
said slide nenber being rotatably nounted on the pinion
transmttal menber."

Claim1l1l of the auxiliary request 1 and claim1 of the
auxiliary request 2 differ fromthis claimhby
addi tional features.

I n support of his request the Appellant relied
essentially on the foll ow ng subm ssions:

Wth respect to the public prior use of the starter
havi ng the order nunmber 0 001 208 053, the subject-
matter of claiml of the main request was not new. This
starter was used in the "Opel GI" having a 1.9 | engine
since 1971. Al though there was no evidence for this
public prior use, each of D6.1, D6.2 and D12 showed
that it was nore |likely than not that the starter

0 001 208 053 had been used in the "Opel GI". The
starter conprised the overrunning clutch shown in D7
and the forked | ever shown in D9. During starting, the
forked | ever was permanently pressed agai nst the

di sk 15 of the overrunning clutch so that it worked as
a return preventing nenber. Since the disk was
rotatable with respect to the overrunning clutch and
with respect to the neighbouring disks, it worked as a
slide nenber as described in claim1l. Hence, the public
prior used starter conprised all features of claim1l of
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t he main request.

The nost rel evant published state of the art was
represented by D3. This docunent disclosed all features
of the pre-characterizing portion of claim1l of the
mai n request. It was obvious that there arose friction
and abrasion between the pinion (7) and the return
preventing nenber (15) when the latter was in contact
with the face of the pinion for preventing a return
fromthe ring gear (9). Thus, the object to be achieved
could be regarded as to provide a starter having an

i nproved durability.

In order to avoid friction and abrasion between a
rotating element (4) and a fixed elenent (2), D5
suggested (see Blatt 1, page 3, Figure 2e) the

provi sion of a slide nenber between these el ements.
Furthernore, D5 showed (see Blatt 2, Page 3, Figure 6)
that such a slide nenber could al so be arranged
asymmetrically with respect to the rotating el enent.
Therefore, the provision of a slide nenber as defined
in the characterizing portion of claiml of the main
request in a starter according to D3 was obvious for
the skilled person dealing with the object nentioned
above.

Moreover, the provision of a slide nenber in a starter
to avoid friction and abrasion between a rotating and a
fixed el ement was al so suggested by D4 and D11. In the
starter according to D4 the pressure disk (31) and the
brake disk (26) had to be regarded as slide nenbers,
and in the starter according to D11 the anti-friction
bearing (10) forned a slide nenber

Therefore, with respect to the conbination of D3 with
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any of D5, D4 or D11, the subject-matter of claim1l of
the main request did not involve an inventive step.

The Respondent's argunents can be summari sed as
foll ows:

The all eged public prior use of the starter

0 001 208 053 was not sufficiently substantiated. There
was neither any evidence that this starter had been
used in public, nor evidence that this starter

conpri sed the overrunning clutch shown in D7 and the
forked | ever shown in D9. Consequently the alleged
public prior use could not be regarded as state of the
art.

The nost relevant state of the art was in fact
represented by D3. Starting from D3, the object to be
achieved by the patent in suit was the provision of a
starter having an inproved durability of the pinion
rotation regul ati ng nmechani sm This object was achi eved
by the provision of a slide nmenber according to the
characterizing portion of claiml of the main request.

D5 referred exclusively to slide bearings. Therefore
the skilled person would not consider D5 in the present
case. However even if he considered D5, this docunent
coul d not suggest the provision of a slide nenber
according to claim1 of the main request since

Figure 2e on page 3 of Blatt 1, and Figure 6 on page 3
of Blatt 2, did not show a bearing which was nounted on
a rotating nenber.

D4 and D11 did not suggest the arrangenent of a slide
menber between a pinion transmttal nmenber and a return
preventing nenber. Moreover, the brake disk (26) shown
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in D4 could not be regarded as a slide nenber, since it
di d not support a sliding effect but rather a braking
effect, and the anti-friction bearing (10) shown in D11
did not contact the pinion (5) when the pinion neshed
with the fly wheel (6).

Consequently the subject-matter of the present clains
was not obvi ous but was based on an inventive step.

Reasons for the Decision

1

2.1.1

1398.D

The appeal is adm ssible.

State of the art

The al |l eged public prior use

According to the case |aw of the Board of Appeal the
foll ow ng circunstances have to be clarified for
determ ni ng whether or not an invention has been nade
avai lable to the public by prior use (see Case Law of
t he Boards of Appeal of the EPO 4th edition 2001,
page 474, section VII.C. 8.6):

(a) when the act of prior use occurred,

(b) what was made available to the public through that
use,

(c) the circunstances of that act of use, ie where,
how and by whom the subject-matter was made public

t hrough that use.

Furthernore, the alleged public prior use has to be
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proved beyond any reasonabl e doubt (see Case Law of the
Boards of Appeal of the EPO 4th edition 2001,
pages 358, 359, section VI.J.5(b) "prior use").

Wth respect to the requirements (a) and (c) the

Appel lant merely stated that the starter of the type

0 001 208 053 had been fitted into the 1,9 | engine of
the "Opel GI" since 1971. However there is no evidence
which is suitable to support this allegation

The Appellant's argunentation that D6.1, D6.2 and D12
showed that it is likely that the starter 0 001 208 053
had been used in the "Qpel GI" is not convincing. These
docunents prove at best that a starter having the order
nunber 0 001 208 053 exists. However, they are not
suitable to prove that this starter has been used in
public, let alone that it was used in an "QOpel GI"
since 1971. Moreover it is not sufficient to show that
it is nore likely that the starter 0 001 208 053 has
been used in the "Opel GI" than it has not been used,
since this does not prove the public prior use beyond
any reasonabl e doubt.

Hence, the requirenents (a) and (c) are not net in the
present case.

Moreover, it is not clear what allegedly has been used.
The present docunments, in particular D7 and D10. 2
nmerely show that the starter of the type 0 001 208 053

conpri ses:

an out put shaft having a helical spline (see
D10. 2);
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a pinion transmttal nenber (see D7) having a
pinion (1) suitable for nmeshing with a ring gear
of an engine (inplicit) and nounted on the output
shaft axially nmovably through mating with the
helical spline of the output shaft (see D10.2);

a notor (see D10.2) for rotating the output shaft
t hereby to nove the pinion toward the ring gear
for meshing with the ring gear (inplicit).

However, docunments D6.1 to D10.2 do not show whet her or
not the starter of the type 0 001 208 053 additionally
conprises a return preventing nenber for restricting a
return of the pinion fromthe ring gear when the pinion
meshes with the ring gear under a rotation of the ring
gear of the engine; and a slide nenber disposed between
the pinion transmttal menmber and the return preventing
menber, said slide nenber being rotatably nounted on
the pinion transmttal menber

The Appellant's statenent that the forked | ever shown
in D9 forned a return preventing nenber and the disk 15
shown in D7 formed a slide nenber as defined in claiml
(see letter of 16 July 2001, page 15, paragraph 3 to
page 16, paragraph 1) is not supported by any evi dence.

Consequently, none of the requirements (a), (b) and (c)
mentioned in section 2.2.1 above is net, and the prior
use has not been proved beyond any reasonabl e doubt.

Therefore, the Board cones to the conclusion that the
al l eged public prior use cannot be regarded as formng
part of the state of the art according to Article 54(2)
EPC.
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2.2 Each of D3 and D4 discloses a starter conprising:

an output shaft (D3: 2 / D4: 2)) having a helical
spl i ne;

a pinion transmttal menber (D3: 6, 7, 8 / D4: 6,
8, 12, 26, 27) having a pinion (D3: 7/ D4: 4) for
meshing with a ring gear (D3: 9 / D4: 22) of an
engi ne and nounted on the output shaft axially
nmovably through mating with the helical spline of
t he out put shaft;

a notor (D3: see page 1, |left hand col um,

lines 21 to 24 / D4: 1) for rotating the output
shaft thereby to nove the pinion toward the ring
gear for meshing with the ring gear; and

a return preventing nenber (D3: 15/ D4: 38) for
restricting a return of the pinion fromthe ring
gear when the pinion nmeshes with the ring gear
under a rotation of the ring gear of the engine
(D3: see page 1, right hand colum, lines 8 to 15
| D4: see page 8, lines 5 to 12).

However, the starter according to D3 or D4 does not

conprise a slide nmenber disposed between the pinion

transmttal nmenber and the return preventing nenber.
2.3 D11 discloses a starter conpri sing:

an out put shaft (3);

a pinion transmttal nenber having a pinion (5)
for meshing with a ring gear (6, 6a) of an engine

1398.D Y A
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and mounted axially novably on the output shaft;
and

a notor (A) for rotating the output shaft thereby
to nove the pinion toward the ring gear for
meshing with the ring gear.

However, the output shaft does not have a heli cal
spline, and the starter does not conprise a return
preventing nenber for restricting a return of the
pinion fromthe ring gear when the pinion neshes with
the ring gear under a rotation of the ring gear of the
engi ne. Hence the starter also does not conprise a
slide nmenber disposed between the pinion transmttal
menber and the return preventing nenber.

D5 is a guideline which refers to the design of slide
bearings. Therefore this docunent does not disclose any
of the features of claim1l of the main request.

In view of the above findings, the subject-matter of
claiml of the main request is novel.

| nventive step

The nost relevant state of the art with respect to
claiml1l of the main request is represented by D3 or D4
whi ch both refer to a starter as defined in the pre-
characterizing portion of claim1l of the main request.

Starting fromthis state of the art, the object to be
achi eved may be regarded as to provide a starter having
an inproved durability of the pinion rotation

regul ati ng mechani sm (see the patent specification,
colum 2, lines 10 to 13).
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In accordance with claim1l of the main request, this
object is achieved by the provision of a slide nenber
di sposed between the pinion transmttal nmenber and the
return preventing nenber, said slide nmenber being
rotatably nmounted on the pinion transmttal nenber.

In contradiction to the Appellant's opinion, the
provi sion of such a slide nmenber is not suggested by
the avail able prior art.

The Board agrees with the Respondent that the skilled
person woul d not consider D5 in the present case. Since
D5 exclusively refers to slide bearings, and since the
starter according to D3 or D4 does not involve a
problemrelating to a slide bearing, there would be no
reason to take D5 into account when | ooking for a
solution for the object set out above. However even if
the skilled person were to consider D5, this docunent
coul d at best suggest the provision of a slide nenber
in formof a slide bearing between the pinion
transmttal nmenber and the return preventing nenber.
However, there is no suggestion for rotatably nmounting
the slide nenber on the pinion transmttal nenber

D4 and D11 al so would not |ead the skilled person in
the direction of the subject-matter of claim1l of the
main request. It is true that both docunents suggest
the provision of slide nmenbers in a starter. These
slide nmenbers are, however, not arranged between the
pinion transmttal nenber and the return preventing
menber. The pressure elenment (37) shown in D4 which may
be regarded as a slide nenber is arranged between the
pinion transmttal nmenber and a friction elenment (36),
and the anti-friction bearing showm in D11 is arranged
between the pinion transmttal menber and a spring (8).
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The brake disk (26) shown in D4 cannot be regarded as a
slide nenber, since a brake disk and a slide nenber
serve opposite purposes. Mreover, since this brake
disk fornms part of the pinion transmttal nmenber, it is
al so not arranged between the pinion transmttal nenber
and the return preventing nenber. Consequently D3 and
D4 do not suggest the provision of a slide nenber
between the pinion transmttal nenber and the return
preventing nenber.

3.4 Therefore, the Board cones to the conclusion that the
subject-matter of claim1 of the main request involves
an inventive step.

Since the patent in suit can be maintained on the basis
of the main request, there is no reason to consider the
auxiliary requests 1 and 2.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Magouliotis M Hat herly

1398.D
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