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Cat chword

1. Where a ground of opposition, here insufficiency, was
expressly not nmaintained in opposition oral proceedings by the
only party which had relied on the ground and the Opposition
Division did not deal with the ground in their decision the
re-introduction of the ground in appeal proceedings
constitutes a fresh ground which, follow ng Opinion G 10/91 by
anal ogy, requires the perm ssion of the proprietor.

2. Where a ground, here novelty, was substantiated within
t he opposition period and the party which raised the ground
nei ther appears at the opposition oral proceedings nor

wi t hdraws the ground the Opposition Division has to deal with
the ground in their decision. The ground nmay then be taken up
by ot her appellants in subsequent appeal proceedings.

3. A request for a referral under Article 112 EPC to the
Enl arged Board of Appeal nust be refused if a decision can be
reached on the basis of grounds other than those grounds to
whi ch the proposed question was related, cf. decision G 3/98,
point 1 of the reasons.
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Summary of Facts and Subm ssi ons

0280.D

Appellants | and Il (Opponents 11l and Il respectively)
filed appeal s agai nst the decision of the Opposition
Division to mai ntain anended the European Patent

No. 0 479 393.

Qpposition was filed by Qoponents I, Il and Il against
t he patent as a whole and based on Article 100(a) EPC
(lack of novelty and | ack of inventive step) and
Article 100(c) EPC (added subject-matter).

The Opposition Division held that the subject-matter of
claiml of the auxiliary request was novel and involved

an inventive step.

The appel l ants requested that the decision under appeal
be set aside and the patent be revoked. They al so
requested that the foll ow ng question should be
submtted to the Enl arged Board: -

"Unter wel chen Unst anden ist ein wahrend ei nes
Ei nspruchsverfahrens in zul &ssi ger Wi se geltend
gemacht er Ei nspruchsgrund

a) zu dem wahrend der mindlichen Verhandl ung vor der
Ei nspruchsabt ei l ung von der Ei nsprechenden kei ne
wei teren mindl i chen Ausf ihrungen gemacht werden, oder

b) der wahrend der nmundlichen Verhandl ung vor der
Ei nspruchsabt ei l ung von der Ei nsprechenden nicht nehr
aufrecht erhalten wird, oder
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c) der wadhrend der nmindlichen Verhandl ung vor der
Ei nspruchsabtei l ung von der Ei nsprechenden ausdricklich

zur ickgenomren wi rd,

i m Ei nspruchs-Beschwer deverfahren (w eder) zuzul assen?"

The respondent requested that the decision under appeal
be set aside and the patent be nmintained in anmended
formin accordance with the main request filed during
oral proceedings before the Board on 29 Cct ober 2003,
or alternatively, in accordance with the auxiliary
request also filed during the oral proceedings before
t he Board on 29 COctober 2003. The respondent further
requested during the oral proceedings to file a new

auxi liary request.

The i ndependent claimof the main request reads as
fol |l ows:

"1. A nethod of blow noulding a polyester biaxially
oriented container (30), the nethod conprising the
steps of: -

(a) providing an injection noul ded pol yester
preform body (10) having an el ongated body (16) for
form ng a container body and being closed at one end
(20) and open at the opposite end, said preform open
end having a threaded neck finish (12) and said
el ongat ed body having a portion (14) tapering in wall
t hi ckness adj acent said neck finish (12) for formng a
cont ai ner shoul der portion, said closed one end being
defined by a bottom having a generally hem spheri cal
outer surface; and

(b) stretch blow nmoulding the preform (10) to form
a bl ow noul ded biaxially oriented container (30) having
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contai ner body forned fromthe el ongated body (16) of
the preform (10) and conprising a transparent biaxially
oriented sidewal |, a neck finish (12) constituted by
t he neck finish of the preformand an extended shoul der
portion (36) in the area adjacent the neck finish (12)
and formed fromthe said portion (14) of the
perform (10),

characterised in that the cl osed one end (20) of
said preform body (16) conprises a cylindrical
contai ner base-formng flute portion (22) having a
greater wall thickness relative to the wall thickness
of said preformbody (16) and in that in step (b) the
preform (10) is bl ow noul ded whereby in the container
(30) aloworientation rigid integral chanpagne-type
base (34) is forned fromthe fluted portion (22), the
chanpagne-type base (34) including a chinme area (40)
havi ng a peri pheral contact radius and an unoriented
recess central portion, the chanpagne-type base having
a thickness greater than the thickness of the side
wal |, whereby the container (30) is returnable and
suitable for refilling."

The i ndependent claimof the auxiliary request reads as
foll ows:

"1l. A nethod of blow noulding a polyester biaxially
oriented container (30), the nethod conprising the
steps of: -

(a) providing an injection noul ded pol yester
preform body (10) having an el ongated body (16) for
form ng a contai ner body and being closed at one end
(20) and open at the opposite end, said preform open
end having a threaded neck finish (12) and said
el ongat ed body having a portion (14) tapering in wall
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t hi ckness adj acent said neck finish (12) for formng a
cont ai ner shoul der portion, said closed one end being
defined by a bottom having a generally hem spheri cal
outer surface; and

(b) stretch blow nmoul ding the preform (10) to form
a bl ow noul ded biaxially oriented container (30) having
contai ner body forned fromthe el ongated body (16) of
the preform (10) and conprising a transparent biaxially
oriented sidewal |, a neck finish (12) constituted by
t he neck finish of the preformand an extended shoul der
portion (36) in the area adjacent the neck finish (12)
and formed fromthe said portion (14) of the preform
(10),

characterised in that the cl osed one end (20) of
said preform body (16) conprises a cylindrical
contai ner base-formng flute portion (22) having a
greater wall thickness relative to the wall thickness
of said preformbody (16) and in that in step (b) the
preform (10) is bl ow noul ded whereby in the container
(30) aloworientation rigid integral chanpagne-type
base (34) is forned fromthe bottomand the fluted
portion (22), the chanpagne-type base (34) including a
chinme area (40) having a peripheral contact radius and
an unoriented recess central portion, the chanpagne-
type base having a thickness greater than the thickness
of the side wall, whereby the container (30) is
returnable and suitable for refilling."

The appellants argued in witten and oral subm ssions
essentially as foll ows:

(i) The ground of insufficiency was never abandoned by
Appel lant |. Wen the appellant in the oral
proceedi ngs before the Opposition Division
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decl ared that the objection under Article 100(b)
EPC was not maintained this did not nmean that the
ground was not longer in the proceedings. It
nmerely neant that the appellant did not wish to
speak orally to the ground. In case of doubt
concerning a statenent by a party the Qpposition
Division is obliged to clarify the request of the
party. Mreover, the framework for appeal
proceedi ngs is not just the decision of the
OQpposition Division but the whol e opposition
proceedi ngs. Even if the ground were considered to
be withdrawmn it still should be admtted into the
appeal proceedings in view of decision T 274/95.
The situation in the present case is simlar to
that in T 274/95. In that decision the re-

i ntroduction of a withdrawn ground was not
considered to be a fresh ground in the sense of
Enl arged Board of Appeal Opinion G 10/91.

Wth regards to the ground of |ack of novelty this
was dealt with in the decision of the Opposition
Division and in the opposition proceedings and so
can be addressed in appeal proceedings. Also, in
this case the framework for appeal proceedings is
t he decision of the Opposition Division and the
whol e opposition proceedi ngs.

(iti)Cdaim1 as anended specifies that the container is

returnable and suitable for refilling. The term
returnable nerely indicates a capability of being
returned. Suitable for refilling inplies that the
contai ner may be cleaned and refilled. Fromthe
description of the patent this is defined as
retaining its aesthetic and functional performance
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over five to ten conplete refill |oops. Mre
specifically the problens of shrinkage and crack
failures have to be avoi ded. The cl ai m does not
however specify the tenperature and crystallinity
| evel s to be used to achieve a viable container.

It is stated in the description that an aimof the
invention is to provide a refillable PET

contai ner. The description noreover only rel ates
to PET containers so that the skilled person woul d
be unable to extend the teaching to all types of
pol yester containers. There is therefore no
support for the claimin the description. In
addition the expressions "low orientation”,
"rigid", "returnable" and "refillable" are

uncl ear. The anmendnents to claim 1l do not
therefore conply with Article 84 EPC.

It would be appropriate to submt a question to
t he Enl arged Board of Appeal concerning the non-
mai nt enance of the objection of insufficiency and
a re-introduction of this ground into the appeal
proceedings as this is an inportant point of |aw.

The respondent should not be given any further
opportunity to file auxiliary requests at this

| ate stage of the proceedi ngs since he has al ready
had sufficient opportunity.

The appellants al so presented argunents with
regards to Articles 100(c) and 123(2) EPC, and
with regards to |lack of novelty and | ack of

i nventive step. These argunents are no | onger

rel evant to the deci sion.
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The respondent argued in witten and oral subm ssions

essentially as foll ows:

(i)

(i)

Since Appellant Il did not raise the ground of
opposi tion under Article 100(b) EPC and

Appel lant | did not maintain the ground the
appel l ants are not adversely affected by the

deci sion of the Qpposition Division which did not
deal with this ground. Enlarged Board of Appea

Opi nion G 10/91 does not allow the re-introduction
of grounds. At the oral proceedings before the
Qpposition Division there was no doubt that the
ground was w thdrawn and not just that the
opponent did not want supplenment his witten

subm ssion by an oral subm ssion. The respondent
does not approve of the introduction of this fresh
ground of opposition into the appeal procedure.

The ground of | ack of novelty was only raised by
Opponent | who has not filed an appeal. Opponent |
only filed the ground against claim1l as granted.
Qpponent | did not attend the oral proceedi ngs
before the Qpposition Division and did not raise
t he ground against claim1l as anended.

Qpponents Il and |1l indicated in the oral
proceedi ngs that they did not dispute the novelty
of claim1l as anended. Therefore the novelty of
claim1l as anended was never examined in the
opposi tion proceedi ngs. Since Opponents Il and |1
did not dispute the novelty they are not adversely
affected by the decision of the Opposition
Division as to novelty. Enlarged Board of Appeal
Decision G 7/95 restricts the exam nation of
novelty in appeal proceedings in the context of
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inventive step to the novelty of the clainms in
view of the closest prior art. The respondent does
not approve of the introduction of this fresh
ground of opposition into the appeal proceedings.

(ii1)The expression suitable for refilling is clear.

(iv)

(v)

None of the features nentioned by the appellants
as being essential are in fact essential. The
crystallinity and other paraneters are not
essential as they relate only to PET, the
preferred enbodi nent, and would be different for
ot her polyesters. The correct definition of
refillable is that given by the Opposition
Division, i.e. the container is returned to the
provi der, cleaned and then refilled. The nunber of
refill loops is not relevant. The reference in the
description to the aimof the invention being to
provi de a PET container is not a limtation.

The respondent considers that the proposed
guestion to the Enlarged Board coul d be
appropriate since this is an inportant point of

| aw. The question should not however be limted to
oral proceedi ngs but should include witten

pr oceedi ngs.

In order to overcone the ground under Article 84
EPC t he respondent wi shes to file a second
auxiliary request in which the expression
"suitable for refilling"” would be del et ed.

The respondent al so presented argunents refuting
t he grounds under Articles 100(c) and 123(2) EPC,
and refuting the grounds of |ack of novelty and
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| ack of inventive step. These argunents are no
| onger relevant to the decision.

Reasons for the Decision

0280.D

Adm ssibility of the ground of insufficiency

The ground of insufficiency under Article 100(b) EPC
was substantiated during the period for opposition by
Qpponent 111 (Appellant 1). At the start of the oral
proceedi ngs before the Opposition Division the
OQpposition Division asked the opponents to state their
requests. According to the mnutes of the oral
proceedi ngs Opponent 111 requested revocation inter
alia on the basis of Article 100(b) EPC agai nst the
auxiliary request. After the main request of the
proprietor (maintenance of the patent as granted) was
rejected the Qpposition Division asked Qpponent 111 to
present his argunents with respect to Article 100(b)
EPC. According to the m nutes Qpponent II1 "announced
that his objection according to Article 100(b) was not
mai ntained.” In the section of their decision on facts
and subm ssions the Qpposition Division noted in

par agraph 2c that Opponent |11 had raised grounds under
Article 100(b) EPC. Then in paragraph 9 reference was
made to the oral proceedings with the remark that "For
further details see the contents of the mnutes.” In

t he reasons for the decision the Opposition D vision
stated that "The objections with respect to Article 83
EPC, raised by Opponent 111, were w thdrawn during the
oral proceedings." The Opposition D vision made no
further conmment on this ground in their decision.
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The Opposition Division did not nmake use of its ex-
officio powers to continue the ground. This is shown by
the fact that Qpposition Division did not deal with the
ground as to its nmerit in their decision. Since the
only opponent who raised this ground did not maintain
it in the oral proceedings the Board concludes that the
ground under Article 100(b) EPC was no |longer in the
opposi tion proceedings at the end of the oral
proceedi ngs before the Opposition Division.

Appel l ant | has argued that the ground was never

wi t hdrawn but was nmerely not argued further orally.
Furthernore, this appellant considered that in the case
of an unclear declaration by a party the Opposition
Division was obliged to clarify the statenment but had
omtted to do so in this case.

In the opinion of the Board the statenment by

Qpponent 111 was quite clear, so that no further
clarification was required by the Opposition Division.
The opponent indicated that he did not maintain the
"objection”. In the opinion of the Board "objection” in
this context can only nean ground. |If the opponent had
intended to maintain the ground wi thout presenting
further argunents then he would not have gone so far as
to state that the objection was not maintained. He
woul d have given sone indication that no further
argunments were to be presented. The m nutes woul d have
reflected this. As it is, the mnutes give a clear

i ndi cation that the ground or "objection” was not

mai nt ai ned.
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Appel lant | has not disputed the content of the m nutes
but rather their clarity and interpretation. Under the
circunstances of the present case it is nore likely
than not that the Qpposition Division had correctly
under stood the subm ssion to nean that the ground of

insufficiency was w t hdrawn.

Since the Board does not agree with the interpretation
given by Appellant |, nor that there is any |ack of
clarity in the statenent, the Board finds that the
OQpposition Division was correct in not dealing with the

ground on its nerits in their decision.

The ground of insufficiency has been relied upon by
Appellants | and Il in their appeal grounds, but the
respondent has not agreed to the ground bei ng exam ned.
It is therefore necessary to consider whether this
ground constitutes a fresh ground in the sense of

Enl arged Board of Appeal Opinion G 10/91 which woul d
require the perm ssion of the proprietor for its

i ntroducti on.

I n Enl arged Board of Appeal Decision G 9/91 and Opi ni on
G 10/91 (see point 18 of the decision/opinion) it is
stated that the purpose of appeal proceedings is
"mainly to give the losing party the possibility of
chal | engi ng the decision of the Opposition Division on
its nerits". Further it is stated that it is not the
pur pose of appeal proceedings "to consider grounds for
opposi tion on which the decision of the Opposition

Di vi sion has not been based”". Fromthis it follows that
it is not the purpose of appeal proceedings to consider
a w thdrawn ground on which a decision of the

OQpposi tion Division has not been based.
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The Board is aware of a nunber of decisions by other
Boards of Appeal related to this question. |In decision
T 986/ 93 a ground under Article 100(c) EPC was

i ntroduced into the opposition proceedings after the
period of opposition, i.e. a late filed ground. The
OQpposition Division decided not to admt the ground on
the basis that it was not prima facie relevant. The
Board decided to admt the ground as the Board
considered that it was entitled to review the decision
of the Qpposition Division not to admt the ground.
Decision T 986/93 appears to confirmthe decision of
the Opposition Division as being the basis for appeal
proceedi ngs. In that case the decision of the
Qpposition Division to exercise discretion agai nst

adm ttance of the ground was a part of the decision
bei ng revi ewed.

In Decision T 1070/96 the ground of insufficiency was

i ntroduced by an Opponent |l during opposition
proceedi ngs and exam ned by the Opposition Division who
referred to the ground in their decision. Only

Opponent | filed an appeal so that the respondent
(proprietor) argued that Opponent | was not entitled to
use a ground which had only been raised by Opponent 11
The Board considered that it was irrel evant which
opponent raised the ground provided that the ground is
dealt with in the decision. Again this decision is
consistent with the view that the main basis for appea
proceedings is the decision of the Opposition Division.

In Decision T 274/95 the circunstances nay seemsimlar
to those of the present case. The Board admitted the
ground into the appeal proceedings on the basis that
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t he ground had been fully argued pursuant to Rule 55(c)
EPC and that the Opinion G 10/91 was concerned with
grounds that had not been substantiated in accordance
with Rule 55(c) EPC. As set out in point 11(c) of their
deci sion, the Board considered that the ground was not
sufficiently relevant to prejudice the maintenance of
the patent which would justify rejection of the ground
as inadmssible. In view of this, and the fact that the
ground was considered to have "limted extent", the
Board decided to admt the ground and then to reject

t he ground for substantive reasons. No remttal was
necessary and the proceedi ngs were not delayed. In this
result T 274/95 differs fromthe present case.

Even if, read strictly on its wording, G 10/91 does not
apply to withdrawn grounds which were originally
sufficiently substantiated, it has to be consi dered
with regard to its general approach towards matter not
exam ned at first instance being (re-)introduced at the
appeal stage. An anal ogous application of the opinion
therefore needs to be considered. Wen assessing

whet her the re-introduction of a withdrawn ground is

al l owabl e one inportant factor is the procedural
results which could ensue. One |ikely effect would be
that the case would have to be remtted to the first

i nstance and the patentee would find hinself again in
exactly the same position as at the start of the
original oral proceedings before the Opposition

D vision. The present Board considers that such a
possibility is not in accordance with the view
expressed in Opinion G 10/91 that the patentee should
not face unforeseeable conplications at a very late
stage in the proceedings. Such a possibility would be
an unreasonabl e burden on the patentee and an open door
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to abuse. Wilst a procedural abuse by an opponent
coul d be the subject of an award of costs this would
not properly conpensate for the many years wasted by
the wi thdrawal of the ground, appeal proceedings,
subsequent remttal to the first instance and the new
first instance proceedings. Al of these steps would
have been involved in bringing the case back to the
poi nt reached at the start of the original oral
proceedi ngs before the Opposition Division. This
procedural result is very simlar, if not identical, to
t he concerns which | ed the Enl arged Board of Appeal to
[imt the introduction of grounds to those that had
been substantiated as required by Rule 55(c) EPC. It
shoul d be borne in mnd that decision G 9/91 and
opinion G 10/91 were both based on the stated purpose
of appeal proceedings being to review the grounds of

t he appeal ed decision. The present case would in the
opi nion of the Board have to be remtted, should this
ground have been admtted.

In anal ogy with the reasoning in G 10/91 and for the
reasons stated above, this Board concludes that the
ground of insufficient disclosure is a fresh ground in
the circunstances of the present case and cannot be
admtted into the appeal proceedings in view of the

| ack of consent of the respondent.

Adm ssibility of the ground of novelty

Bef ore the Opposition Division Cpponent | (the other
party) substantiated the ground of |ack of novelty
within the tine limt for opposition. Cpponents Il and
1l also substantiated the ground of |ack of novelty
within the tine limt for opposition. The respondent
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filed an auxiliary request during the oral proceedings
before the Opposition Division which was attended by
Qpponents Il and 111 but not by Opponent |. After the
mai n request of the proprietor (maintenance of the
patent as granted) was rejected by the Qpposition

Di vi sion Opponents Il and 111, when asked by the
Opposition Division regarding the auxiliary request,
declared "that they did not dispute the novelty of the
claims on file". In their decision the Opposition

Di vision declared (see point 5 of the reasons for the
deci sion) that "The subject-matter of claim1l as
amended nust be considered as novel, since neither the
docunents consi dered during the exam nation of the
patent in suit nor the newwy cited ones show all of its
features.” The Opposition Division then considered the
novelty ground of Opponent | and noted that none of the
docunents cited by that opponent disclosed all of the
features of anmended claim1l1, citing as an exanple a
feature which was not disclosed in the docunents. The
Qpposition Division then concluded that "Therefore,
amended claim 1 fulfils the requirements of Article 52
and 54 EPC with respect to novelty."

The ground of novelty was never withdrawn in any form
by Opponent |I. The fact that an auxiliary request was
filed does not in the opinion of the Board place any
requi rement on an opponent to reconfirmthat the ground
still applies to the clains as anended in accordance
with the request. Furthernore, the Opposition D vision
is entitled ex-officio to examne this ground. It is
clear fromtheir decision that the Qpposition Division
carried out such an ex-officio exam nation with respect

to novelty, comng to the conclusion that the ground



2.3

2.4

2.5

0280.D

- 16 - T 0520/ 01

did not prevent the maintenance of the patent as

anmended.

I n accordance with Enl arged Board of Appeal Opinion

G 10/ 91 the purpose of appeal proceedings is to give
the losing party the chance to chall enge the decision
of the Qpposition Division on its nerits. The ground of
| ack of novelty was clearly part of the decision of the
Qpposition Division. Therefore, it is also open to the
| osing party, here the opponents, to chall enge that
part of the decision on its nerits.

The respondent has argued that the appellants were not
adversely affected by the part of the decision dealing
with novelty and hence were not entitled to use this
ground in the appeal proceedi ngs. However, the question
of being adversely affected in the sense of Article 107
EPC relates to the tenor of the decision and not to the
i ndi vidual grounds. G ounds, or rather the reasons why
grounds are or are not decisive for the outcone of a
case, cannot gain any |legal force. An opponent who
considers that in a particular decision a finding of
novelty was wong whereas the finding of |ack of
inventive step was correct, is not adversely affected
by the consequent decision to revoke the patent, i.e.

t he opponent cannot file an appeal against the part of
t he deci sion concerning |ack of novelty.

Al so, the argunent of the respondent that the decision
did not contain properly reasoned argunents on novelty,
i.e. discussing individual documents, cannot be

foll owed. The COpposition Division identified a
particul ar feature of the anmended cl ai mwhich was not
to be found in any cited prior art docunent. The
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Qpposition Division thus gave a short but clearly
reasoned statenent sufficient to show a party what
m ght be required to overturn their decision.

Since the Board considers that the ground of |ack of
novelty was always in the opposition proceedi ngs and
was the subject of a decision by the Cpposition
Division the appellants are entitled to refer to the
ground i n appeal proceedings, wthout requiring the
perm ssion of the respondent.

Article 84

The di scussion of the requirenents of Article 84 turned
around the term"refillable" as introduced into claiml
in the opposition proceedings by way of anmendnent. In
the introductory part of the description of the patent
it is indicated that an aimof the invention is "to
provi de a nmethod of blow noulding a refillable

t her nopl asti c PET contai ner having a thin-walled body
which retains its aesthetic and functional performance
over five to ten refill trips or loops." It is an
essential aspect of the invention that the containers
are refillable. In the description of the patent the
probl ens associated with crack initiation and
propagation in PET bottles exposed to caustic wash

bat hs are nmentioned, cf. page 3, lines 4 to 6. A
further problemis that of volune deviation, cf. page 4,
lines 36 to 40. The description reinforces the

i nportance of the factors of cracking and thernal
stability on page 5, lines 4 to 7. Further, with
respect to PET containers it is explained in the
description that thermal stability is obtained due to a
technol ogy that increases the percent crystallinity of
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t he PET norphol ogy in bl ow nol ded contai ners, cf.

page 5, lines 8 to 10. It is explained that the

t echnol ogy produces a 24-30%crystallinity and inproved
thermal stability conpared to conventional non-
returnable PET bottles, cf. page 5, lines 27 to 30.

The Opposition Division considered that the term
refillable nmeant that the container is returned to the
provi der, cleaned and then refilled. In the opinion of
the Board the termrefillable also requires that the
cont ai ner nust be capabl e of being subjected to a
caustic wash at an el evated tenperature and shoul d be
sufficiently thermally stable that it can reasonably be
remarketed, i.e. its form appearance and vol une
capacity should be close to the product as originally
produced. In fact, for the consuner the refilled
cont ai ner should be as acceptable as a new cont ai ner.
This point was particularly made by Appellant 11

Claim1l is directed to a polyester container. In the
description reference is made in the very first line to
pol yester containers, cf. page 2 (first page of
description), line 3. There is then a discussion of "a
refillable plastic bottle", cf. lines 5to 9. In

lines 19 to 21 "pol ynmer candi dates" are discussed. A
conclusion is drawn that "Of the polynmers commercially
avai |l abl e, PET offers the best bal ance of properties
and cost/performance ratios", cf. lines 21 to 22. The
next part of the description refers to non-returnable
PET containers. A discussion of the nearest prior art
docunent follows. It is then stated that "It is an aim
of this invention to provide a nethod of bl ow noul di ng
arefillable thernoplastic PET container having a thin-
wal | ed body which retains its aesthetic and functi onal
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performance over five to ten refill trips or |oops.”
Claiml is then recited as is claim2. The detail ed
description which follows is solely concerned with the
probl ens of PET contai ners.

Pol yesters include PET. The question arises therefore
as to whether the claimhas support in the description
for the term"refillable" as applied to PET, i.e. does
the claiminclude the features which may be essenti al
to ensure that the PET container is refillable? A
further question which arises is whether there is
support for the term"refillable" as applied to

pol yesters ot her than PET.

From the description on page 4, lines 39 to 40 and

page 5, lines 1 to 3 it is apparent that a maxi mum

vol ume deviation is £ 1.5% and that a deviation of 7.0%
as obtained with conventional PET was not acceptable
and hence such a container could not be described as
refillable. Also, fromthe description it is clear that
in order to produce a thermally stable, i.e. with
maxi mum vol ume deformation of £ 1.5% PET container it
IS necessary to ensure that the crystallinity is within
particular limts. Only within these limts is the
thermal stability achieved which is required for the
container to be refillable. This essential feature of
the range of crystallinity is mssing fromclaim1.

Wth respect to polyesters other than PET, it nust
first be noted that there is no information in the
description regarding the application of the teaching
of the patent to polyesters other than PET. The only
menti on of other polyesters is in a discussion in the

i ntroductory paragraphs where the conclusion is reached
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that PET is the best. The particular description is

t hen devoted exclusively to describing how the probl ens
which arise with the use of PET nmay be overcone. There
is no indication that the sanme problens, i.e. cracks
and thermal instability, arise with other polyesters,
nor is there any indications how they could be overcone.
In the case of thermal instability the description
expl ai ns how nore recent PET technol ogy has overcone
the problemof thermal instability by increasing the
crystallinity. However, there is no indication that
this could have the sanme effect for other polyesters.
For cracks propagation there is no indication that this
is a problemw th other polyesters. On the other hand,
ot her pol yesters may have probl ens other than those
dealt with in the description of the present patent,

wi t hout the solution to such problens being disclosed
in the patent.

The respondent argued that it was not appropriate to
add possibly essential features to the claimon the
basis that each of the features discussed in the
description would be different for polyesters other
than PET. This neans that the description deals only
with the particular problens as regards to
refillability which arise with PET and indicates the
way that these problens are to be solved for PET. The
di scl osed sol ution, according to the respondent, wll
not apply to other polyesters. Caim1l nevertheless
specifies polyesters in general. The Board concl udes
therefore that claim1 in its full breadth is not
supported by the description and thus does not fulfil
the requirements of Article 84 EPC. A clai mwhich does
not fulfil the requirenments of Article 84 EPC cannot be
mai ntained in view of Article 102(3) EPC.
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The respondent referred in his subm ssions to a nunber
of decisions of other Boards of Appeal concerning
simlar cases all being derived fromthe sanme parent
application as the present patent. However, in each of
t hose cases the features of the claimunder discussion
were, not surprisingly, different to those of the
present case and in particular with respect to the
features being considered for support in the
description. None of the decisions concerned a
refillable polyester container. It is not therefore
necessary to make further reference to those deci sions.

Since the term"refillable” is contained in both the
mai n and auxiliary requests the Board concl udes that
neither request conplies with Article 84 EPC.

Request to refer a question to the Enlarged Board of

Appeal

During the oral proceedings the Board cane to the
conclusion that the ground of insufficiency was a fresh
ground and did not admt the ground. Thereafter,

Appel lant | fornulated a question to be put to the

Enl arged Board of Appeal. Appellant |1 supported this
request. Also, the respondent considered that the
guestion was inportant enough to be referred to the

Enl arged Board. However, the Board cane to the
conclusion that the patent could not be naintai ned on
the basis of grounds other than those to which the
guestion related, i.e. Article 84 as set out above.
Since the adm ssibility of a referral under Article 112
EPC presupposes that an answer to the question is
necessary for the referring Board to be able to decide
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on the appeal (cf. G 3/98, point 1) the proposed
referral in the present case nust be refused.

Request to file a further auxiliary request

After being inforned by the Board that the main and
auxiliary requests did not conply with Article 84 EPC

t he respondent requested to file a further auxiliary
request in which the words "and refillable" would be
del eted. The Board notes that the argunments on which

t he ground under Article 84 EPC was based had been in

t he appeal proceedings fromthe start. The respondent

t hus had anpl e opportunity to consider filing such an
auxiliary request. In the opinion of the Board oral
proceedi ngs are not the appropriate stage at which to
file such a request. The request woul d have

consi derable inplications since the claimwould be
broadened so that a question of reformatio in peius
woul d arise. Furthernore, the claimwas limted in this
manner during the opposition proceedings in order to
overcone a ground under Article 100(c) EPC It is also
clear that the proposed request contained a major
amendnment which did not arise fromnew matter di scussed
for the first time in the oral proceedings.

The Board therefore exercises its discretion not to
all ow the introduction of the proposed auxiliary
request.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. Eur opean patent No. 0 479 393 is revoked.

3. The request for referral of a question under
Article 112 EPC to the Enl arged Board of Appeal is
refused.

The Regi strar: The Chai r man:

D. Spigarelli C Holtz
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