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Summary of Facts and Submn ssions

2369.D

This is an appeal fromthe refusal by the exam ning
di vi si on of Euro-PCT application No. 97 928 378.5 on
the grounds that claim1l was not clear

(Article 84 EPC).

Apart fromthe insertion of reference nunerals, the

cl ai m concerned was the sanme as that which had been the
subject of an IPER (International Prelimnary

Exam nati on Report) and subsequently filed with the
Euro- PCT application on entry into the regional phase.

On 30 July 1999, the exam ning division issued a first
conmuni cati on pursuant to Article 96(2) and Rule 51(2)
EPC in the follow ng terns:

“"An International Prelimnary Exam nation Report has
al ready been drawn up for the present application in
accordance with the PCT. The application docunents
filed with entry into the Regi onal Phase appear to be
identical with the docunents to which refers [sic] the
International Prelimnary Exam nati on Report. The
deficiencies nentioned in that report give rise to

obj ecti ons under the correspondi ng provisions of the
EPC. "

The part of the IPER referred to which is relevant to
the refusal ground of lack of clarity is worded as
fol | ows:

"In claiml, the expression "light magnifier"” is not
clear (Article 6 PCT). The word "magnifier"” normally
nmeans enlargenent in seize [sic]. It can be understood
fromthe description that, in the enbodi nents, the
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photomul tiplier (23) is neant to be a "light magnifier”
(see page 15, first para.). This is however not correct
because, besides an electron nmultiplication, a
conversion fromlight to an electric signal takes place
in a photomultiplier. A photomultiplier is therefore
not a light magnifier, nor a light anplifier, nor a
light intensifier."

The applicant (now appellant) replied to the Rule 51(2)
comruni cation by letter dated 13 Novenber 1999 whi ch
i ncl uded the follow ng sentence:

"The Applicants have already argued for the retention
of the expression "light nmagnifier" - see the Response
of 5th May 1998 in connection with the PCT
International Witten Opinion of 1st April 1998 - and
see no need to amend this expression in any way."

On 6 February 2001 the exam ning division issued the
deci si on under appeal refusing the application for |ack
of clarity of claiml1l (Article 84 EPC), in particular
because of the presence in the claimof the allegedly
unclear term"light magnifier”. In dealing with the
applicant's subm ssions the decision quoted the
sentence at point 11l above and added the foll ow ng
observati on:

"Wthin the present exam nation procedure under the
EPC, the applicant has sinply stated that he refuses
any anendnents with regard to the expression "light
magni fier". The argunents to which the applicant refers
were given in a separate procedure (chapter Il under
PCT) before a separate authority (I PEA) and can
therefore not be considered in the present procedure
before the Exam ning D vision of the EPO Only the
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IPER is part of the EPO file."

The appel lant's argunents can be sunmari sed as foll ows:

(i) Procedural issues

The applicant's comment in the response of

13 Novenber 1999 was not a refusal to anmend claim1,
nmerely a subm ssion that anmendnent was unnecessary, the
reasons supporting the subm ssion being given by
reference to the applicant's response to this objection
in the preceding PCT Chapter |l procedure in which the
EPO acted as | PEA (International Prelimnary

Exam nati on Authority).

It seened grossly unfair that the exam ning division
could incorporate the IPER by reference inits

Rul e 51(2) communication, but that the applicant could
not, in its response thereto, simlarly incorporate by
reference its reply to the 1st witten opinion in the
PCT Chapter Il procedure. In particular it was noted
that the exam ner who signed the Rule 51(2)

comuni cation was al so responsible for the I PER, so
that it appeared only reasonable that he shoul d be
referred to the applicant's reply in the PCT procedure
so that he could give it further consideration. It was
equal |y a reasonabl e expectation of the applicant that
he shoul d be given a reasoned expl anati on by the

exam ning division as to why his reasoned subm ssi ons
i ncorporated by reference in the response to the

Rul e 51(2) communicati on were not considered cogent.
The fact that the exam ning division refused the
application out of hand, w thout taking account of the
substance of the applicant's response to the Rule 51(2)
comuni cation, should be regarded as a substantia
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procedural violation justifying reinbursenment of the
appeal fee.

(ii) Substantive issues

In the statenent of grounds of appeal the appell ant
quoted his response dated 5 May 1998 to the first
witten opinion of the | PEA, which he had sought to

i ncorporate by reference in the response to the

Rul e 51(2) communication, and nade further detail ed
subm ssions on the substantive issues which need not be
el abor at ed here.

The appel | ant requests that the decision under appea
be set aside and that the exam nation of the
application proceed on the basis of claim1l as refused
(main request) or on the basis of anmended versions of
the claimincorporating proposed alternatives to the
all egedly unclear term"light magnifier"” (first and
second auxiliary requests).

Rei mbursenent of the appeal fee is al so requested on
the grounds that the perenptory refusal constituted a
substanti al procedural violation.

Reasons for the Deci sion

2369.D

The appeal is adm ssible.

The exam ning division was correct in its finding that
the applicant's response to the witten opinion in the
PCT Chapter Il international prelimnary exam nation
procedure could not |egally be incorporated by
reference in the response to the Rule 51(2)
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conmuni cation. The fact that this does not apply to the
i ncorporation by reference of the IPER in the

Rul e 51(2) comrunication itself is not, as it seens to
the appellant, "grossly unfair", since the asymetry is
objectively justified. The I PER, as the concl uding
report on the PCT Chapter |l procedure, is transmitted
to the applicant, is physically and legally

i ncorporated in the Euro-PCT exam nation file at the
start of the regional phase, and is open to file

I nspection. The witten opinions and responses thereto
are not transmtted to the designated office for the
regi onal phase and are accordingly neither in the

regi onal phase file nor open to inspection, the PCT
Chapter |l procedure - in contrast to the Euro-PCT

regi onal phase exami nation - not being a public
procedure (Article 38 PCT and Article 42 PCT). The
fact that in this particular case the sanme exam ner was
i nvol ved in both procedures is accidental and has no
bearing on the confidential nature of the internationa
prelimnary exam nation, or on the |egal procedure to
be observed in the regi onal phase.

G ven that the exam ning division applied the | aw
correctly in its determ nation above, the question then
ari ses whether, having regard to the requirenents of
Article 96(2) EPC and Article 113 EPC, the exam ni ng

di vision acted procedurally correctly when it refused
the application for lack of clarity w thout any
reference to the substantive subm ssions of the
applicant on this point, allegedly contained in the

PCT Chapter Il file and which the applicant had vainly
sought to incorporate by reference in his response to
the Rule 51(2) conmunication. The exam ni ng divi sion
took the view that what was not perm ssible legally did
not exist and therefore there was no rebuttal argunent
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to consider. In fact it went a bit further and, as the
board views it, m sconstrued the applicant's traverse
of the lack of clarity objection as tantanount to

mai nt ai ni ng the unanmended cl ai mas a single request.

In the judgenent of the board, the exam ning division
exal ted formover substance in regarding this vain
attenpt at incorporation by reference as sufficient
reason to disregard the clear intention of the
applicant to substantiate his traverse of the objection
of lack of clarity. As has been repeatedly enphasised
in the established jurisprudence of the EPO Boards of
Appeal , the opportunity to present conments guarant eed
by Article 113(1) EPCis a core value of the

exam nation procedure. It is a formal procedural right,
but not nmerely formal; it is not nerely a right to
speak, but a right to be heard, ie not only the right
to present comments, but also the right to have those
comments duly considered. It follows that the exam ning
division is duty bound to exercise good faith in nmaking
a reasonabl e attenpt to understand what the applicant
is trying to say. In particular, it should not be
astute to seize upon formal defects to frustrate the
expression of the first rebuttal. In the view of the
board, the defective response shoul d have been treated
in the sane way as if the response letter had referred
to an encl osure which was not in fact encl osed.

In the present case this would have obliged the

exam ning division to advise the applicant of the
defect, eg by witen conmunication or tel ephone,and to
all ow hima reasonable tine to correct it. In
proceeding instead to refuse the application
perenptorily the exam ning division deprived the
applicant of his right to a real and substantive
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opportunity to present comments pursuant to

Article 113(1) EPC on the grounds for refusa
foreshadowed in the Rule 51(2) conmunication. This
constituted a substantial procedural violation within

t he nmeaning of Rule 67 EPC and al so a fundanent al
deficiency within the neaning of Article 10 of the

Rul es of Procedure of the Boards of Appea
necessitating remttal of the case to the departnent of
first instance. Since the appellant was obliged to file
this appeal to claimhis right to be heard, the board
deens it equitable that the appeal fee be reinbursed.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

3. The appeal fee shall be reinbursed.
The Regi strar: The Chai r man:
M Hor nel | W J. L. Wheeler
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