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Summary of Facts and Submn ssions
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The appellant (applicant) filed an appeal against the
deci sion of the Exam ning Division to reject the
application for |ack of novelty on the basis of
docunent :

D1: US-A-5 074 868.

The followi ng further docunent cited in the Search
Report is relevant for the decision:

D3: US-A-5 207 694.

Wth letter of 12 June 2001 a third party filed
observations under Article 115(1) EPC citing in
particul ar the docunent:

D4: EP-A-611 651

Foll owi ng a request of the appellant, oral proceedings
have been held on 16 Novenber 2001.

Claim1l as submitted during the oral proceedi ngs reads
as follows:

"A gastric band (10) for treatnent of norbid obesity,
conprising a body portion (11) having a head end (12)
and a tail end (13) and an i nner stomach-facing surface
(15) therebetween, said tail end (13) conprising an

el ongate tubul ar nmenber (14) capable of fluid tight
connection to an injection reservoir, said head end
(12) conprising neans (19) for receiving said tail end
(13) and for |ocking said gastric band (10) non-
adjustably into a circle having an inner circunference,
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an inflatable nenber (16) on the inner surface (15)
being in fluid comuni cation with said tubular nenber
(14), the inflatable nenber (16) being substantially
coextensive with said inner surface (15) of said body
portion (11) when said gastric band (10) is non-

adj ustably locked into said circle, said gastric band
(10) being adapted for |aparoscopic placenent around
the stomach of a patient.”

At the end of the oral proceedings the appellant's
requests were that the decision under appeal be set
asi de and that a patent be granted on the basis of
claims 1 and 2 as submtted during the ora

pr oceedi ngs.

The appel |l ant argued essentially as foll ows:

The band of document D1 was not suitable for

| aparoscopic treatnent, but it had to be put in place
by nmeans of major surgery, being not self-l|ocking Iike
the claimed band and needing a suture for fixation. The
buckl e of the device according to docunent D1 had only
a guiding and not a fixing function.

The tie of docunent D3 belonged to a different field of
surgery being directed to the replacenent of the usua
clanps for performng a total occlusion of interna
vessel s.
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Reasons for the Deci sion

1
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The appeal is adm ssible.

Formal matters

The new claim 1l corresponds substantially to claim1l as
originally filed and therefore conplies with

Article 123 EPC. Cdaim2 is based on the origina
description, page 2, lines 19 to 22.

Novel ty

Docunent D1 di scl oses a gastric band (20) for treatnent
of norbid obesity, conprising a body portion having a
head end (buckle portion 13) and a tail end (12) and an
i nner stomach-facing surface therebetween, said tai

end conprising an el ongate tubul ar nmenber capabl e of
fluid tight connection to an injection reservoir, said
head end (13) conprising neans (14) for receiving said
tail end (17) and for formng said gastric band into a
circle having an inner circunference. This known device
further conprises an inflatable nenber (15) on said

i nner surface being in fluid communication with said
tubul ar nmenber (17), the inflatable nmenber being
substantially coextensive with said inner surface of
sai d body portion when said gastric band (20) is forned
into a circle and fixed in position by suturing the
tail end to the head end.

The suturing step is facilitated by a suture hole (18)

| ocated on the tail end (12). The receiving neans (14)
on the head end is no | onger needed when the band is
secured in a circle by the application of sutures (32)
or by a cotter-type of pin (colum 6, lines 1 to 4) and
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may be cut away (see D1, columm 4, lines 48/ 49). That
means that this constructional elenent on the head end
has no | ocking function.

Thi s known gastric band is said to be renovabl e w t hout
the need for major surgery. Docunent Dl is silent about
t he band being adapted for |aparoscopic placenent.
Consi dering the fact that the nethod of placing the
known gastric band conprises steps which a skilled
surgeon may be capable to execute by | aparoscopy, the
feature of claiml1l which refers to "being adapted for

| apar oscopi c placenent” is not considered to

di stinguish its subject-matter fromthe disclosure of
docunent D1.

Consequently, the subject-matter of claim1l differs
fromthis known gastric band in that the receiving
nmeans on the head end is designed for |ocking the
gastric band non-adjustably into a circle.

Accordingly the subject-matter of claim1 is novel
agai nst the disclosure of docunent D1 and di sti ngui shes
therefrom by the feature cited above.

Docunent D4 - which is a docunent to be considered only
within the neaning of Article 54(3) EPC - discloses a
gastric band (10) for treatnent of norbid obesity,
conprising a body portion (12a) having a head end (20)
and a tail end (12c) and an inner stonmach-facing
surface (24) therebetween, said tail end conprising an
el ongate tubul ar nenber (26) capable of fluid tight
connection to an injection reservoir, said head end
conprising neans (20) to be inserted into said tail end
and for |locking said gastric band non-adjustably into a
circle having an inner circunference, and an inflatable
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menber (24) in fluid communication with said tubul ar
nmenber, the inflatable nenber being substantially
coextensive with said inner surface of said body
portion when said gastric band is non-adjustably | ocked
into said circle, said gastric band being adapted for

| apar oscopi ¢ pl acenent around the stomach of a patient.

The subject-matter of claiml1l differs therefromin that
t he head end conprises neans for receiving the tai

end. On the contrary, in the device according to
docunent D4, as can be see in particular in Figures 2a,
2b and 4, the | ocking elenent on the head end (20) is
inserted in a recess (22) on the tail end and then the
two ends are screwed together by a bolt (30).

Accordingly, the subject-matter of claiml1l is also
novel agai nst the disclosure of docunent D4. As
docunents D1 and D4 are the only docunents cited

agai nst novelty it follows that the subject-matter of
claim1 is novel having regard to the whole cited prior
art.

I nventive step

According to docunent D1 (see the paragraph bridging
colums 4 and 5), the placenent of this known gastric
band includes the follow ng steps: The band is first

wr apped around the stomach and the guide tab (11) on
the tail end passed through the slot (14) in the buckle
(13) on the head end and cinched tight until a
calibrating apparatus in the stomach indicates the
stoma opening is the correct size. The | oose end of the
band (the end of the band that has been passed through
the slot in the buckle) is then sutured to the band
distal to the buckle through the suture guide hole (18)
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t hereby anchoring the band around the stonmach. The
protrudi ng portions of the buckle may then be cut off
and renoved.

The sequence of surgery steps enunerated above nay be
the source of errors and therefore calls for an

experi enced surgeon even when executed as nmjor
surgery. In particular, the adjustnent of the gastric
band in relation to the calibrating apparatus, the
fixation of the band's position during the sewi ng step
and the recovery of the cut away portion of the buckle
are prone to inadvertent negligence. This may be the
reason that docunent D1 nentions the avoi dance of ngjor
surgery only in connection with the renoval of the
gastric band and is silent about the nethod used for
its placenent.

Starting fromthe teaching of docunent Dl the technica
problemto be solved by the invention is therefore to
provi de a gastric band which can easily and reliably be
put in place even by an unexperienced surgeon using

| aparoscopic instrunents, ie wthout major surgery and
W t hout the use of calibrating tools.

This problemis solved by the differentiating features
mentioned at the end of paragraph 3.1 above. The
feature that the neans (19) is designed to

simul taneously performthe functions of receiving the
tail end and non-adjustably lock it in a position,

whi ch may be defined before the placenent of the band,
elimnates the need for a calibrating instrunent and
for arelatively conplicated suturing step

Docunent D3 is concerned with a tie having a retaining
head (101) on one end, in which | ocking cones (107),
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| ocated in an intermediary portion (04) of the tie,
engage, and it is intended to perform occl usion of
vessel s on each side of a tissue area to be surgically
operated. Docunent D3 is not in particular directed to
achieve a fixed encircling position during placenent of
the tie.

4.5 The further avail able docunents of the state of the art
are farther away fromthe clainmed invention. Thus the
avai l abl e state of the art does not contain sufficient
hints which can |lead the person skilled in the art to
the clained invention without any inventive skill being
i nvol ved and the subject-matter of claim11 involves an
I nventive step

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the Exam ning Division with the
order to grant a patent on the basis of clains 1 and 2
as submitted during the oral proceedings and a
description yet to be adapted.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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