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Summary of Facts and Subm ssi ons

0342.D

Eur opean Patent No. 0 721 024, granted on application
No. 95 119 609.6, was revoked by the Opposition

Di vi sion by decision posted on 1 March 2001. It based
the revocation on the finding that the subject-matter
of claim1l of the patent as granted as well as of the
auxiliary request then on file had been anended such
that it contained subject-matter extending beyond the
content of the application as originally filed
(Article 123(2) EPC).

The Appellant (Patentee) both filed a notice of appeal
agai nst this decision and paid the appeal fee on

27 April 2001. On 2 July 2001 the grounds of appeal
were filed, requesting nmai ntenance of the patent as
granted, auxiliarily maintenance of the patent in
anmended form according to one of 6 auxiliary requests.

In a comuni cation dated 6 Novenber 2003, in
preparation of the oral proceedings according to
Article 11(1) of the Rules of Procedure of the Boards
of Appeal, the Board indicated that if a set of clains
woul d nmeet the requirements of Article 123 and 83 EPC -
a ground of opposition also discussed in the decision
under appeal - it intended to remt the case to the

first instance for further prosecution.

Oral proceedings were held on 11 Decenber 2003, at

whi ch the Appellant further nodified the requests which
it had sent in reply to the communi cati on of the Board.
Respondents 01 and 03 (opponents 01 and 03) were absent.
They had, however, notified the Board that they would
not attend. To the requests filed by the Appellant in
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reply to the communi cation of the Board they had filed

no further coments.

The Appel |l ant requested cancellation of the decision
under appeal and mmi ntenance of the patent according to
either the main (version as granted) or the auxiliary

request as filed in the oral proceedings.

The Respondents 01, 02 and 03 requested dism ssal of
t he appeal .

Claim 1l of the patent according to the main request of
t he Appel |l ant reads:

"A biocidal fabric (10) including in conbination

a gas-perneabl e | ower layer (12) of material,

a di scontinuous internmediate |ayer (14) conprising a
plurality of evenly distributed biocidal beads (20),

an upper layer (16) of material,

a first layer of hot nelt adhesive (18) for adhering
t he beads (20) to the lower layer (12), and

a second layer of a hot nelt adhesive (22) for adhering
t he beads (20) to the upper |ayer."
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Claim 1 according to the auxiliary request reads as
fol |l ows:

"A biocidal fabric (10) including in conbination

a gas-perneable | ower layer (12) of material,

a discontinuous internediate |ayer (14) of a plurality
of biocidal beads (20),

an upper layer (16) of material,

a first layer of a hot nelt adhesive for adhering the
beads (20) to the |lower layer (12), said first |ayer
being in the formof a pattern of dots (18), wherein
the beads (20) are evenly distributed across the
surface of the adhesive w thout beads (20) in the area
of the | ower |ayer (12) not provided with adhesive, and

a second layer of a hot nelt adhesive (22) for adhering
t he beads (20) to the upper |ayer."

In support of his requests the Appellant argued
essentially as foll ows:

Mai n request:

The Opposition Division was of the opinion that the
application as originally filed did not provide a basis
for the feature of a "discontinuous |ayer conprising a
plurality of evenly distributed biocidal beads". In
particular it found that during manufacture the beads
m ght be distributed evenly over the whol e substrate,
however, this did not nmean that in the finished product
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this was also the case. Wth a pattern of adhesive
there woul d exi st areas of the substrate w thout
adhesive. Thus at those areas the beads would fall off
when turning over the substrate, thus resulting in the
beads not being evenly distributed over the substrate.

The concl usi on drawn by the Opposition Division was
wong, as the wording of the claimdid not require the
beads to be evenly distributed over the whole of the
surface of the substrate. According to the claimas
granted the even distribution of the beads needed only
to be present in the areas where there was adhesi ve.
This was derivable fromthe application as filed.

Auxi |l iary request:

The amendnents to claim1 as granted were derivable
frompage 7 and figure 1 of the application docunents
as originally filed. Arended claim 10 of this request
was di scl osed on page 8 of these docunents.

The invention was sufficiently disclosed for the

pur poses of Article 83 EPC by the disclosure of the
process by which the biocidal fabric was produced. It
was not necessary to have the second layer in a
registering pattern with that of the first |ayer, as
argued by the Respondent, as this was evident from
claim15 as filed which did not require the second

| ayer of adhesive to be in the formof a pattern, |et
al one a pattern registering with that of the first

| ayer. The latter was al so derivable fromclaim1ll as
gr ant ed.

0342.D
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I n essence the Respondents argued as foll ows:

As regards the main request, the argunentation in the
deci si on under appeal was correct. If the | ower |ayer
wi t h adhesive and the biocidal beads was turned over to
remove excess beads, as originally disclosed, there
woul d be no beads in the areas where there was no
adhesive, thus resulting in an arrangenent in which the
beads were not "evenly distributed" in the usual
meaning attributed to this term

The use of the word "conprising” in claim1l as granted
al so constituted an infringement of Article 123(2) EPC
as this inplied that the discontinuous |ayer could

i nvol ve material other than the biocidal beads. Such an
arrangenent was not originally disclosed. Wat was
originally disclosed was a di sconti nuous | ayer of beads
of biocidal material (claiml1l as filed).

The patent did not sufficiently disclose the invention,
as based on the description of the method of production
of the fabric the skilled person could only achieve an
even distribution of beads on the areas of the | ower

| ayer where there was the first |layer pattern of hot
nelt adhesive, but not where there was no adhesi ve.
Thus an even distribution over the whole of the |ower

| ayer, as claim1l as granted suggested, could not be
achi eved.

As regards the auxiliary request Respondent 02 was of

t he opinion that the anmendnents carried out in claim1l
were only disclosed in the description of the nmethod of
production of the biocidal fabric and there only in
conmbi nation with the first and the second | ayer of
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adhesive being in the formof dots in registering
patterns. The present anendnents anounted to an
intermedi ate generalisation, contrary to Article 123(2)
EPC.

Further, wi thout the pattern of dots of adhesive in the
first layer being in a regular pattern the skilled
person coul d not achieve an even distribution of beads
(Article 83 EPC)

Reasons for the Deci sion

1

2.2

0342.D

The appeal is adm ssible.

Mai n request - Article 123(2) EPC

As explained by the Board in its conmmunication in
preparation for the oral proceedings, claiml as
granted | eaves open the possibility that the first

| ayer of hot nelt adhesive is not in a predeterm ned
pattern, but is distributed evenly over the gas-
perneabl e lower |layer in the formof dots or even in

the formof a continuous |ayer.

However, having regard to this possibility being
enabl ed by the subject-matter clained, the feature of

t he "discontinuous internediate |ayer conprising a
plurality of evenly distributed biocidal beads" does
not conply with Article 123(2) EPC as there is no
original disclosure in the nethod as di scussed on

pages 6 to 8 of the application as filed as to how such
a di scontinuous |ayer of beads is achieved on an evenly
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distributed first |ayer of adhesive dots or a
continuous | ayer of adhesive.

The only disclosure of how the beads are applied is

that they are evenly distributed across the surface of
the substrate (see page 7, lines 16 and 17), whi ch,
together with the first |layer as discussed above, can
only result in a continuous internediate |ayer of beads,
contrary to what is clained.

2.3 It could be argued that due to the use of the wording
"conprising a plurality of evenly distributed biocidal
beads” (and not "consisting of") it is envisaged that
there is a material present in the internediate |ayer,
different fromthe biocidal beads, the former being
present in such a way that it has the effect of making
the internedi ate | ayer discontinuous.

However, for that arrangenent there is clearly no
di sclosure in the original application docunents.

2.4 The main request cannot therefore be allowed, as the
di sconti nuous internediate | ayer conprising a plurality
of evenly distributed biocidal beads has only been
di sclosed in the original application docunents in
conbination with a first layer of hot nelt adhesive
being in the formof a pattern of dots.

The amendnent in the exam nation procedure |eading to
claiml1l as granted results in only part of this

conbi nation of features being included in claim21 which
intermedi ate generalisation |acks sufficient basis in
the application as originally filed. This claimthus

0342.D
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does not conply with the requirenents of Article 123(2)
EPC. The main request is therefore to be refused.

Contrary to the decision under appeal the Board is of

t he opinion that the even distribution of the beads
across the surface of the substrate during the process
of manufacture of the fabric, where the substrate has a
first layer of adhesive applied in a pattern, results
in an even distribution of the beads over that pattern
of adhesive in the final product, even if the | ower
layer is reversed torid it of excess beads. CQaim1l as
granted (main request) or according to the auxiliary
request does not require the beads to be evenly

di stri buted over the whole of the substrate.

Auxiliary request - Anendnents (Article 123 EPC)

Claim1 as granted has been anended in that (the
ref erence signs have been left out):

"a discontinuous internediate |ayer conprising a
plurality of evenly distributed biocidal beads, ....,
a first layer of hot nmelt adhesive for adhering the
beads to the | ower layer ...,"

has been repl aced by:

"a discontinuous internediate |ayer of a plurality of

bi oci dal beads, ..... , a first layer of hot nelt
adhesive for adhering the beads to the |ower |ayer,

said first layer being in the formof a pattern of dots,
wherein the beads are evenly distributed across the
surface of the adhesive w thout beads in the area of

the lower |ayer not provided with adhesive, ...".
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These anmendnments are derivable fromclains 1 and 15,
figure 1 and fromthe nethod of production of the

bi oci dal fabric as discussed in pages 6, |ast paragraph,
to 8 all as originally filed. They are further in
agreenent with the statenents made by the Respondents

in their witten subm ssi ons.

Respondent 02 argued in addition to these witten
submi ssions that claim1 still did not fulfill the
requi renents of Article 123(2) EPC in that the nethod
of production only disclosed a final product in which
t he second | ayer of hot nelt adhesive was in a pattern
registering wwth the pattern of the first |ayer of hot
nmel t adhesi ve.

The Board cannot concur with this opinion. Caim1l5 as
originally filed | eaves open how the second | ayer of
adhesive is arranged. A continuous second | ayer of
adhesive, for instance, would function properly as the
requi red gas-perneability is in any case guaranteed by
t he gas-perneable | ower layer and the first |ayer of
adhesive being in a pattern of dots.

The anmendnment of claim 10 lies in the specification
that the second | ayer of hot nelt adhesive is in the
formof a pattern registering with the first |ayer
pattern, which is disclosed on page 8 as originally
filed.

The clains thus fulfill the requirenents of
Article 123(2) EPC
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As the anmendnments further limt the subject-matter of
claiml as granted, also the requirenents of
Article 123(3) are fulfilled.

Sufficiency of disclosure (Article 83 EPC) - auxiliary
request

Claim1 as amended according to the auxiliary request
requires the beads to be evenly distributed across the
surface of the adhesive, which is achieved by the
distributor roller 56 and the hopper 54 as discussed in
the patent in suit, colum 4, lines 10 to 14 ("so that
the beads are evenly distributes across the surface of
t he substrate 12"), thus the beads are al so evenly

di stributed over the first |ayer of adhesive. The
patent as granted does not require the first |ayer of
hot nelt adhesive to be in a regular pattern of dots to
achieve this. Colum 3, lines 54 to 58 only nentions
that the first |ayer adhesive should be applied in "a
pattern of dots", which is the wording of present

claim1.

The di scl osure of the nmethod of producing the clained
biocidal fabric is therefore sufficiently conplete for
the skilled person to arrive w thout undue burden at
the product claimed in claim1l and consequently the
Board considers that the requirenents of Article 83 EPC
are fulfilled.

Furt her procedure

In its decision under appeal, point 3, the Opposition

Division stated the following: "Further, taking into
account the witten subm ssion [sic] of the parties it
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seens that none of the docunents woul d di scl ose or
suggest the subject-matter of an anended claim 1l which
isinline with Article 123(2) EPC. Therefore, such an
amended claimcould be in compliance with Article 54
and 56 EPC'.

The Board cannot consider this statenent to be a
reasoni ng regardi ng the question of novelty and
inventive step which fulfils the requirenments of

Rul e 68(2) EPC concerning the reasoning necessary for a
decision, as the clains of the auxiliary request as
submtted in the appeal proceedi ngs were not the

subj ect of the opposition proceedings.

Thus, even though the amendnents of the clains neet the
obj ections raised under Article 123(2) EPC in the
deci si on under appeal and the patent fulfils the
requirenents of Article 83 EPC, the Board considers it
necessary to remt the case back to the first instance
for further prosecution (Article 111(1) EPC)

In this way the appellant's right to an exam nation in
two i nstances of these grounds of opposition is
guar ant eed.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

M H A Patin P. Alting van Ceusau

0342.D



