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Summary of Facts and Subm ssi ons

0732.D

The appellants I, 1Il, 11l and IV (opponents) each filed
an appeal against the decision of the Opposition
Division to reject the oppositions against the European
Patent No. O 596 606.

Oppositions were filed against the patent as a whole
and based on Article 100(a) EPC (lack of novelty and

l ack of inventive step).

The Opposition Division held that the subject-matter of
claiml1l of the main request (maintenance of the patent

unamended) was novel and involved an inventive step.

The nost relevant prior art docunents for the present
deci sion are:

Dl1: EP-A-0 280 147

D2: EP-A-0 086 097

D4: DE-A-3 230 524

D5: DE-A-2 153 910

D6: DE-A-3 235 235

D7: DE-A-2 930 270

D8: DE-A-3 926 491

D14: US-A-4 966 354

Appel lants I, 11, 11l and IV each requested that the
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deci sion of the Qpposition Division be set aside and
t he patent be revoked.

Appel lants | and IV requested that questions of |aw be
put to the Enlarged Board of Appeal. Appellant |
further requested rei nbursenent of the appeal fee.

The respondent requested that the decision under appeal
be set aside and the patent be nmintained in anmended
formin accordance with the main request filed during
oral proceedings before the Board on 5 February 2003,
or alternatively, in accordance with the first or
second auxiliary request also filed during the oral
proceedi ngs before the Board on 5 February 2003.

The i ndependent claimof the main request reads as
fol |l ows:

"1. A nmechanismfor detecting double fed sheets having
a first neans (64, 70) for generating a signal
representative of the instantaneous thickness of a
sheet as said sheet is transported past said first
means, second neans (72), responsive to said first
means for generating a sequence of sanples of said
signal, and third neans (74), responsive to said
sanples, for determning if a double sheet is being
transported past said first neans (64, 70), said
mechani sm bei ng characterised in that said third neans
is arranged for:

a) determ ning an average thickness for at |east
one subsequence of said sanpl es;

b) conparing said average thickness to a
predet erm ned reference val ue;

c) if said average thickness is greater than said
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reference val ue, generating a doubl e detect signal
representative of a double fed sheet; and

d) then updating said reference value to forma
new reference value as a function of said average
val ue and sai d predeterm ned val ue."

The i ndependent claimof the first auxiliary request
reads as foll ows:

"1l. A nmechanismfor detecting double fed sheets having
a first neans (64, 70) for generating a signal
representative of the instantaneous thickness of a
sheet as said sheet is transported past said first
means, second neans (72), responsive to said first
means for generating a sequence of sanples of said
signal, and third neans (74), responsive to said
sanples, for determning if a double sheet is being
transported past said first neans (64, 70), said
mechani sm bei ng characterised in that said third neans
is arranged for:
a) determ ning an average thickness for at |east
one subsequence of said sanpl es;
b) conparing said average thickness to a
predet erm ned reference val ue;
c) if said average thickness is greater than said
reference val ue, generating a double detect signal
representative of a double fed sheet; and
d) if said average thickness is not greater than
said reference val ue, updating said reference
value to forma new reference value as a function
of said average thickness and said predeterm ned
val ue, said function conprising a weighted
addition of (i) said average thickness nultiplied
by a scaling factor and (ii) said predeterm ned
val ue, wherein the weighting is in favour of said
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pr edet erm ned val ue. "

(Bol d type indicates changes conpared to main request.)

The i ndependent cl aimof the second auxiliary request
reads as foll ows:

"1l. A nmechanismfor detecting double fed sheets having
a first neans (64, 70) for generating a signal
representative of the instantaneous thickness of a
sheet as said sheet is transported past said first
means, second neans (72), responsive to said first
nmeans for generating a sequence of sanples of said
signal, and third neans (74), responsive to said
sanples, for determning if a double sheet is being
transported past said first neans (64, 70), said
mechani sm bei ng characterised in that said third neans
is arranged for:

a) determ ning an average thickness for at | east

one subsequence of said sanpl es;

b) conparing said average thickness to a

predeterm ned reference val ue;

c) if said average thickness is greater than said

reference val ue, generating a doubl e detect signal

representative of a double fed sheet; and

d) then updating said reference value to forma

new reference value as a function of said average

val ue and said predeterm ned val ue, said function

conprising a weighted addition of (i) said average

value nultiplied by a scaling factor of

approximately 1.25 and (ii) said predeterm ned

val ue, wherein the weighting invol ves a

mul tiplying factor of 7/8 for said predeterm ned

value and a multiplying factor of 1/8 for said

aver age val ue."
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(Bol d type indicates changes conpared to first

auxiliary request.)

Appel lant | argued in witten and oral subm ssions

essentially as foll ows:

(i)

(i)

(iii)

In the opposition proceedings the proprietor nmade
a new mai n request which included a new

i ndependent claimwhich was nore limted in scope
t han the i ndependent claimas granted. The
proprietor then shortly before the oral
proceedings returned to the clains as granted as
mai n request w thout explanation. This is an abuse
of the procedure and | eads to prolongation of the
procedure. It is requested that the follow ng
guestion of |aw be put to the Enl arged Board of
Appeal : "During opposition proceedi ngs does the
proprietor have the right to return to an earlier
cl ai m of broader scope than the one on file and,
if yes, under which conditions?"

Claim1l as granted was not clear with respect to
feature (d). It is the duty of all instances of

t he European Patent O fice to ensure that clains
are clear, irrespective of Article 100 and Rul e

57a EPC

In their decision the Opposition Division
interpreted feature (a) of claiml as requiring a
subdi vi sion of the samples into subsequences.
This interpretation was not discussed by the
parti es and appeared for the first time in the
deci sion of the Qpposition Division. The right of
t he opponent to be heard was therefore not
respected. For this reason the appeal fee should
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be rei nbursed.

Wth respect to claim1l of the main request each
of documents D2, D4 and D14 takes away the
novelty of this claim In docunent D2 it is to be
noted that there is a digital/anal ogue converter
whi ch therefore inherently produces sanpl es of

t he instantaneous thickness. The features (a) to
(d) are either inplicitly disclosed in docunent
D2 or self-evident for the skilled person. In
docunents D4 and D14 all the features of claiml
are di scl osed.

Wth respect to the first auxiliary request there
is no basis in the application as filed for a
general reference to a scaling factor since only
specific val ues were discl osed.

Wth respect to the second auxiliary request the
claimis inconsistent in its term nol ogy
regarding the predeterm ned reference val ue and
hence unclear. Also it is already known from
docunent D2 to provide a scaling factor of 1.25
and a | ow value of the weighting of the new
measur enent for the updating of the reference
val ue i s necessary for slow changing situations.

Appel lant Il argued in witten and oral subm ssions

essentially as foll ows:

(i)

Claim1l1l of the main request is not novel over the
di scl osure of docunent D8. The detector detects
the transm ssibility of the paper under
consideration and, in the case of paper sheets

wi thout printing this will be directly
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proportional to the thickness. In docunent D8 the
use of the disclosed apparatus with sheets other
than ballot sheets is indicated in colum 12,
lines 29 to 35. It is acknow edged in the patent
insuit, incolum 1, lines 22 to 27 and

colum 3, lines 45 to 48, that thickness may be
detected ot her than nechanically and in
particular optically. The algorithmset out in
docunent D8 corresponds to features (a) and (b)
of claim1l. There is a double sheet detecting
means which reacts to the result of the
algorithm It is inherent in the disclosure of
docunent D8 that the updating of the reference
val ue does not include the doubly detected

sheet s.

Wth respect to the first auxiliary request there
is no basis in the application as filed for
incorporating features relating just to detecting
t he thickness when these features were only

di scl osed in conbination with the corresponding
features concerning detecting the | ength.

Wth respect to the second auxiliary request the
specific value for the scaling factor for the

| ength shoul d have been given as well as that for
t he average thickness. Al so the respondent has
already indicated with respect to the first
auxiliary request that it would be obvious to the
skilled person to provide a weighting. The
particul ar choice of weighting specified in the
cl aim does not involve an inventive step.

Appel lant 111 argued in witten and oral subm ssions

essentially as foll ows:
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Wth respect to claim1l of the main request each
of docunments D7 and D8 takes away the novelty of
this claim In particular with respect to
docunent D8 the features of claim1l are al

di scl osed therein.

Wth respect to the first auxiliary request there
is no basis in the application as filed for
general i sation made in claim1 on the basis of
the single exanple in the description.

Wth respect to the second auxiliary request the
expression "approxi mately" nmentioned in claim1l
i s uncl ear.

Claim 1l of the second auxiliary request does not

i nvol ve an inventive step in view of docunent D8.
Docunent D8 di scloses a weighting and in the case
of long termvariations this would be changed to

wei ght the existing neasurenents stronger than

t he new neasurenent. The particul ar val ue set out
in the claimwould be chosen if required.

Appel lant 1V argued in witten and oral subm ssions

essentially as foll ows:

(i)

Al though claim1l is clear the Opposition Division
interpreted the claimin their decision in a
manner different to the clear nmeaning in that
they effectively added the words "if not" at the
begi nning of feature (d). The clai mshould be
considered in the formin which it was granted

wi t hout any extra words or neanings. |If the Board
cannot agree to this interpretation of the claim
the follow ng question of |aw should be put to
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t he Enl arged Board of Appeal: "My cl ai ns which
are clear and which can be interpreted w thout
anbiguity be interpreted or expanded by the
Qpposition Division in the manner in which they
di d?"

Wth regards to the main request docunent D38
t akes away the novelty of claim1l. In this
respect it should be noted that the patent in
suit itself in colum 1, line 26 refers to
measuring the thickness of a sheet via its
transparency, just as is done in docunent D8.

Wth regards to claim1l of the first auxiliary
request the amendnment does not include the |length
nmeasurenent. In colum 4, lines 30 to 32 of the
patent in suit reference is nmade to the reference
val ues for the thicknesses and a reference length
whereas the clai mdoes not include the reference
| engt h.

The respondent argued in witten and oral subm ssions

essentially as foll ows:

(i)

Claim1 of the main request is novel over each of
docunents D2, D4, D8 and Di4.

Wth respect to docunent D8 there is no

di scl osure therein of (i) means for generating a
signal representative of the instantaneous

t hi ckness of a sheet, (ii) means whi ch updates
the reference value to forma new reference val ue
as a function of the average value of the
subsequence of sanples and the predeterm ned
value, and (iii) neans for generating a double
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detect signal if the average thickness is greater
than the reference val ue.

None of the other docunents show all the features
of claim1.

For the first auxiliary request it is true that
claim 1l contains a generalisation froman exanple
in the description. The skilled person however
woul d recogni se fromthe description in colum 5,
lines 19 to 31 that the specific value given
therein is only a preferable value. This is
recogni sabl e because the paragraph starts off
with the word "Preferably”. The skilled person
woul d al so recognise that the long term
variations referred to in the paragraph would
require a heavier weighting to the previous
nmeasurenents. There is no need to al so

i ncorporate the | ength neasurenent into claim1l
since claim1 as originally filed referred only
to the thickness neasurenent.

For the second auxiliary request docunent D8 does
not di sclose the weightings set out in claim1.
The formula in colum 6, line 23 of the docunent
does not have a wei ghting. Moreover, the docunent
is concerned with the problem of ball ot papers
and does not consider the problemof drift. In
docunment D2 the average thickness of a nunber of
sheets is taken and not the average thickness of
a single sheet. The problemof drift is not
addressed in the docunent.

t he Deci si on



- 11 - T 0463/ 01

Mai n request

1.2

1.3

0732.D

Arendnent s

Conpared to claiml as granted claim1 of the main
request has been anended by changing "at |east a
subsequence of said sanples” to "at |east one
subsequence of said sanples” in feature (a) of the
claim In the claimas granted the expression "at

| east” applied to "a subsequence of sanples”. This
meant that the conplete sequence was not excluded. On
the other hand, a single sanple was excluded since the
m ni mum requi renment had been set in the claimat a
subsequence, i.e. one subsequence. The anendnment to "at
| east one subsequence" allows for one or a plurality of
subsequences. The anendnent therefore sets the sane
lower limt as was already present in the claimas
granted whilst renoving the possibility of no
subsequence. Since a plurality of subsequences was al so
specifically disclosed in the application as filed
there is no addition of subject-matter. The anmendnent
does not therefore add to the content of the
application as filed and thus conforns with

Article 123(2) EPC. The anendnment al so conplies with
Article 123(3) EPC since subject-matter which was
within the scope of claiml as granted is excluded from
protection without giving to protection to any further
subj ect-matter

The amendnent is clear since the expression "at | east
one" clearly includes the possibilities of just one
subsequence or a plurality of subsequences.

Appel lant | had objected to claim1l as granted, and
hence also to claim1l of the main request on the basis
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that the claimas granted was not clear. In the opinion
of appellant | all instances of the European Patent
Ofice, i.e. Examning D visions, Opposition Divisions
and Boards of Appeal are obliged to exam ne all clains
for clarity, irrespective of the existence of

Article 100 and Rule 57a EPC. The Board cannot agree
with this view The instances of the European Patent
Ofice may only act within the powers accorded them by
t he European Patent Convention. Wth respect to
opposi ti on proceedings this power does not extend to
clarity as this is not a ground of opposition listed in
Article 100 EPC. Moreover, the proprietor would not be
enpowered to anend the patent on the basis of |ack of
clarity as anendnents may only be effected if they are
occasi oned by a ground of opposition as set out in
Article 100 EPC, cf. Rule 57a EPC. Carity may only be
exam ned in opposition proceedi ngs and subsequent

appeal proceedings in the context of Article 102(3) EPC
whi ch does not apply to the patent as granted.

Novel ty

The respondent consi dered that conpared to the

di scl osure of docunment D8 claim 1l was distinguished by
three features. These features are that the device

di scl osed therein (i) does not include a neans for
generating a signal representative of the instantaneous
t hi ckness, (ii) does not include a nmeans whi ch updates
the reference value to forma new reference value as a
function of the average value of the subsequence of
sanpl es and the predeterm ned value, and (iii) does not
generate a double detect signal if the average

t hi ckness is greater than the reference val ue.

The Board agrees with the respondent that the other
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features of claim1l are disclosed in docunent D8, but
is of the opinion that the docunment al so discloses the
three features nentioned above.

In the device of docunent D8 the transmssibility to
[ight of sheets is nmeasured. The transmssibility is
dependent upon the thickness of the sheet and the
opacity of the sheet due to any printing. This val ue
for transm ssibility is conpared to a reference val ue.
For sheets without any printing, i.e. uniformopacity,
the variation in transmssibility will be directly
dependent upon the thickness. Al though the docunent
principally deals with ballot papers it is stated in
colum 12, lines 29 to 35 that other types of sheets
may be considered and exam ned as to their normality
and whet her they have been incorrectly conveyed. An

i ncorrect conveyance may be the conveyance of two
sheets or of overlapping sheets, cf. colum 6, |ines 49
to 57. The basis for deciding such an incorrect
conveyance is the thickness of the sheets as neasured
by the light transm ssibility. The device disclosed in
docunent D8 is therefore capable of generating a signal
representative of the instantaneous thickness when
unprinted sheets are fed therein.

According to claim1l a thickness average is conpared to
a predetermned, i.e. already existing, reference
value. Then this reference value is updated on the
basis of a function dependi ng upon the said average

t hi ckness and the existing reference value. This new
reference value will becone the predeterm ned val ue for
conpari son with the next thickness average. |In docunent
D8 the average value DO; is conpared with Dmax,,; and
Dmine,; (see colum 6, lines 32 to 38). This neans that
the thickness average is conpared to a predeterm ned,



2.4

0732.D

- 14 - T 0463/ 01

i.e. already existing, reference value. The reference
val ue i s updated by taking the existing reference val ue
Dry., and the thickness value DO, ; and conbining these in
accordance with the formula given in colum 3, line 23
to obtain a new reference value Dry,; which will be used
for conparison with the next thickness average (as
indicated in colum 6, lines 32 to 38). Thus, updating
carried out in accordance wth docunment D8 is exactly
as specified in claim1l. The respondent argued in his
subm ssion of 3 January 2003 and in the oral
proceedi ngs that the claimspecifies for updating the
reference val ue a conbi nati on which, in the term nol ogy
of docunent D8, would be a conbination of Dr,,; ; and
D..i. The Board cannot agree with this view for the
foll owi ng reasons. The reference value used in the
conparison with D ; is the predeterm ned reference

value, i.e. the existing reference value Dr,;; which
was determ ned by incorporating the previous thickness
average D.,;; into the still earlier predeterm ned
reference value, i.e. D.,;. This predeterm ned

reference value Dr,.,; is then according to feature (d)
of claim1l conbined with the thickness average. Since
this is the thickness average which has not yet been
incorporated into the reference value it nust be
considered to be the thickness average D ;. Any other
interpretation of feature (d) woul d be inconsistent
with feature (b) of the claim Therefore the Board
considers that the argunent of the respondent that the
claimhas the nmeaning that Dr,; is a conbination of
Dry.. i and D.;; is inconsistent wth the wording of the
claim

Wth regards to feature (iii) the claimspecifies that
a conparison is made to see if the average thickness is
greater than a reference value. In docunent D8 the
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light transm ssibility is being considered. This
paraneter is representative of the thickness in that
the transmssibility is inversely related to the

t hi ckness. I n docunent D8 the transmissibility average
is conpared to a reference value Dmn and if it is

| ower than this value then a double sheet is detected
and signalled (see colum 6, lines 50 57). Since the
average transm ssibility is being conpared to a m nimm
this is nothing other than the average thickness being
conpared to a maxi num The Board therefore al so
considers that feature (iii) is disclosed in docunent
D8.

Therefore, the features which the respondent considered
di stinguished claiml fromthe teaching of docunent D8
are, in the opinion of the Board, disclosed in this
docunent. The subject-matter of claim1l1l is thus not
novel in the sense of Article 54 EPC.

First auxiliary request

3.2

0732.D

Amrendnent s

There are two aspects to the anendnents to claim 1 of
this request. The first aspect is the introduction of a
scaling factor of undefined value. The second aspect is
the definition of a weighted addition with the

wei ghting being in favour of the predeterm ned val ue.

Wth respect to the scaling factor, a factor is
mentioned in colum 4, lines 38 to 40 as being
applicable to determ ne the reference values. This
factor is described as "preferable approximately 1.25".
In colum 5, lines 23 to 26 reference is made to

mul ti plying the average thicknesses and | ength by "the
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appropriate factors (i.e. approximately 1.25 and
1.50)". This is done to prepare the average thickness
val ue for conmbination with the existing reference val ue
to forma new reference value. The indication of 1.25
in the latter case nust be seen a reference back to the
exanple of 1.25 in the former case. In the fornmer case
the value of 1.25 is only a preferred value. It follows
therefore that the reference in the |atter case nust

al so be the preferred value since nothing else is
consistent. In the opinion of the Board therefore there
was a general disclosure of a scaling factor and a
specific disclosure of a value of approximtely 1.25
for the scaling factor.

Concerning the weighting factor the respondent has
freely admtted that the only express disclosure is of
a weighting of 1/8 to 7/8. Neverthel ess, the respondent
considers that the skilled person will recognise that
this is just one exanple and that this was disclosed in
connection with long termvariations. The Board woul d
first note that the claimspecifies that the weighting
shoul d be in favour of the predeterm ned val ue which
means a weighting of nore than 1/2:1/2 . Even if the
skilled person were to recognise that to conpensate
long termdrift requires a weighting with nuch nore in
favour of the previous neasurenents and much less in
favour of a new nmeasurenent as suggested by the
respondent, this would not lead to a weighting of nore
than 1/2:1/2, but rather a weighting of, for exanple,
nore than 4/5:1/5. However, no particular m ninmm

wei ghting for the previous predeterm ned val ue was
given in the application as filed and the skilled
person woul d not deduce nore than 1/2:1/2 as that is
too low a weighting for the previous predeterm ned

val ue to conpensate for long termdrift.
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The Board therefore concludes that it cannot be

unambi guously derived fromthe application as filed
that there is a weighted addition of the average

t hi ckness nultiplied by a factor and the predeterm ned
val ue wherein the weighting is in favour of said
predet er m ned val ue.

Claim1 of the first auxiliary request does not
therefore conply with Article 123(2) EPC and hence
cannot be al | owed.

auxi liary request

Arendnent s

Appel lant 111 has objected to the clarity of claim1 of
t he request since reference is made in the claimto a
scaling factor of "approximately 1.25". In the opinion
of the Board the skilled person would have no
difficulty in interpreting the term"approximtely" in
t he circunstances.

Appel l ant | pointed out that the predeterm ned
reference value was referred to later in the claim
sonetinmes as "said reference value" and sonetines as
"said predeterm ned value". In the opinion of the Board
however such | oose use of the expressions does not
render the claimunclear. No reader of the claimwould
have doubted that "said reference value" and "said
predeterm ned value" refer to "the predeterm ned
reference value" which preceded them In the first

pl ace the use of the word "said" nmakes it clear that no
new feature is being introduced. In the second pl ace
the inclusion of the ternms "reference" and
"predeterm ned" brings the reader unerringly to "the
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predeterm ned reference value" since that is the only
previ ously stated expression enploying either of these
terms. Claiml of the request is therefore clear in
this respect.

Appellant Il considered that the claimdid not conply
with Article 123(2) EPC since the part of the
description which refered to the scaling factor of
approximately 1.25 only did so in conbination with
specifying a scaling factor for the length of 1.50. The
part of the description of the application as filed on
whi ch the anendnent is based (page 7, lines 1 to 12)
does indeed refer to both the average thickness and the
length. Aaiml as originally filed was concerned only
with the average thickness and did not nention the

l ength. The length was first nmentioned in claim2 as
originally filed. The skilled reader would thus
understand that the average thickness and the | ength
were not two paraneters which had to be considered in
conbi nation, but that they could be considered

i ndependent|ly. Consequently, the skilled reader would
understand that the scaling factors and wei ghtings for
t he average thickness, as nentioned in the above cited
part of the description, could be applied wthout

si mul t aneously applying the scaling factors and

wei ghtings for the length. In the opinion of the Board
therefore claim1l as anended conplies with

Article 123(2) EPC

Novel ty

Novelty of claim 1l of this request was not contested.

| nventive step
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In the opinion of the Board docunment D8 is the nearest
prior art docunent. This docunent discloses all the
features of claim1l the of main request. Caim1l of
this auxiliary request further included the feature
that reference value is updated "if said average

t hi ckness is not greater than said reference val ues”.
This feature, according to the respondent, nerely
states explicitly what was already inplicitly nmeant by
claim1 of the main request. The Board al so agrees that
this feature does not constitute a limtation on the
subj ect-matter of the claimand was acknow edged by the
respondent to be known from docunent D8. Docunent D8
further discloses nmultiplying the average thickness by
a scaling factor. This is done within the cal cul ati on
performed in colum 6 line 29 wherein the value Dmn,;
is established by multiplying Dr,; by a scaling factor
(1-1/b), wherein Dmn,; already includes the thickness
average fromthe fornmula in colum 6, line 23. Docunent
D8 al so di scloses that the average thickness and
predeterm ned val ue are added together with a weighting
of 1/2 of the predeterm ned value and 1/2 of the
average value as set out in colum 6, |ine 23.

Caim1l1l of the request is therefore distinguished from
t he di scl osure of docunent D8 in that the scaling
factor is 1.25 and that the adding together of the

exi sting predeterm ned value and the average thickness
iswth a weighting of 7/8:1/8 respectively.

The scaling factor serves to avoid false alarnms due to
vi brations etc. in the thickness neasuring sensor. No
particular significance is given in the patent for the
val ue of 1.25. Moreover, this value is disclosed for

t he sane purpose in docunent D2 on page 7, lines 8 to
18, wherein it is explained that a 25% tol erance | evel
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is allowed to either side of a neasured thickness

| evel . The provision of the scaling factor of 1.25
cannot therefore be considered to involve an inventive
st ep.

The feature that the predeterm ned value is updated
together with a weighting of 7/8 of the predeterm ned
value and 1/8 of the average val ue sol ves the probl em
of dealing with long termdrift, as indicated in

colum 5, lines 19 to 31 of the patent in suit. The
problemof long termdrift is a well known problem
Al'so, the solution to the problemis well known. As

al ready indicated by the respondent with respect to
claiml1 of the first auxiliary request the skilled
person would realise that there should be a higher

wei ghting towards the existing predeterm ned value with
a | ower weighting towards the new thi ckness neasure.
This consideration is consistent with the teaching of
docunent D2 that fifty readi ngs should be used when
dealing with gradually changing characteristics, as

i ndi cated on page 4, lines 10 to 16. By using fifty
readi ngs this ensures that the effect of an one reading
i s di mnished.

In the opinion of the Board therefore it would be an
obvi ous neasure for the skilled person to arrange that
t he updating of the reference val ue should be nore
heavily wei ghted in favour of the existing reference
value and less in favour of the new average thickness.

The claimfurther specifies a particular weighting in
favour of the existing value. The description of the
patent gives no indication of any special effect to be
achi eved by the particular value specified and the
respondent has not offered any subm ssion in this
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direction. The Board concl udes therefore that the
particular value of 7/8:1/8 is one which a skilled
person woul d choose wi thout exercising any inventive
skill.

Therefore, the subject-matter of claiml of the second
auxi liary request does not involve an inventive step in
the sense of Article 56 EPC

Referral of questions of lawto the Enlarged Board of

Appeal

Wth regards to the question proposed by appel |l ant |
the Board notes that the proprietor in the opposition
proceedi ngs returned to the independent claimas
granted after opponent | (appellant I) had objected
under Article 123(2) EPC to the amendnents nmade in the
new request. Such a retrograde step was surely to be
expected by the opponent and indeed desired. The return
to the patent as granted as main request took place
nore than one nonth before the oral proceedi ngs which
had al ready been appoi nted. Opponent | therefore had
plenty of time to prepare for the new situation at the
oral proceedings, which in any case was the situation
when opponent | prepared his opposition. There was no
abuse or prolongation of the procedure, as oral
proceedi ngs had al ready been appoi nted and coul d take
pl ace as appointed. In such a clear situation this
Board considers it unnecessary to put a question of |aw
to the Enlarged Board of Appeal.

Wth regards to the question proposed by appellant |V
in the opinion of the Board claim1 as granted was not
clear in the sense that it did not make technical
sense. The Board considers that the skilled person
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would interpret the claimin a sense simlar to that
taken by the Opposition Division with respect to
feature (d). Since the question proposed by

appellant IV concerns a different situation to the one
under consideration the referral of a question of |aw
to the Board of Appeal is superfl uous.

Right to be heard

Appel lant | considered that his right to be heard under
Article 113(1) EPC had not been respected by the
Qpposition Division. In the opinion of appellant | the
OQpposition Division in their decision interpreted the

i ndependent claimin a surprising manner whi ch had not
bef ore been indicated neither in the witten nor in the
oral proceedi ngs. However, an Opposition Division nust
al ways interpret all aspects of a claimin a decision
regardi ng novelty and inventive step. It cannot be
expected that the Qpposition D vision explains every
aspect of their interpretation beforehand. The argunent
that the interpretation of the Opposition D vision was
surprising cannot be followed since that is a matter of
opi nion. The Opposition Division may well have
considered their interpretation to be self-evident
giving no cause for special interpretation. If a party
relies for part of their case on a particul ar
interpretation of a claimthen it is up to that party
to argue this interpretation explicitly in the

proceedi ngs. Moreover, Article 113(1) EPC refers only
to grounds or evidence. Appellant | has not shown that
the interpretation of the claimby the Opposition

Di vision constituted new grounds or evidence as opposed
to new argunments. The Board therefore considers that
the right to be heard of appellant | has been

respect ed.
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Since the right to be heard of appellant | has been
respected a reinbursenent of the appeal fee is not
equitable in the sense of Rule 67 EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is revoked.
3. The requests of appellants | and IV for referral of

questions of |law to the Enl arged Board of Appeal and
the request of appellant | for reinbursement of the
appeal fee are rejected.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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