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Summary of Facts and Subm ssi ons

1666. D

The appeal is directed agai nst the decision of the
OQpposition Division to reject the opposition against
Eur opean patent No. 0 726 875 resulting from an
application which was filed on 16 Novenber 1994,
claimng priority of 16 Novenber 1993.

In the opposition it was argued that the claimto
priority for claim1l of the patent was not valid and
that as a result the subject-matter of the claimlacked
novelty. In the alternative it was argued that the
subject-matter of the claimlacked inventive step. The
appel | ant/ opponent cited inter alia the foll ow ng

evi dence:

D1: WO A-95/26314 published 5 Cctober 1995, claimng
priority of 26 March 1994 and designating the EPO
as a designated office

D2: DE-A-42 25 170 published 3 February 1994

D4 WO A- 93/ 22031

D6: DE-A-3 806 107

D8: the priority docunent for the contested patent (US
pat ent application 08/ 153 528 filed 16 Novenber
1993).

The follow ng technical article filed by the

respondent/patent proprietor as corresponding to a

di sclosure cited in the patent specification also
pl ayed a rol e:
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D9: K. Onhlrogge, "Volatile organic conpound control
t echnol ogy by neans of nenbranes”.

In the opinion of the Opposition Division the claimto
priority was valid and the subject-matter of claiml
was both novel and involved an inventive step.

In oral proceedings held 3 June 2003 the appell ant
requested that the decision under appeal be set aside
and that the patent be revoked. The respondent
requested that the appeal be dism ssed and that the
pat ent be maintained as granted. After closure of the
debate on inventive step the respondent requested to
file an anmended cl ai m

Claim 1l of the patent as granted reads:

"A fuel dispensing systemconprising a fuel storage
tank (3) fromwhich fuel is dispensed to a vessel; and
vapour recovery neans for returning to the fuel storage
tank vapours di splaced fromthe vessel by the di spensed
fuel, characterised in further conprising apparatus (1)
for reduci ng hydrocarbon em ssions fromthe fuel
storage tank (3), the apparatus conprising a chanber
(9) havi ng:

an inlet for receiving gases and vapours fromthe tank

(3);
a first outlet;
afilter element (14) conprising a nmenbrane (17) having

the property of permtting hydrocarbon vapours to
per meat e therethrough; and
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a second outlet (11), partitioned fromthe inlet and
first outlet by the nenbrane (17), for receiving
vapours perneated through the nmenbrane (17)."

V. The argunents of the appellant can be summari sed as
fol | ows:

Claim1l of the patent relates to a filter in which the
vapour is separated fromthe air by permeation through
a menbrane. The disclosure of D8, on the other hand,
clearly teaches the skilled person that the filter
operates to condense the vapours. Condensation and
perneation are totally different processes which are
nmutual Iy inconpatible. In converting the content of D8
into the application on which the contested patent is
based references to condensati on have been changed to
refer to pernmeation and the definition of the problem
to be solved also differs between D8 and the contested
patent. The principle of filtration by neans of

per neabl e menbranes is so well known that the
references in D8 to condensation are of particular
significance and cannot be nerely replaced by the
references to perneation. The opinion G 2/98 (Q EPO
2001, 413) sets out that the concept of the "sane
invention" is to be interpreted narrowy when
considering a right to priority. As regards the
references in both D8 and the patent specification to
D9, the skilled person faced with the teaching of D8
woul d have been unable to arrive at the subject-matter
of present claim1 wi thout the subsequently introduced
references to perneation.

1666. D
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Since the claimto priority for claiml is not valid,
D1 and D2 formprior art according to Article 54(3) and
54(2) EPC respectively and destroy novelty of the

subj ect-matter of the claim

If, on the other hand, the claimto priority were to be
considered valid, then the subject-matter of claiml

| acks an inventive step. It was already known from D4
to control em ssions during the transfer of fuel to a
vessel and it was obvious for the skilled person to use
a filter according to either D6 or D9 in order to
control further em ssions fromthe vent pipe.

The respondent countered essentially as foll ows:

It is clear to the skilled person when reading D38 that
the references to condensing the vapour have no

rel evance to the remainder of the content of the
docunent. Claim 1l of D8 states that the fuel is
transported through the nmenbrane and exits through the
drain which, as may be seen fromD8 Figure 2 is |ocated
in the core of the menbrane. It follows that the fuel
nmust perneate the nenbrane irrespective of whether it

i s condensed. Modreover, D8 and the patent specification
contain identical wording when describing a preferred
formof the nmenbrane and referring to D9. Caim1l of
the contested patent therefore is entitled to its
priority claim

Since the claimto priority is valid, D1 and D2 are not
prior art within the neaning of Article 54 EPC and so
cannot destroy novelty of the subject-matter of claiml
of the contested patent.
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As regards inventive step, it was known in the prior
art to provide a systemfor vapour recovery adjacent
the fuel dispenser because they were provided by the
sanme manufacturer. CGenerally, in such systens displaced
vapour is recovered by being drawn together with air
into the storage tank which is equipped with a vent

pi pe. D4 discloses an inproved arrangenent enploying a
menbrane filter, in which the separated air is passed
directly to the vent pipe and only the vapour is
returned to the tank. In this way it is possible to

mai ntain the vapour in the tank at a high concentration
and to subject it to m ninmumturbul ence. As a result,
there is no need for a filter on the vent pipe in the
system of D4, although a system adapted in this way is
not excluded by the subject-matter of contested
claiml1l. Moreover, the vent pipe is a safety item which
therefore is normally maintained free of any
restrictions. The nore conpl ex arrangenent of D6
relates to tank farnms where the vent pipe is the only
possi ble | ocation for a filter and is not applicable to
t he arrangenent of D4.

Reasons for the Decision

1666. D

Priority right and novelty of claiml

The subject-matter of contested claim1 includes
apparatus for reduci ng hydrocarbon em ssions fromthe
fuel storage tank, which conprises a filter nmenbrane
havi ng the property of permtting hydrocarbon vapours
to perneate therethrough. The only aspect of the right
to priority which has been challenged is that relating
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to the property of perneability to hydrocarbons of the
filter menbrane and so the Board need consider only
this aspect.

The rel evant disclosure of D8 (the priority docunent)
begi ns on page 4 under the heading "Sumrary of the

I nvention". Here it is explained that a chanber
containing a fractionating nenbrane is nounted in the
vent line of a fuel storage tank and that a m xture of
air and fuel vapour in the vent |ine passes into the
chanber. Air is allowed to pass through the chanber and
t he vapour is drawn through and captured by the
menbrane. In the preferred enbodi mrent the nenbrane is
configured as a cylinder having an aperture therein

di sposed axially fromend to end, within which is

| ocated a perforated drain pipe through which condensed
vapour is returned to the tank. In clains 1 and 7 of D8
the nenbrane is described as being capabl e of
transporting the vapour therethrough whereby fuel exits
t hrough the drain whilst air passes across the
menbrane. In the description of the preferred

enbodi ment the nenbrane is disclosed as being
preferably a fractionating nenbrane devel oped by GKSS-
For schangszent rum Gest hacht GtbH (sic) and described in
two papers presented at conferences by M K. Onlrogge
(cf. D9), which papers are incorporated by reference.
As can be derived fromthe above sunmary, it is clear
upon reading D8 that the vapour passes through from one
side of the nmenbrane to the other and therefore that it
per meat es the nenbrane. However, throughout D8 there is
al so reference to condensation of the vapour by the
menbr ane, whereby the fuel returns in liquid formto
the tank. Moreover, in the sentence bridging pages 7
and 8 it is stated that the nmenbrane "will capture or
collect ... hydrocarbons ... while allowing air to pass
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t hrough” which, in the appellant's viewis a disclosure
that the menbrane allows only air to perneate. The
appel l ant therefore considers that the disclosure of D8
when taken as a whol e cannot be regarded as a

di scl osure of a nenbrane which allows perneation of
vapour .

The paragraph bridging colums 4 and 5 of the
specification of the contested patent contains wording
essentially identical to that used in D8 page 7,

lines 14 to 26 and incorporates by reference the

di scl osures by M K. OChlrogge at two conferences (cf.
D9) that the nenbrane of the filter can be a
fractionating menbrane as defined in those papers. It
is clear to the skilled person when considering, for
instance, Figure 6 of D9, which relates to a vapour
recovery systemfor use when di spensing petrol to notor
vehi cles, that the menbrane all ows vapour to perneate
since the line 10 which is separated fromthe inlet to
t he chanber by the nmenbrane and returns petrol to the
storage tank is designated as the perneate |ine. For
this reason alone D8 provides a clear disclosure of a
hydr ocar bon vapour perneabl e nenbrane. This finding is
whol |y consistent with the opinion G 2/88 (supra) since
the nost inportant disclosure in D8 of a nenbrane

per neabl e to hydrocarbon vapour, the reference to the
papers by M K. OChlrogge, is identical to that in the
contested patent and so requires no interpretation as
regards identity of invention. Morreover, it is clear to
the skilled person when reading D8 that the references
to condensation of the vapour cannot nean that the
vapour does not perneate the nmenbrane since it

ot herwi se could not reach the drain |ocated in the
centre of the cylindrically formed nmenbrane which
separates the drain fromthe inlet to the chanber. As
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regards the sentence bridging pages 7 and 8 of D38 the
reference to through passage of the air could relate
either to passage through the nenbrane or to passage
t hrough the chanber and so fails to contradict the
above di scussed disclosure of perneation. Also, the
statenment that the nmenbrane acts to "capture or

coll ect” the vapour does not explain whether this
capture or collection is outside or inside of the
cylindrically arranged nenbrane. It follows that,
contrary to the view of the appellant, also this
sentence does not teach that the nenbrane is perneable
to air rather than hydrocarbons.

The Board therefore finds that claim1l does enjoy its
right of priority (Article 87 EPC). As a result its
effective date of filing is 16 Novenber 1993

(Article 89 EPC), D1 and D2 do not formprior art
within the nmeaning of Article 54 EPC and the subject-
matter of the claimis novel.

| nventive step

As set out in the introductory description of the
contested patent, fuel dispensing systens having vapour
recovery neans enploying a vacuum punp which draws into
the recovery line a volune of air/vapour m xture which
is greater than the volunme of fuel dispensed and in

whi ch the storage tank is provided with a vent pipe are
wel | -known. A relatively sinple systemas described by
t he respondent during the oral proceedings is
essentially a standard fuel dispensing systemwth
addi ti onal vapour recovery neans arranged between the
di spenser and the storage tank. A nore conpl ex system
is disclosed in D4 or D9, Figure 6, which conprises a
filter having a hydrocarbon-perneabl e nenbrane
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essentially as defined in contested claim 1 but wherein
the inlet is connected to the vapour recovery line, the
first outlet to the vent pipe of the storage tank and
the second outlet to the storage tank. Wil st these
known systens reduce hydrocarbon em ssions during

di spensing of the fuel there remains the possibility

wi th both systens of hydrocarbon vapour escaping from

t he storage tank through the open vent pipe directly to
at nosphere. This is particularly the case with the
relatively sinple systemreferred to above in which
buil d-up of pressure in the storage tank may be
prevented by venting the excess volune to atnosphere,

t hereby reducing the effectiveness of the vapour
recovery. As indicated in the contested patent it had
been proposed to burn off vented vapour but the danger
of this technique was obvious and it was in any case
not permtted in many areas. The subject-matter of
contested claim1l, according to which a nmenbrane filter
is essentially arranged in the vent pipe, addresses
this problem As confirmed by the respondent during
oral proceedings the subject-matter of contested
claim 1l does not exclude a nenbrane filter also in the
vapour recovery line as known from D4 or D9, Figure 6,
and consi deration of inventive step when starting from
either of the prior art dispensing systens having
vapour recovery nmeans concerns the obvi ousness of
reduci ng em ssions fromthe vent pipe.

It is known fromD9 that a nenbrane filter nmay be used
to reduce em ssions generated in petrol depots as the
result of tank breathing (page 294, penultimte
sentence). Although the filters in such applications
have a relatively large capacity of up to 1500 n¥/ h, D9
al so di scloses that nenbrane filters may have a
capacity as low as 1 n¥/ h (page 302, penultinate
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sentence). The Board considers that in the |ight of
this information it would be obvious for the skilled
person faced with the need to solve the stated problem
in one of the above-nentioned prior art fuel dispensing
systens to provide a nenbrane filter in the vent pipe
of the storage tank and thereby arrive at the subject-
matter of contested claim 1.

The Board concludes that the subject-matter of
contested claim 1l does not involve an inventive step
(Article 56 EPC)

Procedural nmatters

At the conclusion of the consideration of inventive
step during the oral proceedings the chairman noted
that no anmendnents had been nade to the parties
requests and decl ared that the debate was cl osed. The
respondent subsequently asked for an opportunity to
file an anmended request. Article 11(5) RPBA explicitly
states that no subm ssions nay be nade by the parties
after closure of the debate unless the Board decides to
re-open it. Since the Board did not re-open the debate
t he respondent’'s request was refused in accordance with
Article 11(5) RPBA.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
S. Fabi ani S. Crane
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