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Summary of Facts and Subm ssi ons
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Thi s appeal is against the decision of the Opposition
Di vi sion revoki ng the patent.

The Opposition Division found that the subject-matter
of the independent clainms 1 and 14 as granted was not
novel having regard to the teaching of docunent

D1: Linnenmann, Wirnus et al.: CCD-Bil dsensortechni Kk,
1983, TH Il nenau, table of contents, pages 1, 22
to 25, 90 to 93, 128 to 135 and 150 to 155.

Claim1 as granted read as follows (identification
synbols a) to c) of three features having been

i ntroduced by the Board for reasons nmade cl ear at
point |1 bel ow):

"An inmage recording nethod for recording of an inmge of
objects illum nated by |ight incident upon them by an

i mage recording system conprising an el ectronic canera
with a solid state i magi ng device (1), the nethod
conpri sing

a) nmoving the solid state imagi ng device (1) across
the image to be recorded and

b) synchroni sing the recording of the inmage with
intensity fluctuations (a) of the illum nating
light

C) whereby different areas of the inmage are recorded
as if the objects were illumnated with light of a
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tenmporal |y substantially constant |ight
intensity."

| ndependent claim 14 as granted read as foll ows
(identification synbols a) to c) have been introduced
by the Board in correspondence to claiml):

"An inmage recordi ng system conpri sing

a) an electronic canera with a solid state inmaging
device (1) that is noved across the inmage during
i mage recordi ng and

b) synchroni zi ng means for synchronizing recording of
an image of illum nated objects with intensity
fluctuations (a) of light that illumnates the
obj ects to be recorded

C) so that different areas of the inage are recorded
as if the objects were illumnated with light of a
tenporal ly substantially constant [|ight
intensity".

In the statenment of grounds, the Appellant (Proprietor)
requested that the contested decision be set aside and
the patent be upheld with anmended clains 1 to 16. An
auxiliary request was made for oral proceedings.
Amended claim1 is, in conparison with claim1 as
granted, basically changed in that feature c) is

del eted and repl aced by a characterising part with the
fol | owi ng wordi ng:

"characterised in that light intensities of the
recorded image are nodified in accordance with a
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measured illumnating light intensity whereby nodified
intensity values are generated that are substantially

i ndependent of fluctuation (a) of intensity of the
illumnating light, the nmeasurenent of intensity of
illumnating Iight being perforned as part of

synchroni sing step, b), during recording of the inage".

The identification synbols a) and b) as shown in point
| above are included in the preanble of the claim

| ndependent claim9, corresponding to granted

i ndependent claim 14, has been anended in a simlar way
as claiml in that the features a) and b) are included
in the preanble of the claimand feature c) is del eted
and replaced by a characterising part with the
fol | owi ng wordi ng:

"characterised in that the synchronising neans
conprises nonitoring nmeans for nonitoring intensity of
light received fromthe illum nated objects, and
conpri ses processing neans for nodification of val ues
of recorded light intensities of the recorded inmage in
accordance with the nonitored illumnating |ight
intensity so that nodified intensity values of the
recorded i mage are generated that are substantially

i ndependant of fluctuations (a) of intensity of the
illumnating light".

The Respondent has not made any subm ssions in
proceedi ngs before the Board.
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Reasons for the Decision

1
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The appeal conplies with the requirenments stated in
Rul e 65(1) EPC and is therefore adm ssible.

The i ndependent clains 1 and 9 have been drafted in the
two-part formand are delimted against the disclosure
of D1. The preanbles of both clains are in principle
identical to the corresponding parts of the clains as
granted and are al so supported by the original patent
appl i cation.

The characterising part of claim1 corresponds nainly
to granted claim 10 with the addition of the feature

t hat the measurenment of intensity of illum nating |ight
is perforned as part of synchronising step b). The
Board understands that this neans that the measurenent
is made in connection wth the synchronisation. This is
supported, for exanple, by the l|ast paragraph in

colum 4 of the published patent specification, this
par agr aph corresponding to the original text.

The fact that feature c) has been deleted fromthe

cl ai m does not, in the opinion of the Board, extend the
scope of the claim It is true that the present claim
no |l onger states that "different areas of the inmage are
recorded as if the objects were illumnated with |ight
of a tenporally substantially constant |ight

intensity". However, due to the scanning novenment of
the imagi ng device set out in feature a) of the claim
the recorded intensity val ues necessarily correspond to
different areas of the inmage, and the tenporal
intensity variations are converted into a spati al

variation of recorded light intensity in the inmage.
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Si nce, according to the characterising part of present
claiml1, "nodified intensity val ues are generated that
are substantially independent of fluctuations (a) of
intensity of the illumnating light" it appears to be
inmplicitly indicated also in the present claimthat
different areas of the "inage of objects"” to be
recorded (see first line of present claim1) nust be
recorded as if the objects were illumnated with |ight
of a tenporally substantially constant |light intensity.

The subject-matter of claim1 has been nore restricted
by specifying the synchronising step b) to be based on
nmeasuring the intensity of illumnating Iight and

nodi fying the recorded intensity val ues in accordance
with nmeasured light intensity.

Thus the Board is of the opinion that claim1 neets the
requirenents of Articles 123(2) and (3) EPC

The characterising part of claim9 can be derived from
t he sane passage of the patent specification (see
point 2.1 above), which makes clear that the
synchroni si ng means conprises nonitoring neans for
nonitoring the intensity of light fluctuations, from
granted claim 15 (identical to the original claim,

whi ch nakes clear that the nonitoring nmeans nonitors
the intensity of light received fromthe illum nated
objects and fromgranted claim23 (identical to
original clainm which sets out the additional features
of present claim?9.



- 6 - T 0450/ 01

The deletion of feature c) fromgranted claim9, which
corresponds to the deleted feature c) of claim1l (see
point 2.1 above), does not extend the scope of
protection of the claimeither.

2.3 The Board al so considers that both independent clains 1
and 9 are clear in the sense that the | anguage can be
understood and that the features of the clains can be
derived fromthe description of the patent
speci fication.

3. According to the teaching of D1 (see in particular
page 134), the inmage repetition frequency is
synchroni zed to the alternating supply current
frequency. However, according to the Appellant, the
nmet hod according to D1 only reduces light flicker
i ntroduced by light intensity fluctuations having a
frequency twice that of the alternating current
supplying the light source illumnating the object.
Using the technique of Dl a flicker suppression can
only be achieved for light intensity fluctuations
havi ng specific and wel | -defined frequencies. However
recordi ng of inmages often takes place in environnents
where the operator is not in control of the |ight
sources illum nating the object to be recorded.

Mor eover random frequency light intensity fluctuations
may al so be present. The nethod suggested in D1 wll

t hus not suppress such randomlight intensity
fluctuations and if one were to apply the Dl-nmethod in
such an environnent, the recorded i mages woul d be

di sturbed. The present invention according to clains 1
and 9 is, in contrast to the teaching of D1, not
l[imted to the suppression of light intensity
fluctuations at specific well-defined frequencies, but

2604.D
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al so suppresses light intensity fluctuations occurring

at random frequenci es.

According to independent clainms 1 and 9, this is
apparently achieved by the characterizing features of
the clains, these features being based on the fact that
the illumnating light intensity is neasured (in
claim9: ".synchronising neans conprises nonitoring
means for nonitoring intensity of light received.”) and
that the result of the measurenment or of the nonitoring
is used for the manipulation of the light intensities
of the recorded i mage.

The Appel |l ant points out, and the Board agrees, that D1
does not di scl ose anything about nonitoring or
nmeasuring the intensity of the illumnating |ight and
the use of the neasured intensity for inmage data
processing. Therefore the subject-matter of anended
claims 1 and 9 is novel over Dl (Article 54 EPC)

As stated above, the Qpposition D vision has revoked

t he patent because of |ack of novelty of clains 1 and 9
having regard to the teaching of Dl1. The appeal ed
deci si on di scussed novelty and is based only on that
point. It is true that at the end of the decision there
is a general remark that the features of the dependent
clainms do not add anything inventive to the independent
clai ns. However there are no reasoned statenents as to
why the features of those clainms add nothing inventive
and there are no quotations, or even references cited,
in respect of these clains. Mreover, the present

i ndependent clains do not result froma nere

conbi nation of clainms as granted, but also include
additional features derived fromthe description as has
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been poi nted out above (see points 2.1 and 2.2). It is
noted that the first part of the decision nentions
references D2 to D4 and D4a, cited by the Opponent, but
t he second part of the decision (Reasons for the
Decision) is silent on the rel evance of these docunents
with respect to the patentability.

Thus it appears that a substantially different
situation has been created by the anmendnents of the

i ndependent clains in that new and significant features
have been introduced into the clainms. Mreover the
ground of revocation of |ack of novelty over document
Dl is no longer valid, since the subject-matter of
present independent clains is new over the teaching of
D1.

The prime function of the inter partes appeal procedure
is to give the losing party the possibility of
chal | engi ng the decision of the Opposition Division on
its merits (see G 10/91, QJ EPO 1993, 420), and not
normally for the Board of Appeal to consider a new case
as sole instance. In the present circunstances the
Board thus considers it appropriate to exercise its

di scretion pursuant to Article 111(2) EPC by remtting
the case to the Qpposition Division.

Since the Board has not deci ded negatively on the
Appel lant's mai n request, oral proceedings in
accordance with the Appellant's auxiliary request need
not be arranged in the present proceedi ngs. They may,
of course, be newy requested in any forthcom ng

pr oceedi ngs.
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The Board hence finds that the independent clains 1
and 9 neet the requirenments of Article 123(2) and (3)
EPC, that the subject-matter of these clains is novel
inrelation to docunment D1 and that the clains are
clear in the sense as expl ai ned above (see point 2.3).
It thus falls to the Qpposition Division to exam ne
whet her the present patent neets all the other
requirenents of the EPC. In the event of a positive
decision for the Appellant, it nust in particular be

i nvestigated whet her the patent specification as a
whol e corresponds to the independent clainms 1 and 9, or
whet her the dependent clains and the description should
be adapted to the new i ndependent clains in the sense
of Article 84, second sentence, EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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