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Summary of Facts and Subm ssi ons

1043.D

The Appellant (Proprietor of the patent) | odged an
appeal against the decision of the Qpposition Division
to revoke the European patent No. 0 514 932 (European
pat ent application No. 92 108 698.9) pursuant to
Article 102(1) EPC on the ground that the subject-
matter of the European patent extended beyond the
content of the application as filed and, therefore,
gave rise to objections under Article 100(c) EPC.

The European patent contained nine clains. |Independent
Claim1l of the patent read as foll ows:

"1l. Afluorination catalyst consisting essentially of a
fluorinated chrom um oxi de, said chrom um oxi de havi ng,
before the fluorination pretreatnent, a specific
surface area of from 170 to 241 nf/g and said chroni um
oxi de havi ng been produced from chrom um hydr oxi de
having a density of 0.6 to 1.1 g/m".

In its decision, the Opposition Division held that, as
regards the problem addressed in the application as
filed, nanmely increasing the activity and/or the life
of fluorination catalysts, there was no information in
the application as originally filed regarding the
technical contribution of an upper limt to the
solution of the technical problem By contrast, the
application as originally filed, including the exanples
and Figure 2, taught that the upper |imt of the
specific surface area of the catal yst was not critical.
It followed that the selection of the upper val ue of
241 g/nf present in aim1 as granted, and disclosed in
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Exanple 1, could not be directly and unanbi guously
deduced fromthe application as originally filed.

At the oral proceedings which took place on 2 March
2004, the Appellant filed as auxiliary request a set of
nine clains. |Independent Claim1l of this auxiliary
request read as foll ows:

"1l. Afluorination catalyst consisting essentially of a
fluorinated chrom um oxi de, which is obtainable by a
process conprising the steps of

i) precipitating chrom um hydroxi de by m xing an
aqueous solution of a chromumsalt w th aqueous
ammoni a and drying the precipitate, such that the
density of the chrom um hydroxide is 0.6-1.1 g/m and
the specific surface area thereof is 100-220 nf/g after
degassing at 200°C for 80 mn.

ii) sintering the chrom um hydroxide in an atnosphere
of an inert gas at a tenperature of 360-460°C to obtain
an chrom um oxi de having a specific surface area of at
| east 170 nf/g, and

iii) fluorinating the chrom umoxide by treating it

wi th hydrogen fluoride at a tenperature of 100-460°C

The argunents of the Appellant submtted at the oral
proceedings and in the witten proceedi ngs may be
summari sed as foll ows:

Regarding the main request, the limtation of the
specific surface area (SSA) to the value of 241 nf/g for
t he chrom um oxi de coul d be deduced by the person
skilled in the art fromthe application as originally
filed. The value of 241 nf/g was explicitly disclosed in
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Exanple No. 1. A plurality of further exanples having
SSA val ues bel ow 241 nf/g, but not less than the
originally clained lower limt of 170 nf/g, was provided
in Exanples 2 and 3 as well as in Exanple 6 (together
with Fig. 2) and in Exanple 8 (together with Fig. 4).

It was clear that the description of the exanples
represented a preferred range within a broader general
range defined and clainmed in the application as
originally filed.

Furthernore, the selection of the limting SSA val ue of
241 nf/g froman explicit exanple was all owabl e since
this value could be recognized by the person skilled in
the art as not being so closely associated with the
other feature of the exanple as to determ ne the effect
of that enbodi ment of the invention as a whole, in a
uni que manner and to a significant degree. In that
respect, Claim1l did not specify the anorphous state of
chrom um oxi de and the powder density of the chrom um
hydr oxi de since there was no strict relationship

bet ween the SSA and those features. No correl ation
could be seen between the SSA and the powder density in
t he exanpl es. The powder density was rather related to
the strength of the pellet produced fromthe powder
whereas the SSA correlated with the catalytic activity,
irrespective of the density of the chrom um hydroxi de
used for the production of the respective catalysts. In
view of this | oose connection between the SSA and ot her
features of the clained invention, the person skilled
in the art would have treated the SSA as a feature

whi ch coul d be considered separately.
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Regardi ng the auxiliary request, the new wording of
Claim1l1 did not necessitate any |onger the indication
of an upper limt. The subject-matter of such Caim1l
did not extend the protection of the patent as granted.

The argunents of the Respondent (Opponent) nay be
summari sed as foll ows:

There was a close relationship between the specific
surface area of the chrom um oxide and the density of

t he chrom um hydroxi de, additionally the fact that the
nmet hod of preparation of the catalyst was al so an
important feature (reaction rate of the precipitation
reaction). The value of 241 nf/g had been singled out of
the context of the exanple to forman internedi ate
generalization not disclosed in the application as
originally filed.

The subject-matter of Claiml of the auxiliary request
rai sed questions about its conpliance with

Article 123(3) EPC. This mght require further
experinments. This request should not be admtted into
t he proceedings at this stage.

The Appel |l ant requested that the decision under appeal

be set aside and that the patent be maintained either

as granted (main request) or on the basis of the
auxiliary request submtted during the oral proceedings.

The Respondent requested that the appeal be dism ssed.

At the end of the oral proceedings, the decision of the
Board was announced.
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Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n request

2. Article 100(c) EPC - Anmendnents

2.1 The question to be decided is whether or not the
obj ections pursuant to Article 100(c) EPC agai nst the
specific surface area (SSA) upper limt of 241 nf/g
present in Claim1l as granted (cf. point Il above) are
wel | - f ounded.

2.2 The Appellant, relying upon the decision T 201/ 83 of
t he Board of Appeal (cf. Q) EPO 1984, 481), argued that
the specific surface area value of 241 nf/g explicitly
di sclosed in Exanple No. 1 could be recognized by the
person skilled in the art as not so closely associ ated
with the other feature of the exanple as to determ ne
the effect of that enbodi ment of the invention as a
whol e, in a unique manner and to a significant degree.
No correlation could be seen between the SSA and the
powder density in the Exanples 1-3.

2.3 The Board observes first, that this value of 241 nf/g
derives fromthe specific surface area of the chrom um
oxi de obtained according to the nethod of preparation
di scl osed in Exanple No. 1. This process conprises
several steps involving first, the preparation of a
powder of chrom um hydroxi de having a density of
0.80 g/m, then sintering said powder to obtain

1043.D
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anor phous chrom um oxi de having a specific surface area
of 241 nf/g. The thus obtained chromi um oxide is further
fluorinated to obtain a catal yst having a fluorine
content of 15.6 % by weight (cf. page 10, line 13 to
page 11, line 11 of the patent in suit). Contrary to
the Appellant's view, it can only be derived fromthat
exanpl e that the specific surface area of the chrom um
oxide is directly related to the density of the
chrom um hydr oxi de precursor

Furthernore, all the exanples show that for each powder
density of the chrom um hydroxide, a different specific
surface area of the chrom umoxide is obtained. In

ot her words, there is no exanple showi ng that froma
particul ar density of the chrom um hydroxi de, severa
specific surface areas of the chrom um oxi de are
obt ai ned. The description is silent in that respect,
indicating only that froma powder of chrom um

hydr oxi de having a density within the range of 0.6 to
1.1 ng/mM a chrom um oxi de having a specific surface
area of at |east 170 nf/g (enphasis added by the Board)
is obtained (cf. page 4, lines 1 to 4 and page 5,

lines 24 to 25).

Therefore, the substantial degree of interdependence
bet ween chrom um hydr oxi de and chrom um oxi de | eads the
Board to conclude that those two precursors are closely
related with each other and control the features of the
fluorinated chromumoxide. It follows that the
particul ar value of SSA for chrom um oxi de before
fluorination treatnment described in Exanple No. 1 is
not a proper basis for an allowabl e anendnment w t hout

al so introducing the density value of the chrom um

hydr oxi de from whi ch that chrom um oxi de was deri ved.
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Nor can the decision T 201/83 cited by the Appell ant
lead to a different conclusion:

The case which led to the decision T 201/83 related to
a lead alloy. That Board held that in the clained | ead
alloy, the two ingredients, i.e. magnesium and cal ci um
had different roles, nanely there was a | oose
connecti on between particul ar cal cium and nmagnesi um
content with regard to the effect, and for these
reasons consi dered that an amendnent of a concentration
range in a claimfor a mxture was all owabl e on the
basis of a particular value of calciumdescribed in a
specific exanple. That Board however added that this
case was to be distinguished fromother types of

conbi nati on products where a particular choice of a
[imt for a paraneter restricted the choice for another
one (cf. point 6 of the reasons). In the present case
however the chrom um hydroxi de and the chrom um oxi de
before fluorination do not play different roles in the
clainmed fluorinated catalyst. On the contrary, as set
out above, the fluorinated chrom um oxi de derives its
characteristics fromthose of the chrom um hydroxi de
and chrom um oxi de before fluorination. In other words,
the choice of a particular starting chrom um hydroxi de
restricts the choice for the chrom um oxi de before
fluorination which, in turn, determ nes the properties
of the subsequently fluorinated chrom um oxi de. The
present case is, therefore, different fromthat decided
in T 201/83. The conclusions of the Board in the
present case are, therefore, not in conflict with the
prior decision T 201/ 83.
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It follows that the incorporation in Claiml of a
specific value of specific surface area derived from an
exanpl e, here 241 nf/g, in association with the whole
range of density of chrom um hydroxi de powder, here 0.6
to 1.1 ng/m, creates an internmedi ate generalization
not directly and unanbi guously derivable fromthe
application as originally filed since as set out above
the SSA value of 241 nf/g is intimately linked to the
specific powder density of the starting chrom um
hydroxide, i.e 0.8 g/m .

For the above reasons, the subject-matter of Claim1l of
the patent in suit is indeed objectionabl e under

Article 100(c) EPC. Since the Board can only decide on

a request as a whole, the main request is to be refused.

Auxi | iary request

3.

3.2

3.3

1043.D

Adm ssibility

The present request was submtted at the oral
proceedi ngs before the Board. The Appellant did not
provi de any justification for such late filing.

The Respondent objected to the admi ssibility into the
appeal proceedings of said request as submtted during
the oral proceedings before the Board for being | ate
filed.

In respect of this auxiliary request, the Board would
i ke to observe that the purpose of the appeal
procedure in an inter partes case is mainly to give the
| osing party the possibility of challenging the

deci sion of the Qpposition Division on its nerits (cf.
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G 9/91, QJ EPO 408, point 18 of the reasons). The
appeal ing Proprietor of the patent, unsuccessful before
the Opposition Division, thus has the right to have the
rejected requests reviewed by the Board of Appeal. If
he wants, however, other requests to be considered,

adm ssion of these requests into the proceedings is a
matter of discretion of the Board of Appeal, and is not
a matter of right (cf. T 840/93, QJ EPO 1996, 335,

point 3.1 of the reasons). For exercising due

di scretion in respect of the adm ssion of requests by

t he appealing Proprietor of the patent that were not
before the Opposition Division, it is established case
| aw of the Boards of appeal that the crucial criteria
are whet her or not the anmended clains of those requests
are clearly all owabl e and whet her or not those anended
clainms give rise to fresh issues which the other party,
i.e. the Respondent-Qpponent, and the deciding Board
can reasonably be expected to deal with properly

Wi t hout unjustified procedural delay (cf. Case Law of
the Boards of Appeal of the European Patent Office, 4'M
edition 2001, VII. D. 14.2.2, in particular T 401/ 95,
poi nt 5. 2).

In present Claim1l (cf. point |V above), additional
process features yielding a chrom um oxi de having a
specific surface area of at |least 170 nf/ g have been
i ncor porated whereas the upper |imt of specific
surface area of the chromiumoxide, i.e. 241 nf/g,
included in daim1l as granted (cf. point Il above),
was deleted with the argunment that this upper limt
coul d be di spensed of.
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These changes in the subject-matter clainmed raises the
question whether or not a shift in the protection
occurred due to these amendnents in view of the

requi renents of Article 123(3) EPC which states that no
extension of the protection conferred nust result
therefrom In the present situation, the latter would
only be the case if it were certain that with the
process features now defined the chrom um oxi de, before
the fluorination treatnent, had a SSA not higher than
241 nf/g. Neither the dependent claims of the patent as
granted, nor the content of the application as
originally filed including the figures can prima facie
provide a clear answer to this issue directly arising
out of the amendnents made. It is noted that the
essential features now present in Claim1l were never
subm tted as amendnents in the opposition proceedi ngs.
Thus, the object of Caim1l1 of the auxiliary request
amounts to a fresh case which, if admtted, would
require the remttal of the case to the first instance
for further prosecution in view of the necessity to
start the whol e opposition procedure anew on the basis
of the clains of this request. This would not only
cause consi derabl e procedural delay but al so prevent
the Board fromtaking a final decision at the end of

t he oral proceedings.

However, if oral proceedings take place, the Board
shal | endeavour to ensure that the case is ready for
deci sion at the conclusion of the oral proceedings,
unl ess there are special reasons to the contrary (cf.
Article 11(3) of the Rules of Procedure of the Boards
of Appeal, (QJ EPO 1983, 7)) which is clearly not the
case here as follows fromthe above considerations.
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3.7 For the above reasons, the Board exercises its
di scretion not to admt the Appellant's auxiliary
request into the proceedings.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

1043.D



