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Summary of facts and subm ssi ons
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Eur opean patent No. 0 567 240 was granted on
10 Septenber 1997 on the basis of European patent
application No. 93 302 558 7, filed on 31 March 1993.

The granted patent was opposed by the present
respondents on the grounds that its subject-matter

| acked novelty and inventive step (Article 100(a) EPC)
The published state of the art relied upon included the
fol |l ow ng docunents:

(D8) US-A-4 099 324
(D10) US-A-4 201 325

The opposition Division revoked the patent with its
deci sion posted on 19 February 2001, the subject-nmatter
of claim 1l under consideration being held to | ack
novelty with respect to docunent D8.

A notice of appeal against that decision was filed on
12 April 2001 and the fee for appeal paid at the sane
time. The statenent of grounds of appeal was received
on 13 June 2001.

Oral proceedi ngs before the Board were held on
16 January 2003.

The appellants (proprietors of the patent) requested
that the decision under appeal be set aside and the
pat ent mai ntained in anmended formon the basis of
claims 1 to 3 and revised description submtted at the
oral proceedings together with Figures 1 to 5 of the
drawi ngs as granted (main request) or in the
alternative on the basis of the respective sets of
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clainms according to the auxiliary requests 1 to 8 filed
on 16 Decenber 2002.

Claim 1 according to the main request reads as foll ows:

"A delivery tube (21) for a fastener application
machi ne (20) for delivering fasteners (25) in
succession to a fastener station at which the fasteners
are applied to a workpi ece, the fasteners each having
an el ongate shank (24) and a relatively enlarged head
(27) having a predeterm ned cross-sectional dinension,
and the application machi ne having a fastener
application plunger (28); the delivery tube (21)
conpri si ng:

a tubul ar nmenber provided with an internal |ongitudinal
passage with an internal cross-sectional dinmension
greater than the predeterm ned cross-sectional

di mrension of the enlarged head (27) of the fastener
(25) when the shank (24) is substantially aligned with
the | ongitudinal direction of said passage and

di spl aceabl e gui de neans al ong and within the internal
surface of the tubular nenber, for rendering the cross-
sectional dinmension smaller than said predeterm ned
cross-sectional dinension of said enlarged head, the
gui de neans being axially continuous and bei ng

| ongi tudinally arranged al ong the length of the tubular
menber,

characterised in that
t he gui de neans conprises a lining (22) of the passage,

the Iining being made of resiliently deformable
material, which lining forns a | ocal passage
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constriction resulting froman interference fit with
the enl arged head (27) of the fastener, which |ocal
passage constriction is longitudinally novabl e al ong
the delivery tube as the fastener is propelled al ong

t he tube by the plunger (28), such that the guide neans
restrains the fastener head fromfree-fall throughout
its passage through the delivery tube until the
fastener reaches the point of application regardl ess of
the orientation of the delivery tube and preserves a
desired fastener orientation while enabling the
fastener (25) to advance and be gui ded al ong the
delivery tube (21) towards the workpiece."

Dependant clains 2 and 3 relate to preferred
enbodi nents of the delivery tube according to claim1.

The respondents requested di sm ssal of the appeal.

In support of their main request the appellants argued
substantially as foll ows:

The clains has now been limted to the type of delivery
tube disclosed in Figures 1 to 5 of the patent
specification which provided a very sinple and
conveni ent solution of the prevention of tunbling of
the fasteners as they noved al ong the tube. The use of
alining of resiliently deformable material within the
tube which was |locally engaged by the head of a
fastener to prevent its free-fall could in no way be
conpared with the split collets used for hol ding
fasteners as disclosed in docunments D8 and D10.

The argunents of the respondents in reply can be
summari sed as foll ows:
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Claim 1 according to the main request contai ned added
subj ect-matter over the original disclosure and had
been extended in scope with regard to granted claim 1.
It thus offended against Articles 123(2) and (3) EPC.
More particularly, it was now stated in the claimthat
t he guide neans was within the tubul ar nenber, whereas
in granted claim1l it was required to be within the
delivery tube. Furthernore, the original application
did not in any case include any reference to such a

t ubul ar nenber. As for the newly introduced requirenent
that the guide neans be "axially continuous” this was
an unwarranted intermnmedi ate generalisation of what had
been originally disclosed, nanely that the guide neans
extended al ong the whole | ength of the delivery tube.
Lastly, the functional statenent at the end of the

cl ai m concerning the novenent of the fastener through
the delivery had been cobbl ed together fromdiverse
phrases found at various |ocations in the original
application which had been taken out of context and
whi ch had nothing to do with each ot her

The subject-matter of claim1 of the main request was
fully anticipated by both docunment D8 and document D10.
Each of those disclosed a delivery tube having a |ining
whi ch was el astically defornmed radially by the passage
of the fastener therethrough in order to provide a
gripping force on the fastener to prevent it fromfree-
fall. It was self-evident that this Iining had to be of
resiliently deformable material. In the event that the
subj ect-matter of the claimwas considered novel with
respect to these docunents then it certainly |acked
inventive step with regard to their conbined teachings.

Reasons for the decision

0336.D
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The appeal conplies with the formal requirenents of
Article 106 to 108 and Rules 1(1) und 64 EPC. It is
t heref ore adm ssi bl e.

The clained invention is concerned with a delivery tube
for delivering headed fasteners in a preferred
orientation to a station where they are applied to a
wor kpi ece. Because of their shape such fasteners have a
natural tendency to tunble in the delivery tube unless
appropriate neasures are taken to prevent this. After
extensive limtation of the patent specification in the
course of the opposition and the appeal proceedings
claim1l is nowdirected solely to the type of delivery
tube disclosed in Figures 1 to 5 which conprises a
l[ining of resiliently deformable material having a
cross-sectional dinension smaller than that of the

enl arged head of the fastener involved. This lining is
therefore deforned locally by the head of the fastener
and correspondingly applies a gripping force to it to
prevent free-fall of the fastener through the delivery
tube. The | ocalised area of deformation of the |ining
can be considered as noving along the delivery tube
with the associated fastener as the latter is advanced
by a plunger of the fastener application machine.

It is apparent fromthe above brief description that
the clained delivery tube has a relatively sinple
structure. Nevertheless, the wording of claiml
according to the main request has proved a fertile
ground for disputes between the parties as to questions
of clarity, original disclosure and extension of scope.

Turning first to the question of clarity, this is
concerned with the reference in the claimto the
formati on of a |ocal passage "constriction"” resulting
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from engagenment with the enlarged head of the fastener.
In the normal sense of the termit would be expected
that the "constriction” would be constituted by a | ocal
area of the lining which has a smaller cross-section

di mensi on than the remai nder of the lining. It would
seem however that this understanding is plainly at odds
wi th the nmechanismactually involved, as expl ai ned
above, where the enlarged head of the fastener produces
a localised widening of the Iining. Nevertheless, it
nmust be enphasi sed that [ack of clarity is not a ground
of opposition and the term"constriction" was already
present in granted claiml1l (indeed was al ready used in
an equivalent way in the original application) so that
any lack of clarity is not a consequence of the
amendnents nade to the claimin the course of the
opposition and appeal proceedings. In circunstances
such as these it is incunbent upon the Board to seek an
interpretation for the terminvol ved which best bridges
the gap between its normal nmeani ng and the technical
realities of what has actually been discl osed

(cf T 16/87, QJ EPO 1992, 212). Applying this principle
to the present case the Board notes that with respect
to the maxi mum di nensi on of the fastener head a
"constriction"” of sorts can be recognised in the

adj acent area of the lining, which "constriction",
bei ng of |esser dinension than the fastener head,
prevents its free novenent through the delivery tube.
For the purpose of evaluating novelty and inventive
step the Board will therefore interpret claim1l of the
mai n request as requiring | ocal deformation of the
lining of the delivery by the enlarged head of the
fastener in such a manner as to forma | ocal
"constriction” in this sense.

The first objection of the respondents under



0336.D

- 7 - T 0438/ 01

Article 123(2) EPC concerns the statenent in claim1l

t hat the di spl aceabl e gui de nmeans are di sposed "al ong
and within the internal surface of the tubular nmenber".
It is the same statenment which gives rise to their

obj ection under Article 123(3) EPC. The source of these
objections lies in the fact that in granted claim1l1 the
internal surface referred to in this context was that
of the delivery tube. In the opinion of the Board the
amendnent of claiml in this respect does not go beyond
unobj ectionable clarification of what was al ready
inplicit. CQaiml as granted already specified that the
delivery tube conprised a tubular nenber having an
internal cross-section dinension greater than that of

t he enl arged head of the fastener and the only sensible
reading of the claim even without reference to the
totality of the disclosure, was that the guide neans

di sposed "along and within the internal surface of the
delivery tube" were arranged al ong and within that

t ubul ar nenber. The fact that the term "tubul ar nenber”
is not as such to be found for the correspondi ng

el ement of the delivery tube in the particular
description of the patent specification cannot detract
fromthis appreciation

The next objection to claim1 of the main request is of
a different character since the respondents do not as
such dispute that the guide nmeans (ie the Iining) are
"axially continuous" as required by the claim What
they do say however is that the termis of nuch broader
anbit than what has actually been disclosed, nanely
gui de nmeans whi ch extend al ong the whol e axi al extent
of the tubular nenber, so that the termconstitutes an
i nadm ssi bl e internedi ate generalisation. However, that
viewis only sustainable if the termis taken in

i sol ati on. When seen in the context of the other
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requirenents of the claim in particular the functiona
statenent concerning the controlled novenment of the
fastener "throughout its passage through the delivery
tube", it is inplicit that the guide neans nust in fact
extend over substantially the whole length of the
delivery tube in order to achieve this. Thus this
objection to an addition of subject-nmatter also fails.

Lastly, the respondents took issue with the functional
statenment nentioned above itself, arguing that nothing
conparabl e could be found in the original disclosure.
In strict linguistic terns that is indeed true, but

besi des the point. There can be no doubt that the
statenment accurately reflects the way in which the
fasteners are advanced through the delivery tube to the
poi nt of application as would be understood fromthe
original application, and as such does not constitute
an addition of subject-matter.

The preanble of claiml of the main request is based on
docunent D8, which relates to a nechanismfor feeding
and inserting pins into a circuit board. It is
accordingly not in dispute that these pins constitute
fasteners each having an el ongate shank and a
relatively enlarged head. The nechani sm conprises a

pl unger for advancing the pins individually froma
carrier through a delivery tube to the point of
application. The delivery tube has guide neans for the
pins in the formof a longitudinally slotted coll et
which is located within a tubul ar sl eeve nenber. The
tubul ar nenber has a tapered internal surface at one
end which cooperates with a correspondi ng tapered
surface on the end of the collet and is spring biased
to reduce the dianeter of the passageway through the
collet such that a slight drag force is exerted on the
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pin as it is advanced through the collet.

The respondent argued that the collet conprised a
"l'ining" of the passage through the tubul ar nenber

wi thin the neaning of claim1, which the appellants did
not seek to dispute, and also that this "lining", given
the way the collet functioned, had to be nade of
"resiliently defornmable material” as required by the
claim In absolute terns there can be no doubt that the
material of the collet (which can be presuned to be
made of machine steel) is "resilient” to the extent
that the collet will return to its previous shape after
passage of the pin there through. However, qualitative
terms such as "resiliently defornmable” nust always be
viewed in the full technical context of the
subject-matter clained. In the present case it is
essential that the lining of the passage through the

t ubul ar nenber be sufficiently resiliently defornmable
to enabl e | ocal deformation thereof by the enl arged
head of the fastener with the formation of a
"constriction” in the sense explai ned above, with the
"constriction” noving along the delivery tube with the
fastener as the latter is advanced by the plunger. This
is clearly not the case with the collet of docunent D8
which is not defornmed locally by the enl arged head of

t he fastener but instead w dened al ong the whole |ength
of its slotted portion.

The subject-matter of claim1 of the main request is
therefore novel with respect to docunment D8 (Article 54
EPC) .

At the oral proceedings before the Board the
respondents al so argued that the subject-matter of
claim1 of the main request |acked novelty with respect
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to the disclosures of docunent D10. This prior art
relates to a gun-1like explosive setting device for
fasteners and is nore particularly concerned with a
hol di ng nmenber for preventing the fastener fromfalling
out of the barrel of the gun when this is pointed
downwar ds. The hol di ng nenber conprises a sl eeve
provided with one or nore |ongitudinally extending
slots to make it radially expendable so that it can
exert a gripping force on a guide ring positioned on

t he shank of the fastener, the guide ring having a

di aneter slightly larger than the free dianeter of the
hol di ng nmenber. The actual head of a fastener inserted
into the barrel of the setting device and supported by
t he hol di ng menber is engaged by a recess in the
forward end of a driving piston.

In the opinion of the Board it is questionabl e whether
the barrel of the setting device of docunent D10 into
which a fastener is manually inserted fromthe open
end, tenporarily gripped, and then shot out again, can
be fairly considered as a delivery tube for delivering
a succession of fasteners to a fastening station within
t he meaning of claim1. Furthernore, it is to be noted
that it is not the head of the fastener which is

gri pped by the hol ding nenber but a separate guide ring
carried by the shank of the fastener. In any case
however, having those issues aside, it is apparent that
t he holding nmenber in the formof a split radially
expandabl e sl eeve is not locally defornmed by the
fastener to forma "constriction”, but in a manner
essentially equivalent to that di scussed above with
respect to the collet of docunent D8 is expanded al ong
its entire length by engagenent with the fastener.

Thus, the subject-matter of the claimunder
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consideration is also new with respect to docunent D10.

Wth regard to the question of inventive step the
respondents relied solely on a conbi nati on of the
docunents D8 and D10. It is however apparent from what
has been said above with respect to novelty that

nei ther of these docunents discloses the essenti al

el ement of the clainmed subject-matter, nanely a |ining
for the delivery tube nade of a resilient materi al
which is locally defornmed by the enl arged head of the
fastener to forma "constriction". It is therefore
evident that there is no way of conbining the teachings
of these docunents to arrive at the delivery tube as
defined in claim1 of the main request, which
accordingly involves an inventive step (Article 56
EPC) .
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of clains 1
to 3 and the description as submtted at the oral

proceedi ngs, together with Figures 1 to 5 of the
drawi ngs as grant ed.

The Regi strar: The Chai r man:

S. Fabi ani F. Prols
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