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Summary of Facts and Subm ssi ons

The appel |l ant (applicant) has | odged an appeal agai nst
t he decision of the exam ning division to refuse

Eur opean patent application No. 93 902 726.4 (based on
the International application No. PCT/US92/ 11175
publ i shed under International Publication No.

WO 93/ 13410).

In its decision the exam ning division referred to the
two follow ng docunments:

D1: US- A-3875045

D2: EP-A-0377747

and held that the subject matter of claim1l then on
file did not involve an inventive step (Articles 52(1)
and 56 EPC) with regard to the disclosure of docunments
D1 and D2.

1. In its statement setting out the grounds of appeal the
appel l ant requested that the decision under appeal be
set aside and that a patent be granted on the basis of
an anmended set of application docunents submtted with
the statenment of grounds.

L1l In a comuni cation pursuant to Article 11(1) of the
Rul es of Procedure of the Boards of Appeal (RPBA)
annexed to the summons to attend oral proceedings, the
Board gave a prelimnary assessnent of the case and
referred to the followi ng docunent cited in the
i ntroductory part of the description of the application
as publi shed:
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D5: US-A-3767560

In reply to the Board' s communi cati on the appel | ant
submtted on 23 March 2004 a set of anended application
docunents as a main request and on 2 April 2004

addi tional sets of amended application docunents as
first to fourth auxiliary requests, each of the

requests containing an anended claim 1.

Claim 1 according to the main request reads as foll ows:

"An el ectrophoresis gel container assenbly for an
el ectrophoresis gel, conprising
(1) a container (14) adapted to receive an
el ectrophoresis gel conprising a generally
pl anar bottom (22), a continuous side wall
(26) projecting upward fromsaid bottom (22)
to atop; a flange (13) projecting distally
fromthe top of said side wall;
(i) a cover (11), adapted to contact said flange
around its entire periphery;
(ti1) a hydrated el ectrophoresis gel (25) within
sai d container assenbly; the materials of
t he contai ner assenbly being selected to
provi de | ow water vapor perneability,
characterised in that said cover (11) is coated
with a heat-seal able rel ease coating for sealing said
cover to said flange and for all ow ng peel abl e rel ease
of said cover fromsaid flange."

In the first auxiliary request claim1 differs fromthe
mai n request in that the closing phrase "and for
al | ow ng peel abl e rel ease of said cover fromsaid
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flange" is replaced by "and in that nore than one gel
has been deposited in said container”.

In the second auxiliary request claiml differs from
the main request in that the phrase "characterised in
that said cover (11) is coated"” is replaced by
"characterised in that said cover (11) is conprised of

alumniumfoil, and is coated".

In the third auxiliary request claim1 differs fromthe
mai n request in that the phrase "characterised in that
said cover (11) is coated" is replaced by
"characterised in that said cover (11) is conprised of
alumniumfoil, and is coated", and in that the phrase
"and in that nore than one gel has been deposited in
said container"” is introduced at the end of the claim

In the fourth auxiliary request claiml differs from
the main request in that the phrase "characterised in
that said cover (11) is coated" is replaced by
"characterised in that said cover (11) is conprised of
alumniumfoil, and is coated", and in that the phrase
"and in that wells are provided in the gel for the
insertion of sanples” is introduced at the end of the
claim

I V. At the oral proceedings held on 23 April 2004 before
the Board the appellant confirmed its request that the
deci sion be set aside and that a patent be granted on
the basis of the amended application docunents
according to one of the main and the first to fourth
auxi liary requests, page 15 of the description
according to each of the requests containing a further
amendnment subm tted in the course of the ora
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proceedi ngs. At the end of the oral proceedings the
Board gave its decision

The argunents submtted by the appellant in support of
its requests can be sunmari zed as foll ows:

The contai ner assenbly of the invention neets two
opposite requirenents, nanely protecting the
intrinsically fragile electrophoresis gel from
nmechani cal damage during shi pnment and providing an

easi |y openabl e contai ner assenbly arrangenment. The
contai ner assenbly disclosed in the closest prior art
docunent D1 neets the first, but not the second, of
these requirenents. As regards the contai ner assenbly
di scl osed in docunment D2, this docunment relates to an
entirely different technical field, i.e. to the
foodstuff industry, where different problens arise; in
addition, the main object addressed in this docunent is
t he provision of easy-to-open seal ed packagi ng vessel s
capable of resisting a sterilisation treatnment and a
toasting process, and there is no indication in the
docunent that the foodstuff container assenblies could
be used wth fragile materials such as el ectrophoresis
gels requiring greater protection against mechani cal
damage. For this reason, the skilled person - who would
not be a general packaging technician, but an expert in
the field of electrophoresis gel packaging - confronted
wi th the problem of endowi ng the container assenbly of
docunent D1 with a nore easily openabl e arrangenent
woul d not have consi dered contai ner assenblies for
foodstuffs such as those disclosed in docunent D2. In
addition, the remaining prior art does not suggest the
repl acenent of the rigid cover of the container
assenbly of docunment D1 by a peel abl e cover as clained
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whi ch, although relatively flexible, would stil
adequately protect, at |east to sone degree, the
el ectrophoresis gel from physical danmage.

Wth regard to the additional features of claiml
according to the first to fourth auxiliary requests,
the prior art fails to suggest the provision of nore
t han one el ectrophoresis gel in a container assenbly.
In addition, docunent D2 refers to an al um nium foi
sheet but the skilled person woul d not have consi dered
t he conbi nati on of docunent D1 and D2 for the sane
reasons as for the main request, and the sanple
insertion wells, although commonly included in prior
art el ectrophoresis gels, render the gel still nore
fragile, thus requiring a higher degree of protection.

Reasons for the Decision

1

1317.D

The appeal is adm ssible.

I nventive step of claiml1 according to the main request

In the decision under appeal the exam ning division
identified docunment D1 as the closest prior art and
hel d that the container assenbly disclosed in that
docunent is arranged to receive a hydrated el ectro-
phoresis gel and conprises a container having a
substantially planar bottom a continuous side wall
projecting upward fromthe bottomto a top and a fl ange
projecting distally fromthe top of the side wall, and
a cover adapted to contact the flange around its entire
peri phery, the materials of the container assenbly
provi ding | ow water vapour perneability to the assenbly
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(Figures 1 to 5 and to colum 2, line 39 to colum 3,
l[ine 29). In the decision the exam ning division also
hel d that the subject-matter of the then valid claiml
differed fromthe disclosure of docunent Dl only in the
features relating to the heat-seal abl e rel ease coating
applied to the cover for rel easably sealing the cover
to the flange and for allow ng peel abl e rel ease of the
cover fromthe flange, and held that these

di stingui shing features were rendered obvi ous by the

di scl osure of docunent D2 relating to easily openable
seal ed package contai ner assenblies constituted by a
vessel and a peel abl e cover rel easably heat-sealed to a
fl ange of the vessel by nmeans of a heat-sealing

mat eri al (docunent D2, Figures 1 to 3, abstract, and
page 7, line 2 to page 8, line 3 together with page 9,
lines 6 to 10).

During the appeal proceedings the appellant has not

di sputed those findings of the exam ning division
relating to the disclosure of docunents D1 and D2 nor
t hat the conbination of docunents D1 and D2 woul d
result in the subject-matter of claim1l of the present
mai n request, which claim apart from anendnents of a
purely formal nature, defines substantially the sane
subject-matter as the claim1 considered in the
deci si on under appeal. The appellant, however, has

di sputed the examning division's view that it was
obvi ous to conbi ne the disclosure of docunents D1 and
D2 and submtted that the skilled person woul d not have
consi dered the conbi nation of the disclosure of these
two citations.

In view of the above, and after consideration of the
di scl osure of docunents D1 and D2, the Board concurs
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wi th the undi sputed finding of the exam ning division
t hat document D1 represents the closest prior art and
that the application of the teaching of docunent D2 to
t he di scl osure of docunent D1 would result in the
subject-matter of claim1 of the main request.
Accordingly, as far as claim1l of the main request is
concerned, the sole issue to be decided is whether the
conmbi nati on of docunents D1 and D2 was obvi ous wthin
t he meaning of Article 56 EPC, and nore particularly
whet her the skilled person would, and not just could,
have consi dered the conbi nati on of docunents D1 and D2
so as to arrive at the clained subject matter

Not wi t hst andi ng t he above, the Board observes that in
docunent D1 the peripheral portion of the top of the
side wall of the container assenbly contacting the
cover does not appear properly to be shaped to include
a "flange projecting distally fromthe top of said side
wal I " as clained (docunent D1, Figures 1 to 4 and
colum 2, lines 46 to 53). Nonetheless - as has al so
been noted by the exam ning division and not disputed
by the appellant - docunment D2 for its part requires a
flange projecting distally fromthe top of the side
wal | of the vessel and arranged to receive the cover as
defined in present claiml (Figures 1-A and 1-B and
page 6, line 13 to page 7, line 11) and consequently,
regardl ess of whether docunment D1 discloses a flange as
cl aimed, the conbination of docunents D1 and D2 woul d
result in the clained subject-matter, as has indeed
been undi sputed by the appellant during the appeal
proceedi ngs. Therefore, in view of the disclosure of
docunent D2, the question of whether the side wall of

t he contai ner of docunent D1 includes a flange as
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cl ai mred has no bearing on the case as put forward by
t he appel | ant.

" Coul d- woul d" approach

In the present case the objective assessnent accordi ng
to the problemsol ution approach of whether the person
skilled in the art would, and not just could, have
consi dered the conbi nati on of docunents D1 and D2
depends primarily on the technical problemthat the
claimed subject-matter solves in the [ight of the

di scl osure of docunent D1 and on whet her the person
skilled in the art, confronted with the problem so
defined, would have considered the disclosure of
docunent D2 as providing a solution to the problem The
assessnent of the latter issue depends, for its part,
on the definition of the relevant skilled person and on
whet her docunent D2 falls within the technical field or
fields in which the skilled person would have conducted
his search for a solution to the problem and, if it
does so fall, whether there is a recogni sabl e pointer
in docunent D2 towards a solution to the probl em
addressed in the light of the disclosure of docunment DL.
Each of these issues is considered in the follow ng.

The technical probl em

It has been undi sputed by the appellant that the
technical effect resulting fromthe features

di stingui shing the clained contai ner assenbly fromthe
cont ai ner assenbly disclosed in docunent D1 and
referred to in point 2.1 above is that the container
assenbly can be nore easily opened by the user. This
technical effect is supported by the disclosure of the
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application (page 5, lines 22 to 30 together with

page 10, lines 29 to 31 of the application as published)
and is to be contrasted wth the cunbersone openi ng
operation of the container assenbly disclosed in

docunent D1 which invol ves the use of a penci

(colum 3, lines 8 to 11).

The di stinguishing features are al so such that the
vapour - proof characteristics of the container assenbly
are preserved (page 1, lines 29 to 31, and page 9,
lines 18 to 27 of the application as published). As
regards the protection of the gel against unwanted
mechani cal influences during storage and transport of

t he contai ner assenbly (page 1, lines 26 to 29 and

page 9, lines 18 to 27 of the application as published),
t he appel | ant conceded during the oral proceedings that
the replacenment of the rigid cover of docunent D1 by a
rel easabl e peel abl e cover as claimed woul d not
generally result in inproved protection of the

el ectrophoresi s gels; nonethel ess he contended that the
peel abl e cover would still adequately protect the gel
from mechani cal damage during storage and transport of
t he contai ner assenbly (point V above).

In view of the above, the distinguishing features of
the subject-matter of claim1l solve the technica
probl em of making it easier for the user to open the
el ectrophoresis gel container assenbly disclosed in
docunent D1, w thout however conprom sing the vapour-
proof characteristics of the container assenbly and

wi t hout significant detrinment to the protection of the
gel from nmechani cal damage.

1317.D
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In the Board's view no inventive nerit can be seen in
the forrmulation of the problemitself. The Board al so
notes that no further technical effect other than those
al ready identified above appears to be supported by the
di scl osure of the application relating to the flange
and that for this reason the question of whether the
cont ai ner assenbly of docunent Dl includes a flange as
clainmed (see | ast paragraph of point 2.2 above) has no
i nfluence on the fornulation of the problem sol ved by
the clai ned subject-matter

The rel evant skilled person

The appel l ant has submtted that the appropriate
skilled person is a person skilled in the design of
contai ner assenblies for electrophoresis gels. This
definition, however, is exclusively based on the
specific technical field of application of the
invention and nore particularly on the technical field
indicated in the introductory clause of the claimand
in the Board's view the appellant's definition is

i nappropriate and rather restrictive. According to the
established case |law (see for instance T 32/81, QJ EPO
1982, 225, points 4.2 and 4.4 of the reasons, and the
ot her decisions cited in chapter |, section D.5.1.1 of
"Case Law of the Boards of Appeal", EPO 4'" edition
2001) the objective assessnent of whether the clained
solution involves an inventive step should rather be
based on the know edge and abilities of the specialist
in that technical field in which the objective problem
pronpts the skilled person to seek a sol ution,
irrespective of other definitions of the skilled person
that m ght be suggested in the application. This
applies in the present case in as nuch as the techni cal
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probl em fornul at ed above is not specific to container
assenblies for electrophoresis gels but pertains, by
its very nature, to the nore general field of transport
and storage contai ner assenblies. Accordingly, the
appropriate skilled person is soneone skilled in that
technical field. Alternatively, even if the appellant's
subm ssion that the appropriate skilled person is a
desi gner of container assenblies for el ectrophoresis
gels were to be accepted, then according to the
established case |law (see T 424/90, not published in QJ
EPO, point 1.3 of the reasons) this skilled person
woul d then be expected to consult the person skilled in
the technical field to which the problempertains, i.e.
in the nore general field of storage and transport
cont ai ner assenblies. The assessnent of the case should
t hen be based on both skilled persons as a team

t hereby taking into account the know edge and the
ability of the person skilled in the nore general field.

The Board therefore concludes that the relevant skilled
person to be considered in the assessnent of the issues
addressed in point 2.3 above is the person skilled in
the general technical field of storage and transport
cont ai ner assenbl i es.

The Board notes that this conclusion also results from
the historical developnents in the field of manufacture
of el ectrophoresis gels acknow edged in the passage on
page 1, lines 11 to 25 of the application as published
according to which such gels were traditionally made
and cast by the | aboratories thenselves but, when

vol ume grew, prefabricated and standardi zed gels were

i ndustrially manufactured and supplied to the

| aboratories. Thus, when such gels are produced on an
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i ndustrial scale, the problens that arise are those of
packagi ng, storing and transporting articles having, if
not the same, at |least simlar physical characteristics
as the electrophoresis gels, and it is the speciali st
in solving these problens who constitutes the
appropriate skilled person.

Docunment D2

The person skilled in the general field of storage and
transport container assenblies, confronted with the
probl em of making it easier for the user to open the

el ectrophoresis gel container assenbly disclosed in
docunent D1, would then | ook for solutions proposed in
the field of storage and transport container assenbli es.
As the problemrelates to the openi ng arrangenent of

t he contai ner assenbly per se, the skilled person would
not in the Board's view confine his search to container
assenblies specifically designed for el ectrophoresis
gels, but would also consider within the general field
of storage and transport container assenblies other
specific technical fields in which the sane problem or
one simlar to it, arises (see T 955/90, not published
in Q EPO point 1.3 of the reasons), i.e. he would

al so consi der storage and transport contai ner
assenbl i es designed for other products and articles
having, if not the sane, at least simlar
characteristics as el ectrophoresis gels and neeting the
vapour - proof and protection requirenents necessary for
el ectrophoresis gel container assenblies (point 2.3.1
above).

Docunent D2 di scl oses easily openabl e seal ed package
cont ai ner assenblies conprising a vessel and a peel able



1317.D

- 13 - T 0437/ 01

lid cover real easably heat-sealed to a flange of the
vessel by neans of a heat-sealing material applied on
the cover (see abstract and Figure 1 together with
page 7, line 2 to page 8, line 3 and pages 9, lines 2
to 10). The Board does not dispute the appellant's
subm ssion that docunent D2 is specifically directed to
contai ner assenblies for foodstuffs such as nmacaron
gratin (page 21, lines 31 and 32) and seasoned tuna
fl ake (page 26, lines 11 to 17). However, the Board
cannot accept that the problens arising with such
contai ner assenblies are different fromthose arising
wi th container assenblies specifically designed for

el ectrophoresis gels to the extent that docunment D2
woul d not have fallen within the specific technical
fields referred to in the previous paragraph and which
the skilled person would have included in his search
for solutions to the problem posed. On the contrary,

t he characteristics of foodstuff are, as far as they
are pertinent to the characteristics of the container
assenblies, at least simlar to those of electro-
phoresis gels, and the appellant's subm ssions that

el ectrophoresis gels are nore fragile and require a
hi gher protection agai nst nmechani cal danage are not
reflected in the features of the clained container
assenbly and would at the nost inply stricter
requirenments in the handling of el ectrophoresis gel
contai ner assenblies as conpared wth the handling of
contai ner assenblies for foodstuffs.

Consequent |y, docunent D2 clearly falls within the
specific technical fields which the skilled person
working in the general field of storage and transport
contai ners assenblies would consult in his search for
solutions to the problemthat he intends to solve and,
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since in the assessnment of inventive step the notional
skilled person is presuned to be aware of, and to have
di rect access to the docunents pertinent to his

rel evant area of technology (Article 54(2) EPC), he
nmust be presunmed to find docunent D2 in his search for
a solution to the probl em posed.

Conbi nati on of docunents D1 and D2

In the course of his search the skilled person woul d

t hen have cone across docunent D2 and even just the
title of docunent D2 ("Easily openabl e seal ed package
contai ner") would have drawn his attention to the

di scl osed arrangenent providing an i nproved ease in the
openi ng of the container. The skilled person would

t herefore have readily recognised in the disclosure of
docunent D2 a technical neasure providing a solution to
t he problemthat he intends to solve and since the
pertinent structural and functional features of the
cont ai ner assenbly of docunment D2 preserve the

requi renents of docunent D1 relating to the vapour-
proof and the gel protection characteristics, he would
have consi dered applying the correspondi ng teaching to
t he contai ner assenbly disclosed in docunent D1 in
order to solve the probl em posed.

The Board al so notes that there appears to be no
technical difficulty in the application of the teaching
of document D2 to the disclosure of docunment Dl1. In
addition, the skilled person would be aware that the
repl acenent of the rigid cover of the container
assenbly of docunment D1 by a peel able and therefore
relatively flexible cover as disclosed in docunent D2
may reduce protection of the gel from nechanical danage
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during transport and storage of the gel; however, this
potential drawback resulting fromthe neasures taught
in docunent D2 woul d not have di ssuaded the skilled
person from consi dering the conbination of docunments D1
and D2 and, in view of the inprovenents in the ease of
openi ng the container assenbly resulting from such
nmeasures, the skilled person would have accepted this
drawback in accordance with the circunstances - as the
present inventors have done w thout adopting any
countermeasure to mtigate it (see second paragraph of
point 2.3.1).

As regards the appellant's subm ssion that docunment D2
requires that the container assenblies resist a retort
sterilization treatnent (page 2, lines 20 to 28, and
page 19, lines 23 to 27) or a toasting or cooking
process (page 5, lines 16 to 18 and page 11, lines 3
to 6), these requirenents are not detrinental to the

i ncorporation of the neasures relating to the opening
arrangenment in container assenblies for el ectrophoresis
gels and therefore would not, in the Board's view,
deter the skilled person fromcontenplating the
application of the teaching of docunent D2 relating to
the inmprovenent in the ease of opening of the container
assenbly to the problemthat he intends to sol ve.

Therefore, in the Board's view the skilled person
working in the general field of transport and storage
cont ai ner assenblies not just could, as submtted by

t he appell ant, but woul d have consi dered docunent D2 as
teaching a solution to the problemand in addition
woul d have consi dered the application of the teaching
of document D2 to the disclosure of docunent D1 in
order to solve the problem posed. As a result, the
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skill ed person would have arrived at the clained
subj ect-matter wi thout the exercise of an inventive

st ep.

2.4 Havi ng regard to the above, the appellant's subm ssion
that the skilled person would not have considered the
conbi nati on of docunents D1 and D2 fails to convince
the Board. Since no other reason was advanced by the
appel I ant agai nst the rational e underlying the decision
and since the Board does not see any reason to depart
fromthe exam ning division's conclusion that the
subject-matter of claim1 of the main request results
from the obvi ous conbi nati on of docunents D1 and D2,
the main request of the appellant is not allowable.

3. | nventive step of claiml according to the first to

fourth auxiliary requests

As pointed out by the Board during the oral proceedings,
the additional features specified in claim1l according
to the first to fourth auxiliary requests (see

point |11 above) correspond to conventional neasures
well known in the art. In particular, the additional
features relating to the sanple insertion wells in the
gel (fourth auxiliary request) and to the provision of
the cover in the formof an alumniumfoil (second,
third and fourth auxiliary requests) have already been
enpl oyed for the sanme purpose in docunent D1 (colum 3,
lines 18 to 29) and in docunent D2 (page 18, lines 20
and 21 together with page 17, lines 1 to 3),
respectively. Consequently, these features do not
involve an inventive step with regard to the obvi ous
application of the teaching of document D2 to the

di scl osure of the closest prior art docunent D1 as

1317.D
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concluded in point 2.3.5 above. As regards the deposit
of nore than one gel within the container (first and
third auxiliary requests), contrary to the appellant's
subm ssions this feature corresponds to a common
nmeasure wel |l -known in the art, as exenplified in
Figure 10 of document D5 where a plurality of gels is
arranged in a stacked formas specified in the
application (page 14, lines 6 to 9 of the application
as published). Furthernore, this feature does not
appear to add anything to the remaining clai nmed
features relating to the prinmary aspect of inproving

t he openi ng operation of the container assenbly, nor
does it appear to result in any additional technical
effect other than those that can be readily

contenpl ated i n advance.

In view of the above, the Board cannot see an inventive
step in the subject-matter of claiml1 of the first to
fourth auxiliary requests.

For the above reasons the Board concludes that the

subj ect-matter of claim1 according to each of the main
and the first to fourth auxiliary requests does not

i nvol ve an inventive step within the neani ng of

Article 56 EPC. Consequently, none of the requests of

t he appellant is allowabl e and the appeal nust be

di sm ssed.



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

P. Martorana

1317.D

I s decided that:

The Chai r nan:

A. G Klein
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