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Summary of Facts and Subm ssi ons

1759.D

Eur opean patent No. 0 484 172 based on application

No. 91 310 106.9 was granted on the basis of a set of

11 clainms for the Contracting States AT, BE, CH, DE, DK
FR, GB, &R IT, LI, LU NL and SE, and a set of

11 clains for the Contracting State ES.

| ndependent claim1 of the set of clains for the
Contracting States other than ES read:

"1. A conposition conprising (a)

hexahydro-1, 3, 5-tri s(2-hydroxyethyl)-s-triazine and (b)
an i odopropargyl conpound, said conposition containing
an amount of (a) and (b) synergistically effective to
reduce the growth of mcroorganisns."”

This claimis identical to the product claimof the set
of clains for Contracting State ES.

Noti ces of opposition were filed against the granted
patent by the appellant (opponent 2) and by opponent 1,
who is party as of right to the appeal proceedings.

The patent was opposed under Article 100(a) EPC for
| ack of novelty and inventive step and under

Article 100(b) EPC for insufficiency of disclosure.

The foll ow ng docunments were inter alia introduced
during the opposition proceedings and renain rel evant
for the present deci sion:

(1) Devel opnents in Industrial Biology 1979,
pages 37-39
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(6) EP-A-327220
(9) US-A-49541009.

The Opposition Division maintai ned the European patent
in an anended formunder Article 106(3) EPC by its
deci si on pronounced on 1 Decenber 2000.

In its reasons for the decision under appeal, the
Qpposition Division found that the sole request before
it, consisting of an anmended set of 8 clains for the
Contracting States other than ES and an anended set of
8 clains for Contracting State ES and a consequentially
amended description, all filed wth the respondent’'s
letter of 23 October 2000, net the requirenents of the
Eur opean Patent Conventi on.

| ndependent claim 1 of the Contracting States other
than ES and the product claimof Contracting State ES
were both restricted to i odopropargyl carbamate as the
i odopr opar gyl conpound (b).

Concerning the ground of opposition nmentioned in
Articles 100(b) and 83 EPC, the Opposition Division
consi dered that the objection of insufficiency of

di scl osure was not sufficiently substanti at ed.

As regards novelty, no objection under Article 54 EPC
was raised by the opponents with respect to the anended
set of clains under consideration before the first

i nstance, and the Opposition Division saw no reason to
differ.

As regards inventive step, the Opposition Division
considered citation (1) to represent the closest state
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of the art, because this citation taught that

conbi nati ons of 2-[(hydroxynethyl)am no]ethanol with
3-i0do- 2-propynyl butyl carbamate were efficient

antim crobial agents. Gven this closest state of the
art, the Opposition Division defined the problemto be
sol ved as the provision of antimcrobial conbinations
in which the anobunt of the expensive |IPBC, nanely
3-i0do- 2-propynyl butyl carbamate coul d be reduced

wi t hout a substantial reduction in the antim crobial
activity.

In the Opposition Division's view, the solution to this
problem that is to say the conbination of 3-iodo
propar gyl carbamate (1 PC) with hexahydro-1, 3, 5-
tris(2-hydroxyethyl)-s-triazine ("triazine"), was

i nventive because there was nothing in the avail able
prior art which would direct the skilled person towards
this particular conmbination in order to | ower the
concentration of the amobunts of antim crobial agents
necessary to achieve the desired antimcrobial effect.

The appel | ant (opponent 2) | odged an appeal against the
sai d deci sion

By its letter dated 12 May 2004 Opponent 1 inforned the
board that it would not be represented at the oral
proceedi ngs. No ot her subm ssion was nade by Opponent 1
during the appeal proceedings.

Oral proceedings were held before the Board on
13 July 2004.
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In summary, the appellant submitted that the only
di fference over docunment (1) was the replacenent of
IPBC by IPCin the prior art biocide conbination with

"triazi ne".

In its view, that replacenment was obvious in the |ight
of docunment (9), which taught that |1 PC was a nore
effective biocide than | PBC.

As to the synergistic effect, it argued that the prior
art conbination was in fact also a synergetic

conmbi nation and that the skilled person would have
found, in any case, just by routine experinentation,
that the biocide conbination of the patent in suit was
synergi c.

The respondent nmade no witten subm ssion. During the
oral proceedings it mainly agreed with the reasoning
and concl usions of the Opposition Division. It stressed
t hat the cl ained bi oci de conbination involved an
inventive step because of the presence of a synergetic
effect which was not foreseeable in the light of the
avai l abl e prior art.

The appel | ant requested that the decision under appeal
be set aside and that European patent No. 0 484 172 be

r evoked.

The respondent requested that the appeal be dism ssed.
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Reasons for the Decision

1

1759.D

The appeal is adm ssible.

Article 56 EPC

The patent provides for an antim crobial conbination
conprising (a)

hexahydro-1, 3, 5-tri s(2-hydroxyethyl)-s-triazine
("triazine") and (b) iodopropargyl carbamate (1 PC)

whi ch produce a synergistic effect (page 2, lines 3 to
5, page 3, lines 25 to 26 and 40 to 43, page 4, lines
13 to 19).

Docunent (1) relates to a study conparing three

di fferent biocidal conpositions, nanely, a conposition
cont ai ni ng 2-[ (hydroxy-net hyl)am no] et hanol and 3-i odo-
2-propynyl butyl carbamate, another containing an am no
tin conplex and a | ast one containing 2-[(hydroxy-

nmet hyl ) am no] et hanol and nercuric acetate (tables 9
and 10).

This scientific article, which addresses the probl ens
linked to the use of nercurial products, concludes that
2-[ (hydr oxynet hyl ) am no] et hanol and 3-i odo- 2-

propynyl butyl carbamate at a concentration of 0,05% (ie
500 ppm were the nost efficient nmeans of protection
agai nst m crobi ol ogi cal spoil age (page 37, lines 18 to
20, and 40 to 43).

During the opposition proceedings and during the appeal
proceedi ngs, the appellant explained that it was well -
known in the field that the biocide named 2-[ (hydroxy-
nmet hyl ) am no] et hanol is a nononeric entity which
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readi |y condensates form ng the thernodynam cally nost
stable trinmeric triazine conpound, nanely
hexahydro-1, 3, 5-tri s(2-hydroxyethyl)-s-triazine

("triazine").

Therefore, it was clear to the skilled person that
"triazine" was the compound used in docunent (1), that
is to say the sane conpound as the one used in the
patent in suit.

These expl anati ons were accepted by the Qpposition
Di vision and confirmed by the respondent during both
t he opposition and appeal proceedi ngs.

As they appear to be chem cally well-founded, the Board
sees no reason to differ.

Accordingly, the Board agrees with the parties that
this docunent (1), which actually discloses biocidal
conpositions containing "triazine" and | PBC i nstead of
"triazine" and IPC as in the contested patent,
represents the closest prior art.

2.2 Accordingly, the problemto be sol ved as agai nst
docunent (1) can be seen as the provision of an
i nproved (nore efficient) biocidal conposition.

2.3 This problemis solved by the subject-matter of claiml
by replacing the substituted i odopropargyl conmpound
(IPBC) with the unsubstituted (1 PC) and, in the |ight
of working exanples 1, 2 and 3 of the patent in suit,
the Board is satisfied that the probl em has been
pl ausi bl y sol ved.

1759.D
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In fact, in the light of the exanples of the patent in
suit, a conbination containing 25 ppmof |IPC and

250 ppmof "triazine" is effective and produces

synergi stic effects, whereas, when used separately,
2000 ppm of "triazine" and 500 ppmof |IPC are required.

Docunent (1), in contrast, discloses a conbination
contai ning 500 ppm of both ingredients (see 2.1).

2.4 Thus, the question to be answered i s whether the
proposed solution, ie whether the replacenent of |PBC
by 1 PC was obvious to the skilled person in the |ight
of the prior art having regard to the synergistic
ef fect achieved by this replacenent.

As regards the first aspect, docunent (9), shows
precisely that IPCis a nore effective biocide than
| PBC (see conparative exanple in exanple 2, table I1).

As regards the second aspect, ie the effect achieved,
the Board notes that document (1) is silent about any
synergetic effect at all. This docunent is mainly
concerned with the problemof finding efficient
alternatives to the mercury products as biocides.

Docunent (6) gives however a hint that the conbination
of 1 odopropargyl derivatives and fornmal dehyde donors,
such as "triazine", which is described as a

f or mal dehyde donor in the patent in suit (see page 3,
lines 1 and 2), results in a synergistic conbination
(page 3, lines 3 to 8).

Therefore, the Board is satisfied that the skilled
person faced with the probl em of inproving the

1759.D
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efficiency of the biocide mxture disclosed in (1)
woul d in any case replace the | PBC biocide by the nore
active IPC just by follow ng the teaching of docunent
(9) and arrive at the anmpbunt used in the patent in suit
by nere optim sation neasures pronpted by the teaching
i n docunent (6).

The main argunment raised by the respondent was that the
teaching in docunment (6) is very broad and that it is,
in general, not possible to foresee whether a
synergetic effect will occur for two specific chem cal
structures before testing, so that an inventive step
shoul d be acknow edged for the clainmed subject-matter.

The Board does not however share the respondent’'s point
of view that an inventive step could be recogni sed on
the basis of the synergetic effect in any case, just
because it is not foreseeable.

The Board is convinced that, as a rule, before using a
bi ocide on a | arge scale, the skilled person would
carry out routine experinents in order to optimse the
anount of the active ingredients for econom cal and
envi ronnment al reasons, so that he would inevitably end
up with the amount disclosed in the contested patent

wi t hout an inventive step.

| ndeed, according to established case | aw of the boards
of appeal (see eg T 296/87, QJ EPO 1990, 195), enhanced
ef fects cannot be adduced as evi dence of inventive step
if they energe fromobvious tests. Since, in the
present case, tests with the conbination of "triazine"
and | PC were obvious in view of the task at hand,

di scovery of a synergistic effect exhibited by such a
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conbi nati on cannot be regarded as an indication of

i nventive step.

Accordingly, in the absence of any evidence to the
contrary, the Board concludes that, even w thout the
teachi ng of docunment (6), the synergetic effect cannot
represent an inventive step since the prior art points
towards the claimed conbi nation

The Board wi shes however to stress that the situation
coul d have been assessed differently if the prior art
was silent about the present conbination.

In view of the foregoing, the Board judges that the
subject-matter of claim1 of the set of clains for the
Contracting States other than ES and the product claim
of the set of clains of Contracting State ES does not

i nvol ve an inventive step as required by

Article 56 EPC.

Since these clains in the only sets of clains under
consideration are not allowable, there is no need for
the Board to consider the renaining clains.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar The Chai r man
A. Townend G Ranpold

1759.D



