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Summary of Facts and Subm ssi ons

1976.D

Thi s deci sion concerns the appeal filed by Opponent 02
agai nst the decision of the Qpposition Division finding
Eur opean patent No. 0 507 314 in amended formto neet
the requirenments of the EPC

There were two oppositions against the grant, both
based on Article 100(a) EPC. It was argued that the

i nventi on was not new or did not involve an inventive
step. The follow ng docunents in particular were relied

on:

Dl: G Zeisel et al., "An interactive nenu-driven
remote control unit for TV-receivers and VC
recorders", | EEE Transactions on Consuner
El ectronics, Vol.34, No.8, 1988, pp.814-818,

D2: GB-A-2 155 714.

The opposition division decided that the subject-matter
of claim1l of the then second auxiliary request out of
a set of six auxiliary requests - which claim
corresponded to claim1l with claim19 as granted - was
not obvious for a skilled person.

Claim1 in the formconsidered all owabl e by the
opposition division reads as follows (wWwth msprints
corrected):

Tel evi sion receiver, supplied with a renote control
unit conprising nunerical keys and a reduced nunber of
command keys for controlling functions in a plurality
of functional nodes anobng which a first operating node
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dedi cated to controlling the normal television
reception (TV) and/or a second operating node for
controlling the teletext reception (TXT) and/or a third
operating node for controlling the functionality of an
auxi liary device (VIR) connected to the tel evision
receiver,

the television receiver conprising a logic control unit
controlling a character and synbol generator for
generating an on-screen display,

wher eby one of the command keys (DI SP) of the renpte
control unit is provided for activation /of/ the

di splay on the television screen of at |east one
sequence for controlling said functions, corresponding
to said functional nodes and that each sequence
provides for the control of all said functions of the
sel ect ed operating node,

t he sequence consi sting of al pha-nunerical and/or
graphi c synbol s representative of the function to be
performed and sai d synbol generator being adapted to
di spl ay said sequence on a part of the screen in such a
way so as not to substantially disturb the view ng of
the i mage reproduced on the tel evision screen, even

t hough being clearly visible,

characterized in that

the television receiver is further provided wth neans
(50, 51) for nmoving an indicator on said synbols and
nmeans (53) adapted for activating the operating node
(TV, TXT, VIR) corresponding to the synbol (TV, TXT,
VTR) selected with said indicator on said part of the
screen and that said conmand keys conprise two keys
(54, 55) on said renmote control unit, for the volune
control when said synbols are not displayed.
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V. Claim 1l according to the then auxiliary request 3 -
whi ch the opposition division thus did not have to
consider - additionally contained the features of
claim 20 as granted, neaning that the follow ng
par agr aph was added to claim1:

"...said two keys (54, 55) have the purpose of
controlling the volune in the tel etext node (TXT) even
when said synbols are displayed".

Furthernore, the "or" in the first "and/or" conbination
(see paragraph 1 of claim 1) was del eted.

VI . Bot h opponents appeal ed agai nst this decision,
referring to additional prior art in the respective
statenent of grounds, inter alia to docunent

D10: EP-A-0 103 707.

In a communi cation fromthe Board dated 10 March 2003

t he opi nion was expressed that it was doubtful if the

i nvention involved an inventive step. A deadline for
filing anmendnents to the patent docunents or evidence
was set to two nonths before the date schedul ed for the
oral proceedi ngs, which was 10 July 2003.

VII. Wth letter dated 12 May 2003 the respondent (patent
proprietor) announced that "the patent proprietor wll
defend his patent on the basis of the auxiliary
requests which were already filed with the Qpposition
Division and if required by Iimting the independent
claimwith features as disclosed in the patent
specification, in particular in the clains as granted".

1976.D
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Wth letter dated 8 July 2003 Cpponent 01 withdrew its
opposi tion agai nst the patent.

Oral proceedi ngs before the Board were held on 10 July
2003. The respondent presented new sets of clains

according to first to third auxiliary requests as well
as five questions to be referred to the Enl arged Board
of Appeal in case the new clains were not admtted for

consi der ati on.

Claim 1 according to the first auxiliary request
corresponded to claim1l of the third auxiliary request
before the opposition division, ie in substance
including clains 1, 19 and 20 as granted.

Claim 1 according to the second auxiliary request
corresponded to claim1l of the first auxiliary request
pl us dependent clains 3, 8 and 9 as granted, however
wi t hout claim 20 as granted.

Claim 1 according to the third auxiliary request
corresponded to claim1l of the first auxiliary request
pl us dependent clainms 3, 8 and 9 as grant ed.

The questions intended for the Enlarged Board of Appeal
were (in the original German followed by the Board's

transl ation):

"Di e G olRe Beschwerdekanmer nbge entschei den:

1) Ist Art 114(2) EPU vereinbar mt Regel 71(2) Satz...
und der entsprechenden Regel fur di e Beschwerdekanmern?
2) Kann ein wahrend der mindlichen Verhandl ung einer

a) Priafungsabteilung / Ei nspruchsabteil ung

b) Beschwer dekammer
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vorgel egter Antrag des Annel ders / Patenti nhabers wegen
zu spaten Vorbringens zurickgew esen werden

i nsbesondere wenn der Antrag ei ne Konbi nation eines
gel t enden unabhéngi gen Anspruchs mt a) ei nem oder
mehreren bereits eingereichten unsel bstandi gen
Anspriuchen enthal t?

3) We 2 + sprachliche Verbesserung.

4) We 2 bis a) + b) einem oder nehreren Merknmal en aus
der O fenbarung der Annel dung / Patentschrift, wobei

di ese Merkmal e bis dahin keinen Ni ederschlag in einem
Anspruch gefunden haben

5) We 2) + 4)".

[ The Enl arged Board of Appeal is asked to decide:

1) Is Article 114(2) EPC conpatible with Rule 71(2)...
sentence and the corresponding rule for the boards of
appeal ?

2) Can a request submtted by the applicant / patent
proprietor in oral proceedings before

a) an exam ning division / opposition division

b) a board of appeal

be rejected as late filed, in particular if the request
concerns a conbination of a current independent claim
with a) one or nore dependent clainms on file?

3) As 2) + correction of the |anguage.

4) As 2 until a) + b) one or nore features of the

di scl osure of the application / patent specification,
t hese features not yet having been the subject of a
claim

5) As 2) + 4).]

The appel | ant (opponent 02) requested that the decision
under appeal be set aside and that the patent be
revoked.
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The respondent (patent proprietor) requested that the
appeal be dism ssed (main request);

or that the decision under appeal be set aside and the
pat ent be maintained in anended formon the basis of:

- the "third auxiliary request” as submtted before
t he opposition division on 4 Decenber 2000 (first
auxi liary request),

- the second auxiliary request, as clarified in the
oral proceedings of 10 July 2003 (second auxiliary
request),

- the third auxiliary request, as clarified in the
oral proceedings of 10 July 2003 (third auxiliary
request);
or that the questions submtted at the ora
proceedi ngs of 10 July 2003 be referred to the
Enl arged Board of Appeal (fourth auxiliary
request);
or that the proceedings be continued in witing
(fifth auxiliary request);
or that second oral proceedings be arranged (sixth
auxiliary request).

At the end of the oral proceedings the Chairman of the
Board cl osed the debate and announced that the deci sion

woul d be given in witing.
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Reasons for the Decision

The respondent’'s main request

1

1976.D

According to the respondent’'s main request the appeal
shoul d be di sm ssed and the patent be naintained in the
anmended form found acceptabl e by the opposition

di vision. The Board has thus to deci de whether the

i nvention according to claim1 involves an inventive

st ep.

Prior art

D1 describes a television receiver supplied with a
renote control unit conprising a single conmand key for
controlling functions in a plurality of functional
nodes, nanely TV, teletext (VT) and video cassette
recorder (VCR) control. The receiver is capable of
generating an on-screen display (OSD) when the conmand
key of the renpte control unit is pressed. There is a
di spl ay sequence at least in the TV node (Figure 3) and
the VCR node (Figure 5) and each sequence provides for
the control of all said functions of the sel ected
operating node. The sequence consisting of al pha-

nunmeri cal and graphic synbols is representative of the
function to be perforned and di splayed on a part of the
screen in such a way so as not to substantially disturb
the view ng of the i mage reproduced on the tel evision
screen (nanely at the periphery), even though being
clearly visible. The key of the renote control causes
an indicator to nove over the synbols and nmay activate
t he operating node corresponding to the synbol selected.
There are no nunerical keys and no vol une control keys:

all selections are nade on-screen.
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D2 describes a TV receiver where nost, but not all,
functions are controlled on-screen. If for exanple the
brightness is to be adjusted the "brightness" function
is called up on the screen and two buttons on the
renote control (ADJ+ and ADJ-) are used to set the
desired level (page 4, lines 65 to 73). Certain
functions, including the volunme, are controlled by keys
on the renote control and can be unconditionally
controll ed during the function control node.

D10 describes a TV receiver capable of displaying

tel etext (page 10, top) and controlling a video
recorder (page 5, second paragraph). Many functions are
controll ed on-screen but the nost inportant functions,
and above all the volune control, should be
controllable at all tinmes and are therefore attri buted
to dedicated keys on the renote control (page 10,
second par agr aph).

The Board chooses to start from Dl since this docunent
is regarded by the respondent as the closest prior art.
The difference between the invention and D1 is that the
remote control is equipped with nunerical keys and two
keys controlling the volune "when said synbols are not
di spl ayed". "Said synbols" refers to the "al pha-nuneric
and/ or graphic synbols representative of the function
to be perfornmed”, ie the OSD indications. It is not in
di spute that, since in D2 and D10 the volunme is al ways
controlled by keys, and there are also nunerical keys,

t he distinguishing features are known as such from

t hese docunents. The question is therefore if Dl can be
conbined with D2 or D10.
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The opposition division held (cf paragraph 49) of the
deci si on under appeal) that the invention was non-
obvi ous because there was no suggestion in Dl to use
anyt hing el se than the cursor for controlling the

vol ume and because a conbination with the teaching of
D2 was based on undue hindsight in view of the fact

t hat changing the volune via a nmenu was not at al
foreseen in D2.

The respondent has argued that the renote control in D1
was a "nonster” since no user would accept such an

i nconveni ent way of control. D1 and D2 were

i nconpati ble since they represented two conpletely
different control concepts, one aimng at a maxi ma
reduction of the nunmber of keys and the other at quick
control of inportant functions.

The Board finds that the invention is obvious for the
foll owi ng reasons. The skilled person was aware that
not all TV functions can be controlled by individual
buttons on a renote control (see D1, page 814, left-
hand col umm, first paragraph; D2, page 1, lines 35 to
47, D10, page 2, lines 18 to 26). The OSD concept was
devel oped to allow the nunber of keys to be reduced
(see D1, page 814, |eft-hand colum, |ast paragraph; D2,
page 1, lines 48 to 65; D10, page 3, |ast paragraph and
claiml1l). At the sane tine it was clear that OSD wi | |
be slower than the direct control offered by the keys
(cf. also D10, page 10, lines 9 to 25). There was thus
a trade-off: a renote control with few keys was
convenient to handle but offered relatively sl ow
control whereas a renpote control with many keys was
difficult to handle.
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In this known trade-off situation there are naturally
an al nost unlimted nunber of conbinations of functions
controlled by keys and functions controlled by OSD. It
was within the capabilities of the skilled person to
choose particul ar key/ OSD configurations which could be
assunmed to appeal to users. This seens to be
particularly the case for nunerical keys and separate
vol une keys (see D2, page 3, lines 39 to 47; D10,

page 10, lines 9 to 25).

It may be true that D1 seen in isolation suggests

not hing el se than a one-key renote control. The skilled
person, however, was able to place D1 in its techni cal
context and realised that it nerely represented an
extreme choice. He was still free to pick another
configuration which he considered would facilitate the
operation for typical users. This can in fact be
regarded as the technical problemin this case, as
argued by the appellant. Since innunerable renote
controls are equi pped with numerical keys and separate
vol une keys (eg D2, D10), the solution to the problem
was not in any way an original choice. Thus D1 and

D2/ D10 can indeed be conbined since their teachings are
not inconpatible - they nmerely represent different

choi ces between alternatives whose advant ages and

di sadvant ages are wel |l known.

The respondent has pointed out that D1 does not

di scl ose a proper TV receiver with a screen but rather
a conplex set-up involving a PC (Figure 7) and that it
is not disclosed that there is an OSD function in the
tel etext node. The Board however agrees with the
appel l ant that these differences are mnor. Even if D1
is an experinmental setup it is clearly intended as a TV
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receiver, and even if it is not described that there is
an OSD function in the teletext node this techni que was
used in the other nodes and woul d be used in the
teletext node as well if the nunber of functions to
control required this. It is noted that there is in D1
an OSD button "VT" for entering the tel etext node, just
as there is a "VCR' button for entering the VCR node
(cf Figure 3), and it appears to be a matter of sinple
analogy if OSD is used in the teletext nobde as it is in
t he VCR node (cf Figure 5).

It follows that in the Board's view the skilled person

starting out fromDl, would have taken the teaching of

D2 or D10 into consideration to arrive at the invention
as cl ai ned.

The appell ant has additionally argued that it would be
possible to start out fromD2 instead of Dl. Conpared
with the prior art known fromD2 the invention is

mai nl'y di stinguished by the presence of a plurality of
operating nodes and the OSD being in the form of
sequences of synbols for controlling functions, an

i ndi cator bei ng novabl e over the synbols to select a
function to be adjusted. Since multi-node receivers
were known (eg fromDl), as was this particular kind of
cursor-controlled OSD (also fromDl), no inventive step
can be seen in these differences. The respondent has
objected that the skilled person had no reason for
substituting the OSD known from Dl for the one used in
D2. But it is generally accepted that it is obvious
nerely to replace one techni que by another which is
functionally nore or |ess equival ent and known fromthe

sanme technical area. Moreover, the technique shown in
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D1 may well be the nore conveni ent one, as naintained
by the appellant.

Thus the invention does not involve an inventive step
(Article 56 EPC)

The respondent’'s first auxiliary request

10.

Caiml differs fromclaim1 of the main request mainly
in that the vol une keys have the purpose of controlling
the volune in the tel etext node even when the synbols
representative of the functions to be perforned are

di spl ayed.

Above it was found that the skilled person would have
conbi ned the teachings of DI and D2 (or D10) to arrive
at a TV receiver with a renote control capable of OSD
but, for the volunme control, equipped wth dedicated
keys. The reason for having keys was that the vol une
shoul d al ways be easily adjustable. Clearly this
applies to any node the TV receiver happens to be in
and whet her or not function synbols are displayed. Thus
t he reasoni ng above necessarily inplies that the vol une
keys control the volunme in particular in the teletext
node, and in particular if function synbols are

di spl ayed. Thus the subject-matter of claim1l does not
involve an inventive step (Article 56 EPC)

The respondent’'s second auxiliary request

11.

1976.D

The respondent’'s second auxiliary request adds to
claim1 of the main request the subject-matter of
dependent clainms 3, 8 and 9 as granted.
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The respondent introduced this request for the first
time at the oral proceedings before the Board. It is
not identical with any one of the six auxiliary
requests before the opposition division, the subject-
matter of clains 3, 8 or 9 not having been contained in
any of them In the respondent's view the request was
announced in good time, nanely with the letter dated 12
May 2003, filed in response to the Board's

conmuni cation setting a dead-line for filing anendnents
to the patent documents. Claiml was nerely a
clarification of this previously expressed intention to
defend the patent "on the basis of the auxiliary
requests which were already filed with the Opposition
Division and if required by Iimting the independent
claimwith features as disclosed in the patent
specification, in particular in the clains as granted".
An opponent should be prepared to deal with any new
conmbi nati on of dependent clains at the oral proceedings.
| f he was not, that was his problem

The appel |l ant requested that the claimnot be admtted
since a conpletely new and conpl ex situation had been
surprisingly created by the respondent's | ate request.

The Board finds that claim 1l has been presented nmuch
too late and that it would be inequitable to oblige the
appellant to consider it during the |ast few hours of

t he opposition appeal proceedings. In preparation for

t he oral proceedings the Board had witten a four-page
conmuni cation warning the respondent that, in the
Board's prelimnary view, "the decision under appeal
was not necessarily the right one". Anendnents to the
pat ent should be nmade two nonths before the oral
proceedi ngs. In reply, the respondent nmade no specific
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request but nerely announced that it mght file
amendnents, in particular in accordance with the
auxiliary requests before the opposition division. It
shoul d be clear that in such circunstances it would be
exceptional if the Board, at the oral proceedings, were
to admt a claimfor consideration which was in fact
not in accordance with the requests before the

opposi tion division. The respondent’'s vague i ndication
t hat anendnents woul d possibly be presented at the oral
proceedi ngs cannot be equated with, or replace, the
actual filing of specific clains. No reason for the

| at eness of the request has been offered. The
respondent’'s view that the appellant should be prepared
to deal with any conbi nati on of various dependent
clainms (the granted patent contains 20 clains) which

t he respondent cared to indicate at the oral
proceedi ngs goes agai nst the established case-I|aw
according to which the adm ssion of late filed requests
is a matter of discretion for the Board (see decisions
cited in "Case Law of the Boards of Appeal of the

Eur opean Patent O fice", 4th edition, European Patent
O fice 2002, page 324 ff and page 545 ff). In the
Board's view, two inportant principles governing the
exercise of this discretion are the fairness and the
efficiency of the proceedings, taking account of their
current state. Applying these principles, it nust be
expected that requests which have been consi derably
changed and for the first time submtted during an oral
hearing normally ending the proceedings will no | onger
be admtted (see T 633/97 - Optical nenbers/ HERAEUS,
not published in Q3 EPO).
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Nor does the fact that the appellant had argued agai nst
all clainms in the notice of opposition (filed in 1998)
give the respondent a right to make such amendnents in
the last mnute. Parties nust be aware that if they do
not present their case as early and conpletely as
possible, let alone if they do not keep the dead-I|ines
given by the Board for filing amendnments (or evidence),
they do so at their own risk, depending on the Board's
eval uation of the situation on a case-by-case basis. In
t he present proceedings the Board cones to the
conclusion that, for the reasons given above, the new

request was filed too late to be consi dered.

The respondent’'s second auxiliary request is therefore
rejected as inadm ssible.

The respondent’'s third auxiliary request

14. Claim1l of the respondent's third auxiliary request
corresponds to a conbination of clains 1, 3, 8, 9, 19
and 20 as granted. Also this claimconbination is new
and the appellant has requested that it not be admtted.

15. The Board decides to reject this request as
i nadm ssible for the reasons indicated in connection
wi th the previous request.

The respondent’'s fourth auxiliary request

16. The respondent requests the Board to remt five

questions to the Enlarged Board of Appeal (cf paragraph
| X above).

1976.D
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According to Article 112(1) EPC a board shall, in order
to ensure uniformapplication of the law, or if an

i mportant point of |aw arises, refer any question to
the Enl arged Board of Appeal if it considers that a
decision is required for these purposes. To be

adm ssi ble, the points of |aw nust have a causal
relationship with the | egal situation of the appeal
case (cf eg Mser, Europdi sches Patent tberei nkonmen,
20. Lieferung, Minich 1997, chapter on Article 112 EPC,
page 9, No. 18; G 6/95, point 6, EPO QJ 1996, 649).

Al'l five question concern the late filing of amendnents
to the patent (cf the respondent's auxiliary requests 2
and 3).

The first question is understood as an inquiry whether
Rul e 71a(2) EPC (rather than Rule 71(2) EPC, as stated
by the respondent) and Article 11(1) of the Rules of
Procedure of the Boards of Appeal (RPBA, QJ EPO 2000,
316) are conpatible with Article 114(2) EPC.

Rul e 71a(2) EPC states, in conjunction with the first
paragraph of the same rule, in particular that if a
patent proprietor has been notified of the grounds
prejudi cing the mai ntenance of the patent, he may be
invited to submt, by a date fixed by the EPQ
docunents which neet the requirenents of the
Convention. |If the docunents are presented after that
date they need not be considered, unless admtted on
the grounds that the subject of the proceedi ngs has
changed.
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Article 11(1) RPBA (in the version of the rules in
force when the Board sent its conmunication) states
that if oral proceedings are to take place, the Board
concerned shall endeavour to ensure that the parties
have provided all relevant information and docunents
before the hearing.

Article 114(2) EPC states that the EPO nay di sregard
facts or evidence which are not submtted in due tine
by the parties concerned.

The Board first notes that whereas Article 114(2) EPC
concerns facts or evidence, Rule 7l1a(2) EPC concerns
anmendnents to the patent docunments. If the viewis
taken that Article 114(2) EPC does not at all relate to
anmendnents (cf T 755/96, point 3.3, QJ EPO 2000, 174), a
vi ew whi ch the respondent appeared to share in the oral
proceedi ngs, the two stipulations deal with different

i ssues and cannot conceivably be contradictory. The
same applies to the relationship between Article 114(2)
EPC and Article 11(1) RPBA when applied to the patent
proprietor. But even if Article 114(2) EPC were

rel evant by inplication also for the issue of
amendnments the rules nmentioned do not contradict it:
they give discretionary power to reject late filed
requests, sonething which Article 114(2) EPC spells out
explicitly. The answer to question 1) thus appears
straightforward so that a referral to the Enlarged
Board of Appeal is not necessary.

The second to fifth questions relate in part to first
i nstance proceedi ngs and ex parte proceedi ngs. Such
aspects have no causal relationship with the |egal
situation of the present appeal case and can thus not
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be considered. In respect of opposition appeal
proceedi ngs the issue is basically whether a request by
t he patent proprietor for anendnent of the patent nade
during oral proceedings before a board of appeal can
(at all) be rejected as having been presented too |ate.
This question could in principle be relevant for the
present case since two of the respondent's requests for
amendnment were not admitted. It is however established
jurisprudence that the decision to admt or not to
admt amendnents is a matter of discretion for a board
to be exercised on a case-by-case basis inter alia

appl ying those principles referred to above. There has
t hus never been any real doubt that a board may in
principle refuse late filed anmendnments. The second to
fifth questions therefore also need not be referred
since the lawis uniformy applied on the point of |aw
to which these questions are limted.

For these reasons the respondent’'s request for referral
of questions to the Enlarged Board of Appeal is refused.

The respondent’'s fifth auxiliary request

21.

1976.D

The respondent furthernore requests that the
proceedi ngs be continued in witing, inplicitly w thout
closing the debate in order to allow a di scussion of
the respondent’'s second and third auxiliary requests.
The Board sees however no reason for continuing the
debate since these requests were not admtted, inter
alia for reasons of procedural econony, and otherw se
no i ssue seens to need clarification. The request is

t heref ore refused.
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The respondent’'s sixth auxiliary request

22. The respondent requests further oral proceedi ngs before
the Board to be held since, as a consequence of the
filing of new clains according to the respondent's
second and third auxiliary requests, the subject of the
proceedi ngs has changed (cf Article 116(1) EPC). The
Board notes however that the amendnents requested were
not admtted and therefore the subject of the
proceedi ngs remains the sanme. Thus this request is also
refused.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

1976.D



