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Summary of Facts and Subm ssi ons

0524.D

An appeal was | odged by the patentee (appellant)

agai nst the decision of the opposition division by

whi ch European patent No. 0 531 315 was revoked because
the granted clainms were considered to contravene the
requi renents of Article 100(c) EPC. The Opposition
Division did not find a basis in the application as
originally filed for granted clains 1 and 16

(Article 123(2) EPC).

Claim1 as originally filed read as foll ows:

"1. A cellulose- or hemcellul ose-degradi ng enzyne
which is derivable froma fungus other than Trichoderm

or Phanerochaete, and which conprises a carbohydrate

bi ndi ng dormai n honol ogous to a term nal A region of
Trichodernma reseei cellul ases, which carbohydrate

bi ndi ng domai n conprises the follow ng am no acid
sequence

1 10
Xaa Xaa G n Cys Gy Gy Xaa Xaa Xaa Xaa Gy Xaa Xaa Xaa

20

Cys Xaa Xaa Xaa Xaa Xaa Cys Xaa Xaa Xaa Asn Xaa Xaa Tyr

30
Xaa G n Cys Xaa Xaa
or a subsequence thereof capable of effecting binding
of the enzyne to an insoluble cellulosic or
hem cel | ul osic substrate.” (a hyphen is intended to
indicate a "gap"” in the am no acid sequence conpared to
other, simlar enzynes),



0524.D

- 2 - T 0345/ 01

whereas claim3 as originally filed read:

"3. An enzyne according to claim1l, wherein the
variations in the amno acid sequence shown in claiml
are selected as follows

in position 1, the amno acid is Trp or Tyr;
in position 2, the amno acidis Ay or Al a;
in position 7, the amno acid is Gn, Ile or Asn;
in position 8 the amno acid is Gy or Asn;
in position 9, the amno acid is Trp, Phe or Tyr;

position 10, the amino acid is Ser, Asn, Thr or dn;
position 12, the amno acid is Pro, Ala or Cys;
position 13, the amno acid is Thr, Arg or Lys;
position 14, the amno acid is Thr, Cys or Asn;
position 18, the amno acid is Ay or Pro;

> O 5 5 S S O O O O

position 19, the amno acid (if present) is Ser,
Thr, Phe, Leu or Al a;

in position 20, the amno acid is Thr or Lys;

in position 24, the amno acid is Gn or Ile;

in position 26, the amno acid is An, Asp or Al a;

in position 27, the amino acid is Trp, Phe or Tyr;

in position 29, the amno acid is Ser, Hs or Al a;
and/or in position 32, the amno acid is Leu, Ile, dn,
Val or Thr."

Claim4 as originally filed was dependent on claim3
and di scl osed 10 specific sequences with the am no
acids defined in all positions. Independent claim18 as
originally filed concerned a carbohydrate or cellul ose
bi ndi ng dormain (CBD) honol ogous to a term nal A region

of Trichoderma reseei cellul ases, which CBD conprised
an am no acid sequence defined as in claim1l above.
Claim19 as originally filed was dependent on claim 18
defining the amino acids and the positions as in
claim 3, whereas, however, in position 29, the am no
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acid was Ser, Hs or Tyr. Caim20 as originally filed
was dependent on claim 19 and disclosed 10 specific
sequences wth the am no acids defined in all positions
and being these 10 sequences identical to the ones

di scl osed in claimA4.

Claim1l as granted for all the designated contracting
states except ES was a conbination of clains 1 and 3 as
originally filed but defining the amno acids in the
addi ti onal positions:

in position 22, the amno acid is Thr, Arg, Gu or Lys;
in position 23, the amino acid is Lys, Gdn or Ala, or
in positions 22 and 23, the amno acids are Thr Lys,
Arg An, Val Lys, Lys Lys, Arg Ala or G u Lys;

and in positions 27 and 29 the am no acids were defined
as:

in position 27, the amno acid is Trp or Phe;
in position 29, the amino acid is Ser, H's, Tyr or Ala

thus, differing fromthe ones of originally filed
claim3 in position 27 by the deletion of Tyr and in
position 29 by the addition of Tyr.

| ndependent claim 16 as granted concerned a CBD

honol ogous to a termnal A region of T. reseei

cel l ul ases, which CBD conprised an am no aci d sequence
defined as above in claim1 as granted.

Clains 1 to 10 for ES were in the formof nethod
cl ai nms.
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The argunents of the appellant can be summarized as
fol | ows:

The introduction of preferred residues in positions 22
and 23 in clains 1 and 16 as granted fulfilled the
conditions of Article 123(2) EPC. The application as
originally filed was concerned with (hem -)cell ul ases
havi ng a consensus sequence for a CBD. This consensus
CBD sequence was defined by a broad generic formula
(page 3 and claim1l1, as originally filed) which was
narrowed to 10 specific CBD sequences (page 5 and
claim4, as originally filed) through an internediate
generic formula (page 4 and claim3, as originally
filed) consistent with these specific CBD sequences.
The specific CBD sequences of the exanples, which were
part of the original disclosure as a whole, were
expected to represent preferred enbodi nents of the
invention. Amended clains 1 and 16 as granted were al so
i ntermedi ate generic clainms which, follow ng the
teaching of the application and in context with its
general disclosure (page 3 lines 25 to 31 of the
application as filed), had been nerely narrowed to
bring the consensus CBD sequence cl oser to these
preferred exanpl es. These anended generic clains

mai nt ai ned the same individual am no acids as set out
in the preferred exanples. These am no acids had been
al ready individualized in each and every position of
the preferred specific CBD sequences. The introduced
residues were all taken fromthe exanples and only from
t he exanpl es. There was no undi scl osed internedi ate
generalisation (such as the introduction of general
aromatic residues as preferred residues), no selection
of an undi scl osed subgroup (all preferred residues were
al ready present as individual residues in the original
exanpl es) or extension of the original disclosure (only
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resi dues which were already present in the exanples).
Thus, the amended clains represented a nere synthesis
of the individual preferred exanples in accordance with
t he general context of the original disclosure and they
fulfilled all the criteria normally used for assessing
the allowability of an amendnment under Article 123(2)
EPC, ie they were clearly and unanbi guously derivabl e
fromthe application as originally filed, they could
have been expected beyond any reasonabl e doubt and the
skill ed person would not have been surprised by their
presence.

The appellant further relied on decisions T 615/95 (of
16 Decenber 1997) and T 684/96 (of 24 Septenber 1999).
Bot h deci sions were concerned with generic chem cal
formul ae which were anended to reduce the nunber of
possibilities in stated positions but, because the
anmended formul ae were still very broad, no new concept
was considered to be brought to the mnd of the reader.

No subject matter was added by the deletion of Tyr in
position 27 and the anmendnent in position 29 was a
synthesis of two original disclosures found in clains 3
and 19 as well as in the passage bridging pages 4 and 5
of the original description.

The respondent (opponent) essentially argued that:

The alteration of the internedi ate generic CBD sequence
entirely changed its inparted technical neaning,
altering the nature of the CBDs covered thereby and

gi ving new i nformati on about preferred enbodi nents,
particularly in positions 22, 23, 27 and 29. The

exi stence of particular amno acid residues in certain
positions of specific CBD sequences could not provide a
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basis for claimng these residues in different

contexts, such as the ones present in the broad range
of CBD sequences enconpassed by the internediate
generic CBD sequence. The internmedi ate generic CBD
sequence was not a mere synthesis of preferred exanples
and it could not be redefined by arbitrary conbi nations
wi th nmenbers and parts thereof. An anmendnent of a
generic CBD sequence without a basis in the application
as filed created new subject matter even if it was
narrower and (the selection of) the preferred residues
was obvious fromthe disclosure as filed. There was no
proper basis in the application as filed for paired
conbi nations of amno acids |let alone for the specific
ones introduced in the clains as granted. The deci sions
referred to by the appellant related to a different set
of facts, which was not anal ogous to the present case
(T 615/95, supra) or else the requirenment for a proper
basi s had been exercised in addition to other
assessnments (T 684/96, supra).

Claim3 as originally filed was concerned with enzynes,
whereas claim19 as originally filed was directed to
CBDs. They referred to different subject matter and
they were defined differently too. The preferred
residues in position 29 of clainms 1 and 16 as granted,
being a synthesis of both fornulae, represented thus
added subject-matter

The board issued a conmuni cati on pursuant to

Article 11(2) of the Rules of Procedure of the Boards
of Appeal indicating the established case | aw of the
Boards of Appeal for amendnents and its inplications
for the amendnents introduced in the different
positions.
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In reply to the board' s conmuni cation, the appell ant
filed two auxiliary requests on 10 January 2003.
Auxiliary request 1 (ARl) differing fromthe clains as
granted by the deletion in clains 1 and 16 of the

pai red conbinations in positions 22 and 23 and
auxiliary request 2 (AR2) by the deletion of clains 1
and 16 as grant ed.

Oral proceedings were held on 14 February 2003. The
parties essentially relied in their pleadings on the
same argunents presented in witing (cf Sections IV

and V above). No new requests were filed except for the
set of clains for ES of the second auxiliary request.

The appel | ant (patentee) requested that the decision
under appeal be set aside and that the patent be

mai ntai ned as granted or, auxiliary, on the basis of
auxiliary request 1 or 2 filed on 10 January 2003, and
for the Contracting State ES on 14 February 2003 at the
oral proceedings.

The respondent (opponent) requested that the appeal be
di sm ssed.

Reasons for the Decision

Mai n request
Article 123(2) EPC

0524.D

Article 123(2) EPC requires that a European patent
application or a European patent may not be anended in
such a way that it contains subject-matter which

ext ends beyond the content of the application as fil ed.
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I n accordance with the established case | aw of the
Boards of Appeal, the content of an application
conprises the whole disclosure that is directly and
unamnbi guousl y derivable fromthis application including
information which is inplicitly apparent to a person
skilled in the art reading the application. The gist of
Article 123(2) EPCis that the public nust not be taken
by surprise by clainms which could not directly and
unanbi guously have been expected on the basis of the
original disclosure in the application as filed (cf
inter alia T 514/88 QJ EPO 1992, 570, points 2.2

and 2.7, and T 1118/98 of 23 January 2002, points 2

and 8).

Claims 1 and 16 as granted present five differences in
conparison to clains 3 and 19 of the application as
originally filed, nanely (i) introduction of preferred
residues in position 22, (ii) introduction of preferred
residues in position 23, (iii) introduction of
preferred paired conbination of residues in

positions 22 and 23, (iv) in position 27 deletion of
one residue, and (v) in position 29 introduction of one
additional preferred residue (cf Section Il supra).

No explicit basis in the application as originally
filed has been indicated for the preferred residues in
positions 22 and 23 and/or for the paired conbination
of residues in these two positions (points 2.(i)

to 2.(iii) above). Thus, the question arises whether
this subject-matter is (directly and unanbi guously)
apparent in an inplicit manner to a person skilled in
the art reading the original application as a whole.

The application as originally filed, in particular
claiml1, conprises a definition of a cellul ose or
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hem cel | ul ose-degradi ng enzyne characterized by a

car bohydrate or cellul ose-bindi ng domain (CBD) which
conprises a generic amno acid sequence of 33 residues,
and wherein the residues are defined in 11 positions
and undefined (Xaa) in the other 22 positions. The
application further refers to these CBDs contai ning
enzynes as being derivable fromstrains of Hum col a,
Fusarium or Myceliopthora and it explicitly states that

sonme of the variations in their amno acid sequence
appear to be "conservative", i.e. certain am no acids
are preferred in these positions anong the various CBD
cont ai ni ng enzynes. Preferred residues are defined in
the 17 positions of claim3 as originally filed (page 4
line 19 to page 5 line 9). The remamining 5 positions
(16, 17, 22, 23 and 33) are conpletely undefined (Xaa)
and thus, they are not expected to have any "preferred"
or "conservative" residues, ie any possible residue out
of the 20 normal residues could be expected to be found
at each and every one of these 5 positions. There is no
(inplicit) reason to expect fromthis disclosure that
any of the residues shown to be in these 5 positions by
the 10 specific CBD sequences of the exanples (page 5
to 6 and claim4 as originally filed) could represent a
"preferred" or "conservative" residue. These residues
have to be seen as "unique" to these specific CBD
sequences. Mreover, there is no (inplicit) reason to
single out any particular position from anong al

these 5 positions, ie there is no reason to expect that
one or sonme of themcould be actually different from
the others and have specific properties (such as the
presence of "conservative" residues) different fromthe
ot her positions.

The board understands that for an am no acid sequence
each position is "unique" in the sense that it defines
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or specifies a "unique" position within the three-

di mensi onal conformati on of the correspondi ng protein
or pol ypeptide. The presence of "preferred" or
"conservative" residues in a specific position conveys
to the skilled person the additional information that
the (mai ntenance of the preferred) residue present in
this position is inportant for achieving an appropriate
folding, a suitable three-di nensional conformation
and/ or a functional activity of the protein or

pol ypeptide. On the other hand, positions which do not
present "preferred" or "conservative" residues wll
probably not be involved in any of these rel evant
properties.

It has been argued that, as the exanples are al ways
preferred enbodi nents, an inplicit teaching of the
application as originally filed is the narrowi ng of the
generic CBD sequences of claims 1 or 3 by nerely taking
as preferred residues in each and every position of

t hese generic CBD sequences considered in isolation the
resi dues already present in the correspondi ng positions
of the 10 specific CBD sequences of claim4 as fil ed.
The board, however, cannot follow this Iine of argunent
for the foll ow ng reasons:

(1) This alleged inplicit teaching would apply to
all 33 positions of the CBD sequence, including
all 5 undefined positions (16, 17, 22, 23
and 33), which according to the description do
not have, however, any "preferred" or
"conservative" residue (wth the inplied | ack of
a structural and/or functional relevance, see
poi nt 3 above). Thus, taken at its face val ue
this teaching already runs counter to the
di scl osure of the original description. Moreover,
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such an inplicit teaching in its generality
cannot single out the specific positions 22

and 23 fromthe other three positions (16, 17 and
33). This individualisation would nake these two
positions different fromthe other three (ie
having different properties), identifying a
subgroup of CBD sequences which by its
particularity goes far beyond this general
inmplicit teaching.

Mor eover, whereas all residues of claim3 as
originally filed are residues which are found in
the 10 specific CBD sequences of claim4 as
filed, there are, however, two positions with
resi dues which are not present in any of these 10
specific CBD sequences, nanely Tyr at position 1
and Lys at position 13. The selection of these
two residues has not been carried out follow ng
this alleged inplicit teaching (ie by taking the
residues shown in claim4 as filed). Even if, as
argued by the appellant, these two residues are
normal "conservative" substitutions of the

resi dues present in the specific CBD sequences
(Trp in position 1 and Arg in position 13) (and
thus, within the normal expectations and/or
abilities of the skilled person), the board fails
to see any basis in the application as filed
either for a generalisation of these
"conservative" substitutions to all residues of
the exenplified specific CBD sequences or el se
for an individualisation to specific residues

ot her than the ones originally disclosed. The
presence of these two residues shows that the
selection of preferred residues is open to
several possible alternatives and thus, the
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alleged inplicit teaching is neither direct nor
unamnbi guous in the sense that it is not unique.

I f for the sake of argument, positions 22 and 23
were expected to have any "preferred” residue
(whi ch according to point 3 above is not the
case), there is no inplicit reason to expect that
t hese residues would be only and exclusively the
ones shown in claim4 as originally filed.

In this respect too, whereas position 23 in
claim1l as granted conprises all the residues
present in the corresponding position of the 10
speci fic CBD sequences of claim4 as originally
filed (Lys, dn or Ala), position 22 in claim1l
as granted presents only four residues (Thr, Arg,
G u or Lys) out of five possible different
residues (Thr, Arg, Gu, Lys and Val) present in
t hese 10 specific CBD sequences. There is,
however, no inplicit teaching in the application
as filed that could have all owed the skilled
person to select in position 23 the four specific
residues of claiml as granted fromall possible
five residues present in this position in the
sequences of claim4 as originally filed.

In conclusion, the skilled person could not
expect (he would be surprised by) (i) that
positions 22 and 23 were different from
positions 16, 17 and 33 by having "preferred" or
"conservative" residues and (ii) that these
"preferred"” or "conservative" residues were only
t he ones exenplified in the specific CBD
sequences but (iii) not all of the residues
present in these specific CBD sequences.
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(tv) Furthernore, this alleged inplicit teaching
cannot be a basis for conbining fragnments (even
if they are as short as paired conbinati ons of
resi dues) of the ami no acid sequences derived
fromthe specific exanples given in claim4 as
originally filed let alone for selecting the
specific paired conbi nati ons of residues 22
and 23. There is a reference in the application
as originally filed to the opportunity to
"shuffle" the various regions of different
cel l ul ose- or hem cel | ul ose-degradi ng enzynes
(paragraph bridging pages 8 to 9). However, these
regions are clearly and unanbi guously identified
as being the CBD, R region and the catalytically
active domain but not any fragment thereof.

In view of the foregoing itens (i) to (iv), the board
concl udes that the description as originally filed does
not provide any (direct and unamnbi guous) inplicit
teaching that could be seen as a valid basis for the
subject matter of clainms 1 and 16 as granted.

The appellant has also referred to decisions T 615/95
(supra) and T 684/96 (supra). According to the fornmer
decision, if there are three independent |ists of

si zeabl e I ength specifying distinct neanings for three
residues in a generic chemcal formula in a claim then
the deletion in each |ist of one originally disclosed
meaning is allowabl e under Article 123(2) EPCif it
does not result in singling out any hitherto not
specifically nentioned individual conpound or group of
conpounds, but maintains the remai ning subject-matter
as a generic group of conpounds differing fromthe
original group only by its smaller size.
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The appel |l ant has argued that the generic chem cal
formula of claim3 as originally filed (inplicitly)
conprised positions 22 and 23 with an (inplicit) |ist
of all 20 normal possible am no acids in each position
(l'ist of sizeable | ength specifying distinct neanings).
The deletion of 16 residues in position 22 and of 17
residues in position 23 does not result in singling out
any specific group which was not already specifically
mentioned in the application as originally filed as far
as the remaining residues were already and explicitly
mentioned in the specific exanples of the application
as filed.

However, as stated in points 3 and 4. (i) above, the
general information conveyed to the skilled person by

t he presence of all 20 normal amno acids in a specific
position of an am no acid sequence is different from

t he one conveyed by the presence of a limted nunber of
"preferred” or "conservative" residues in this
position. In the latter case, the skilled person is
made aware of the possible relevance of this specific
position in the conformation, structure and/or
functional activity of the correspondi ng protein. Thus,
the information conveyed to the skilled person by the
del etion of sone of these inplicit residues and the
explicit presence of "preferred" or "conservative"
residues in positions 22 and 23 of clainms 1 and 16 as
granted is very nuch different fromthe one conveyed by
the application as originally filed.

Therefore, the factual situation underlying these two
decisions referred by the appellant is different from
the one of the present case. Contrary to these two

decisions, in the present case there is no del etion of
subject matter already disclosed in the application as
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originally filed but an addition of subject matter

whi ch was neither explicitly nor inplicitly disclosed
in the application as filed. The presence of this

addi tional subject matter results in singling out a
group of positions (and of conpounds) not specifically
mentioned in the application as originally filed.

Sonmeone in possession of one or nore inventions
enbodied in a nunber of closely related am no acid
sequences each of which has been found to serve the
same function, can when originally filing a patent
application relatively freely generalize his invention
and prepare a set of clains of decreasing generality
ending with clains directed to the actual am no acid
sequences he has found. Not even clainms woul d be
necessary where at | east passages of description
descri be the invention at various |evels of
general i sation. The generalisation may be based on
further experinmental work, theoretical considerations
or intuition. Each generalisation will anmount to a
different invention with a different technical content.
The applicant will thus have prepared for hinself fal
back positions.

During prosecution of the application, or later in
opposi tion proceedi ngs, the applicant/patentee can
restrict hinself to these fall back positions w thout
fear of violating the requirenents of Article 123(2)
EPC. If however the applicant wi shes to restrict
hinself to clains based on a different generalisation
not present in the fall back positions originally
prepared, alnost inevitably these clains will fail to
nmeet the requirenents of Article 123(2) EPC. To neet
the requirements of Article 123(2) EPC it is not enough
that the anended cl ai msought is narrower than the
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broadest claimoriginally filed, and is consistent with
t he exanples. The anended claimitself and all its
requi rements nust be clearly and unanbi guously
derivable fromthe original application so that it is
beyond question that it relates to an invention

di sclosed in the application as originally filed (cf
also T 288/92 of 18 Novenber 1993).

Thus, clains 1 and 16 as granted conprise subject
mat t er whi ch extends beyond the application as
originally filed and the main request, which conprises
t hese clains, does not fulfil the requirenents of
Article 123(2) EPC

First auxiliary request
Article 123(2) EPC

This request differs fromthe main request in that the
pai red conbi nati ons of residues at positions 22 and 23
have been del eted. The objection raised in point 4.(iv)
above for these specific paired conbinati ons has been
overcome by this request. However, the objections
raised in point 3 and points 4.(i) to 4.(iii) stil
remain and they fully apply to this request too.

Thus, this request does not fulfil the requirenments of
Article 123(2) EPC

Second auxiliary request
Article 123(2) EPC

0524.D

Claims 1 and 2 as granted as well as claim 16 as
granted have been deleted fromthis request. Clains 1
to 13 of this request correspond to granted clains 3

to 15 and clainms 14 to 15 of this request correspond to
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granted clains 17 to 18.

No objections have been raised by the respondent to the
subject matter of this claimrequest in the two
versions for all designated contracting states except
ES and for ES. The board is also satisfied that the
application as originally filed provides an explicit
basis for this request.

Thus, the request is considered to fulfil the
requirenments of Article 123(2) EPC.

The decision to revoke the contested patent was solely
based on Article 123(2) EPC. As the Opposition D vision
did not decide on the other grounds of opposition, the
case has to be remtted to the Qpposition Division for
further prosecution on the basis of these clains
pursuant to Article 111 EPC.

For these reasons it is decided that:

0524.D

The deci sion under appeal is set aside.

The matter is remtted to the first instance for
further prosecution on the basis of the clainms 1 to 15
of auxiliary request 2 submtted on 10 January 2003 for
the Contracting States AT, BE, CH, DE, DK, FR GB &R

I T, LI, LU NL, SE, and clains 1 to 8 submtted at the
oral proceedings on 14 February 2003 for the
Contracting States ES.



- 18 - T 0345/ 01

The Regi strar: The Chai r man:

A. Wl i nski L. Galligani
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