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Summary of Facts and Subm ssi ons

0005.D

Eur opean patent application No. 96 110 204.3
(publication No. 0 817 085) was refused in a decision
by the Exam ning D vision.

The deci sion was based on clains 1 to 9 filed on
22 October 1998, of which clains 1 and 7 were
i ndependent .

Claim1l reads as follows (the text added to the claim
inrelation to the original claiml1l has been witten in
bold and the text deleted in relation to original
claiml1l has been put within square brackets):

"An el ectronic system (10') conprising:

a direct access controller (40) for generating N x
M addresses in response to a single instruction;

a peripheral (30') having N data stores (77) [of
[ ength LJ];

an address decoder (70) for receiving the Nx M
addresses and generating therefromaccess comands
(76) for cyclically accessing the N data stores
(77) Mtines."

Claim7 reads as follows (the text added to claim?7 in
relation to corresponding original claim(claim8) has
been witten in bold and the text deleted in relation
to that original claimhas been put within square
brackets):
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"A nmethod (100, 120) for cyclically accessing N nenory
| ocations (770, 770') Mtimes in a system (10') in
response to a single instruction, using a (sic)

[single] N x M addresses [address space] conpri sing:

generating a single set of [contiguous] N x M
addr esses;

sending the N x M addresses to a peripheral having
the N nenory | ocations; and

decoding the N x M addresses so as to cyclically
access the N nenory | ocations Mtines."

The reason for refusal was that the independent clains
did not neet the requirenents of Article 84 EPC. The
Exam ning Division found that the description only

of fered support for addressing by fixed addressing
increments. It was pointed out that original claim3$8
(corresponding to present claim?7) contained a nethod
step which required that a single set of contiguous N x
M addresses was generated. Contiguous in this sense
meant that each subsequent address equalled the

previ ous address plus a fixed increnment (published
application, colum 7, lines 9 and 10). This feature
was however not contained in the clainms before the

Exam ning Division. According to the opinion of

Exam ning Division, the requirenent of support by the
description was not fulfilled since the description did
not disclose the functionality clained, i.e. variable
address increnents in conbination with the issuance of
a single instruction by the processor.
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| V. A notice of appeal was filed against the decision on
6 Decenber 1999 and the appeal fee was paid on the sane
day. A statenent of grounds of appeal was submitted on
12 February 2000.

In the statenment of grounds of appeal the Appell ant
argued that the refused i ndependent clains were clear
and nmet the requirenents of Article 84 EPC also in the
sense that they were supported by the teaching of the
original docunents. In particular, the Appellant
supported his argunmentation by referring to decision

T 630/93, in which it was pointed out that the main
purpose of a claimwas to set out the scope of the
invention and that the function of the essential
features was to define the borders of an invention
rather than to define the invention in detail within

t he borders. They could often be of a very general
character; in extreme cases they could only indicate
principles or a new idea. The degree of generalisation
was however al ways dependent on the prior art.

V. The Appel |l ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the clains attached to the decision under appeal.
The Appel lant al so nade an auxiliary request for oral
pr oceedi ngs.

A/ I n a comuni cati on annexed to the summons to oral
proceedi ngs (to be held on 2 Decenber 2003), the Board
noted that the subject-matter of the refused
i ndependent clains 1 and 7 had been generalised with
respect to that of the original independent clains
mainly by deleting the features "of length L" and
"contiguous" in the corresponding original clainms 1 and

0005.D
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8, respectively. The adm ssibility of these changes was
to be discussed at the oral proceedings.

In a fax received on 1 Decenber 2003, the Appell ant
stated that "Mdtorola will not be attending oral
proceedi ngs concerni ng appeal proceedings T 0313/01-351
to be held on the 2nd Decenber 2003".

Oral proceedi ngs took place on 2 Decenber 2003 w t hout
the participation of the Appellant. The Board gave its
decision at the end of the oral proceedings.

Reasons for the Decision

1

0005.D

The appeal is adm ssible, since it neets the
requirenments set out in Rule 65(1)EPC

The reason for refusing the application was, according
to the appeal ed decision, that the independent clains
did not neet the requirenents of Article 84 EPC. Thus
the Board has to investigate whether the refused

i ndependent clains 1 and 7 are supported by the
description and thus neet the requirenents of

Article 84 EPC. However, since the non-conpliance with
Article 84 EPC all eged by Exam ning Division arose due
to amendnents to the original clains, it appears to be
necessary to primarily consider whether the
requirenents of Article 123(2) EPC are net.

Article 123(2) EPC, daim1l

Refused claim1 (see point Il above) differs from
original claim1 by the addition of the feature "in
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response to a single instruction" and the del eti on of
the feature "of length". In this respect it is noted
that the Exam ning Division stated in a comunication
(dated 8 Decenber 1997) that "The repetitive or cyclic
execution of a read/wite operation by a DVA controller
shoul d be based on a single instruction" was a feature
whi ch was essential to the performance of the
invention. The Board agrees with this statenment by the
Exam ning Division and al so agrees that the added
feature is disclosed in the original description (see,
for exanple, the published application, colum 1,

line 57 to colum 2, line 4).

Having regard to the deletion of the feature "of |ength
L", the Board does not share the doubts of the

Exam ning Division as to whether a claimw thout this
feature extends beyond the content of the application
as filed. It is true that in colum 5, lines 35 to 36
it is stated: "For exanple, suppose that there are 16
registers of 32 bits length that are to be interrogated
1024 tinmes". In the Boards's view this statenent is
however only a proposal as to the capacity of the
registers. It is only nmade clear that in this specific
enbodi nent the 16 registers could have the sanme | ength
of 32 bits. Indeed, in colum 4, lines 11 to 13, it is
stated that "Registers 770 in bank 77 (e.g. registers
RO-R15 in FIG 3) can be of any desired | ength". Thus
the deletion of the feature "of length L" is allowable.
Moreover this feature can hardly be considered to be
l[imting, since it only seens to inply that each data
store has a certain | ength.

The amendnents to claim 1l consequently neet the
requirenments of Article 123(2) EPC.
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Article 123(2) EPC, daim7

Claim7 differs fromthe corresponding original claim
firstly in that the feature "in response to a single
instruction”, in correspondence with refused claiml
has been introduced into the claim As has been shown
above (point 2.1) with regard to claiml1, this
amendnment was al so introduced into claim7 after the
Exam ning Division had expressed its opinion that the
feature was essential for the invention. The Board
agrees with the Examning Division that this feature is
an essential feature and considers this anendnent to be
al l owabl e, |ike the correspondi ng amendnent in claiml
(see point 2.1 above).

The second anmendnment to refused claim7 concerns the
change of the expression "a single NxM address space"
to "a (sic) NxM addresses”. This anendnent (apart from
a clerical mstake resulting fromthe non-del eti on of
the indefinite article) clarifies the | anguage and is
supported by the original description, in particular by
t he two enbodi nents di scl osed.

The third amendnent to refused claim 7 concerns the

del etion of the word "contiguous” in the phrase
"generating a single set of contiguous NxM addresses".
The Exam ning Division in the appeal ed deci sion
expresses the opinion that the deletion of "contiguous”

is not allowable, since it was an essential feature.

The principle aimof the invention, as described in the
introductory part of the original application (see the
publ i shed application, colum 1, last line to colum 2,
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line 4), appears to be to provide a neans and net hod by
which "a system can cause a DVA controller to
repetitively or cyclically execute a read/wite (or

ot her fetch/store operation) based on a single
instruction covering the whole repetitive sequence”.
Thus the main idea of the invention appears to be to
use only a single instruction to the DVA controller. In
this sentence there is no detailed teaching of howto
perform such an instruction or how to address the

peri pheral. However, in colum 7, lines 7 to 12, it is
stated that:

"It is desirable for achieving sinplicity of address
generator 40 and decoder 70, that the addresses be
contiguous (each subsequent address equals the previous
address plus a fixed increnent), as for exanple, in the
manner illustrated in FIGS. 3-4, but this is not

essential ".

Thus this passage explains that a sinple way of
addressing is to use contiguous addresses in the sense
that a new address is fornmed by adding a fixed
increnent to the previous address. However this passage
ends with the statenment that this way of addressing (in
Figures 3 and 4) is not essential for the invention.
The Exam ning Division considered that the statenent at
the end of the passage did not support "the case of

vari abl e address increnents in conbination with

i ssuance of a single instruction by the processor, as
claimed"”, since there are no enbodi ments disclosed in
the application indicating any ot her way of addressing
ot her than that shown in the cited Figures.
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The Board however is not convinced by this argunent.

Al t hough ot her ways of addressing are not described, it
appears that a skilled person in the present technical
field, who nust also be skilled in mathematics, would
not hesitate in particular situations to use different
addressing, including, for exanple, increnents varying
in accordance with sone algorithmor being even chosen
at random Therefore, in the Board's view the teaching
of the description that fixed increnents are not
essential has a direct and unanbi guous neaning for a
skill ed person. Indeed the |ast paragraph of the
description of the present application reiterates that
the skilled man woul d understand that "there are many
equi val ent ways of generating the desired register

sel ect out puts based upon the address inputs, and that
the present invention is not intended to be limted to
the particular nmeans and nethod illustrated in FIG 2-
6". According to the invention, it is inportant that
the nethod (and systen) allows the N nenory | ocations
in a peripheral to be cyclically accessed Mtinmes using
a single instruction. The way in which addressing
occurs in detail does not appear to be inportant for
the formulation of the claim At |east, not as |long as
there is no prior art requiring such restrictions of
the claim (see point Il above - T 630/93, not published
in QJ, EPO. In this respect, the subject-matter of
claim?7 appears to be properly distinguished from and
identified in relation to the prior art given in the
introductory part of the description.

The Board therefore concludes that also claim7 neets
the requirements of Article 123(2) EPC.
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Moreover, the Board notes in passing that claim1 of
the original application did not contain the

requi renent that the DVA controller generate NxM
contiguous addresses (cf. point I1). This appears to be
a clear indication to the skilled man that, according
to the invention, it is not always necessary to use
conti guous addressing. The claimed contiguous
addressing in original claim8 (corresponding to
refused claim7) appears to represent a convenient step
t hat coul d, but need not, be used in the nethod
described in the application.

Article 84 EPC, Support, Clainms 1 and 7

The second sentence of Article 84 EPC requires that the
clainms be clear and conci se and be supported by the
description. The valid description in substance
corresponds wholly to the original description.

Under point 2.1 above the Board has cone to the
conclusion that claiml with the two anendnents neets
the requirements of Article 123(2) EPC. The Exam ni ng
Di vi sion, however, in its decision concluded that the
feature concerning contiguous addresses was an
essential one which was mssing fromclaim21. The Board
in considering the question of added matter,

Article 123(2) EPC, in respect of the nmethod claim?7
(see point 2.2) has however found that the feature
concerni ng conti guous addresses cannot be considered to
be an essential feature. Since the nethod and the
system descri bed and clained in the present application
correspond to each other, it is apparent that the
feature of contiguous addresses can al so not be an

essential feature mssing fromthe system cl aim
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(claim1l). The Board is therefore of the opinion that
claim1l1l is also supported by the description, as
required by Article 84 EPC.

It is therefore apparent that also claim7 is supported
by the description.

Rem ttal for further prosecution

Since the Exam ning Division refused the application
under Article 84 EPC and did not exam ne the
application with regard to any ot her requirenents of
the EPC, it is necessary to remt the case to the first
instance for further prosecution. The Board notes in
this respect that the |anguage of the clainms nmay need
sonme clarification, in particular, wth respect to
consi stency of term nol ogy (see summons to oral
proceedi ngs before the Board).



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

T 0313/01

M Ki ehl S. V. Steinbrener
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