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Summary of Facts and Subm ssi ons

1408. D

Fol  owi ng an opposition initiated by opponent 01

agai nst the grant of the European patent No. 0 762 856
and an intervention under Article 105(1) EPC by a third
party (opponent 02) in the course of the opposition
proceedi ngs, the Qpposition Division decided by
interlocutory decision of 18 Decenber 2000 to nmaintain
the patent in a form anended during the oral

pr oceedi ngs.

Opponent 02 (appellant) |1 odged an appeal on 1 March
2001 against the first instance's decision and filed a
statenment of grounds on 19 April 2001.

By notice received on 19 August 2003 and acconpani ed by
facts and argunments BOSTON SClI ENTI FI C CORPCRATI ON
(opponent 03) declared its intervention in the
proceedi ngs under Article 105 EPC and, on 2 Cctober
2003, filed a copy of a notion for prelimnary
injunction ("Antrag auf Erlass einer einstweiligen

Ver f igung”) which was directed agai nst opponent (03)
for alleged infringenent of inter alia the patent
underlying the present appeal and which had been fil ed
by the respondent with the Landgericht (District Court
of ) Disseldorf on 2 July 2003.

By notice received on 9 COctober 2003 Janssen
Pharmaceuti ca N. V. (opponent 04) declared its wish to
exercise its right to intervene in the proceedi ngs
under Article 105 EPC. The notice of intervention was
acconpani ed by facts and argunments and a copy and
translation of a wit of sumons in summary proceedi ngs

served to opponent (04) on 15 July 2003. In those
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proceedi ngs before the Court of First |Instance
("Recht bank van Eerste Aanleg") in Brussels the
proprietor (respondent) sought relief against an
al | eged infringenent of the patent underlying the
present appeal .

L1l Oral proceedings were held on 31 March 2004 during
which the interventions by the interveners (03) and (04)
were first decided to be adm ssible. Then the
di scussion turned to the formal issues of the clains
according to the various requests. Having regard to the
first auxiliary request the chairman announced that the
so-called "last (anended) first auxiliary request” was
not admtted to the proceedi ngs because filed [ate and
not being clearly all owable.

At the end of the oral proceedings the final valid
requests of the parties were as foll ows:

- t he appellant (02), the opponent (01) and the
interveners (03) and (04) all requested that the
deci si on under appeal be set aside and that the
Eur opean patent be revoked.

- t he respondent (patentee) requested that the
appeal be dism ssed and that the patent be
mai ntai ned in the version underlying the decision
under appeal (main request), or in one of the
versions according to auxiliary requests 2 to 5
filed at the oral proceedings.

1408. D
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| V. Argunents presented by the parties on substantive

i ssues.

(i) The appellant and the interveners objected agai nst
the clarity and support of the clains according to
any request presented by the respondent. In
particular, the configurations and directions of
t he meander patterns in the main request were so
broadly defined that they gave rise to a plurality
of interpretations going far beyond the objectives
and enbodi ments as disclosed in the patent.
Further, the clainmed features did not actually
provide all nmeans of the solution for conpensating
foreshortening of the stent during expansion. Also
t he amendnents successively introduced in the
clainms according to the various auxiliary requests
were not sufficient to renove the clarity
obj ections or were not adequately supported by the
application as filed.

(1i) The respondent maintained that the clai maccording
to the main request fulfilled all the fornma
requi renents of the EPC, in particular those
relating to clarity and support, as was al so
admtted by the OQpposition Division in the
contested decision, including the anmendnents
i ntroduced during the oral proceedings before the
first instance, (cf. mnutes attached to the
deci sion, section 4). In particular, it was not
necessary to define the directions of the neander
patterns nore specifically as the patent
description allowed for sonme flexibility in the
definitions. The auxiliary requests added
principally features relating to the directions of

1408. D
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sai d neander patterns, all derivable fromthe
application as filed, including the drawi ngs. The
amendnents, therefore, were clear and fairly
support ed.

The main clainms according to the various requests read
as follows:

- mai n request (version held allowable by the
opposi tion division):

"A stent forned of a flat netal tube having, in a non-
expanded formand in an expanded form a patterned
shape, conpri sing

(a) even first neander patterns (1le), having axes (9)

extending in a first direction;

(b) odd first neander patterns (11o0), also having axes
(9) extending in said first direction, wherein
said odd first nmeander patterns (11o) are 180° out
of phase with said even first meander patterns
(11e) and occur between every two even first
meander patterns (1lle),

(c) second neander patterns (12) having axes (13)
extending in a second direction different from
said first direction, wherein said second nmeander
patterns (12) are intertwined with said even and
odd first neander patterns (1lle, 110) to forma
generally uniformdistributed structure;

(d) wherein said first and said second neander
patterns (11, 12) conprise |loops (14, 16; 18, 20);
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wherein said even and odd first meander patterns
(11e, 110) are connected to said second neander
patterns (12) so as to |leave a |loop (18, 20) of
sai d second neander patterns (12) between each odd
and even first nmeander pattern (1lo, 1le); and

wherein said second neander patterns (12) are
connected to said even and odd first neander
patterns (1le, 110) so as to | eave | oops of said
first neander patterns (11) between each pair of
second nmeander patterns (12).

First auxiliary request (last anended version):

"A stent fornmed of a tube having in a non-expanded form

and in an expanded forma patterned shape, conprising

a)

b)

even first meander patterns (1lle), having axes (9)
extending in a first, circunferential direction in
t he pl ane orthogonal to the |ongitudinal axis of

t he stent;

odd first nmeander patterns (11o0), also having axes
(9) extending in said first direction, wherein
said odd first neander patterns (11o) are 180° out
of phase with said even first meander patterns
(11e) and occur between every two even first
meander patterns (1lle);

second meander patterns (12) having axes (13)
extending in the |ongitudinal direction wherein
sai d second neander patterns (12) are intertw ned
with said even and odd first nmeander patterns
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(11e, 110) to forma generally uniformdistributed

structure;

d) wherein said first and said second neander
patterns (11, 12) conprise |loops (14, 16; 18, 20);

e) wherein said even and odd first meander patterns
(11e, 110) are connected to said second neander
patterns (12) so as to leave one |loop (18, 20) of
sai d second neander patterns (12) between each odd
and even first nmeander patterns (1lo, 1lle); and
wherein said | oops of said second neander patterns
are expandable in the |ongitudinal direction of
t he stent;

f) wherein said second neander patterns (12) are
connected to said even and odd first neander
patterns (1le, 110) so as to | eave | oops of said
first neander patterns (11) between each pair of
second nmeander patterns (12)."

- second auxiliary request:

as the main request, but adding to the end of
feature (a): "orthogonal to the stent axis",

replacing in feature (e) "a loop (18, 20)" by "one
loop (18, 20)" and "first nmeander pattern (1lo,
11e)" by "first neander patterns (1lo, 1lle)", and

adding to the end of feature (e): "wherein said
| oops of said second neander patterns are
expandabl e in the longitudinal direction of the
stent;"

1408. D
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- Third auxiliary request:

as the second auxiliary request, but deleting at
the end of feature (e) the feature previously
added ("wherein ... stent"), and

adding a new feature: "(g) wherein the growth of
t he | oops of the second neander pattern (12) in
t he | ongitudinal direction conpensates for the

| ongi tudi nal shrinkage of the first nmeander
pattern (11) upon expansion."

- Fourth auxiliary request:

as the second auxiliary request, but replacing in
feature (a) "in a first direction orthogonal to
the stent axis" by "in a first circunferenti al
direction", and

deleting at the end of feature (e) the feature
previ ously added ("wherein ... stent").

- Fifth auxiliary request:

as the fourth auxiliary request, but adding a new
feature: "(g) wherein, during bending, the |oops
(14-20) change shape in order to conpensate for
the differences in |l ength between the inside and

out si de curves."

1408. D
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Reasons for the Decision

1

1408. D

The appeal is adm ssible.

Adm ssibility of the interventions

The respondent (proprietor) contested the adm ssibility
of the intervention by opponent (03) on the ground that
it constituted venire contra factum proprium and was
contrary to the principle of good faith; in particular,
it was in conflict with the principle behind Article
105 EPC that the intervener has to use the first
opportunity that presents itself to intervene in the
proceedi ngs. Al t hough opponent (03) invoked the
injunction issued against it by the District Court of
Dissel dorf, this was the first opportunity to declare
its intervention (which counts for the tinme limt
pursuant to Article 105 EPC) since opponent (03) could
have already caused its Gernman subsidiary to declare
its intervention in the ongoi ng opposition proceedi ngs
agai nst the patent in suit when it was sued by the
proprietor (respondent) under that patent in April 2002.
The sane applies to BSC International B.V. which had
been sued in the Netherlands and the other European
subsi di ari es of opponent (03) which were involved in

t hose proceedi ngs. None of them declared an

i ntervention, even though opponent (03) could have
instructed themto do so. Qpponent (03) having actively
participated in all of the patent infringenent
proceedi ngs against its subsidiaries, could not then
retreat to its formal |egal position, without it being
taken into account that its dependent subsidiaries
failed to intervene in the present proceedi ngs.

Furt hernore, opponent (03) had forfeited its right to
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intervention because it had initiated different nullity
proceedi ngs in several Contracting States of the EPC
with the consequence that it did not benefit anynore
fromthe bundling effect contenplated by the EPC

By intervention as provided in Article 105 EPC a third
party may, under certain conditions and if it so w shes,
acquire the procedural status of a party to pending
opposi tion proceedi ngs (including appeal proceedi ngs —
deci sion of the Enlarged Board of Appeal G 1/94) even
after the opposition period has expired. The direct

pur pose of intervention is to allow the assuned
infringer to defend itself against the patentee's
action by making use of all avail abl e neans of
attacking the patent, which he is accused of infringing
(decision G 1/04, point 8 of the reasons). In the
interest of legal security and of orderly proceedi ngs
the concept of a party to proceedings is a strict and
formal one. Only persons or legal entities, which have
formally acquired that status for specific proceedings,
are entitled to act in those proceedings. Al others
constitute "third parties"” and have no right to act,
irrespective of their relationship to a party to the
proceedi ngs and notw thstandi ng any interest they may
have in the outconme of the proceedings in question,
even if it is substantial. In particular corporations,
even if fully owned by a parent conpany and thus acting
under its full control, are legal entities on their own,
separate fromtheir parent conpany or any other group
menber. This holds true not only for the proceedi ngs
before the Ofice but also for national proceedings

i ncludi ng those which have to be initiated either

agai nst or by the potential intervener as a
precondition for the right to intervene under
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Article 105 EPC. As a consequence, the preconditions
set out in that provision, including the observation of
the prescribed tine imt, have to be fulfilled by or
in respect of the person or legal entity that gives the
notice of intervention (see decision T 338/89,

point 4.1 of the reasons), all other circunstances and
acts or omssions by legally distinct entities or other
per sons being excluded from consideration for the

pur poses of Article 105(1) EPC.

Hence, as long the patent proprietor (respondent) had
initiated infringenent proceedi ngs only against the
subsi di ari es of opponent (03), the latter had no right
to intervene itself nor was its own right to intervene,
shoul d the proprietor later initiate infringenent
proceedi ngs al so agai nst opponent (03), in any way

prej udi ced. For these reasons the fact that the
subsi di ari es of opponent (03) had not, for whatever
reason, exercised their right to intervene, was not
contrary to any fundanental principle in respect of the
exercising of that right, in particular by opponent
(03), the parent conpany. The sane is true for the

i nfringenent proceedi ngs opponent (03) had initiated
agai nst the proprietor (respondent) because such

unil ateral |egal actions - so called "torpedoes” - do
not qualify as a second alternative under Article 105(1)
EPC, regardl ess of the reason why they were not
preceded by a warning by the proprietor. Only the

exi stence of a legal action which neets (all) the
conditions of Article 105 EPC is decisive for
determ ni ng whether or not an intervention is

adm ssible (decision T 338/89, point 4.1.4 of the

reasons)
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The adm ssibility of the intervention by opponent (04)
was al so objected to by the respondent, in essence with
simlar argunents on the ground that opponent (04) (as
wel | as opponent (02)) belongs to a group of conpanies
whi ch had, in order to circunvent negative judgnents
agai nst opponent (02), shifted manufacture and
distribution of the stents in dispute to opponent (04).
The latter, in February 2003, had brought an action for
nullity and declaration of non-infringenent against the
proprietor (respondent), who was not aware of the
activities of opponent (04) and, thus, had not given a
warning to him Furthernore, other conpanies of the
group had | odged several national actions for nullity
agai nst the patent in suit.

It is evident fromwhat has been set out under

points 2.2 to 2.4, above, that these circunstances are
equally irrelevant for the right of opponent (04) to
file a valid notice of intervention on 9 Cctober 2003,
which is within three nonths fromthe infringenent
action brought against it by the proprietor (respondent)
on 15 July 2003.

As a result, the respondent’'s objections against the
adm ssibility of the intervention by opponent (03) and
(04) are unfounded. No other deficiency having been
found, both interventions are adm ssible.

Clarity of the anended cl ai ns
Since the clainms have been amended during the

opposi tion proceedi ngs and subsequently during the
appeal proceedings, they have to be exam ned for al
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the requirements of the EPC, in particular also with
respect to clarity.

Mai n request

Claim 1 according to the main request corresponds to

t he version as maintained by the Opposition Division in
t he deci sion under appeal. Wth respect to the version
as granted, the claimwas anended during the oral
proceedi ngs before the first instance by introducing in
the preanble of the claimthe expression "in a non-
expanded formand in an expanded form', and by deleting
in feature (e) the "s" fromthe last word "patterns" so
as to read "first neander pattern (1llo, 1le)". Having
regard to the first anendnent, it was introduced by the
respondent on its own notion (cf. mnutes of the oral
proceedi ngs of 10 Novenber 2000, section 4) in order to
nore clearly define the clainmed subject-matter and to
give a clear limtation of the extent of the
protection.

In the Board's judgenent, the added expression

nmenti oned above introduces into the claima fundanental
lack of clarity. By this expression, the subsequent
features (a) to (f) which determ ne the patterned shape
of the stent refer sinultaneously to the stent in two
opposite configurations, nanely in a non-expanded form
and in an expanded form However, only a stent having a
stable and wel| established configuration, as it is
obtained i medi ately after its manufacture but before
its delivery and expansion within a human vessel, is
clearly defined by structural features. During the
expansion of the stent, depending on the degree of
expansion and the envi saged application, the directions
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of the respective neander patterns are deformed and so
do the spaces defined by the intertw ned neander
patterns as shown in Figure 4. Thus, the directions of
t he meander patterns, essentially variable upon
expansi on, cannot be retained to unanbi guously define
the patterned shape in all the configurations of the
stent. In the present wording of the claimit is left
open which configuration of the stent the foll ow ng
features (a) to (f) refer to. This situation gives rise
to a nunber of m sl eading and unacceptabl e
interpretations which jeopardi ze any conparison with
the state of the art.

Mor eover according to features (a) and (b), the first
nmeander patterns extend in a first direction whereas
according to feature (c) the second neander patterns
extend in a second direction different fromthe first
direction. This broad definition conprises actually al
relative directions between the neander patterns, a

| evel of generalisation which is not justified nor
supported by the context of the application as fil ed.
Al though a strict orthogonality between the directions
of the first and second neander patterns is not
required in the description (cf. page 7, lines 31 to
34), the advantageous effect of a stent which mnimlly
shrinks in the longitudinal direction upon expansion
(cf. page 2, lines 13 to 15) can only be achieved if
said relative directions are arranged orthogonal ly, as
specified on page 6, lines 23 to 25.

However, orthogonality alone is still not sufficient

for the stated problemto be satisfactorily solved. As
al so explained in the application as filed (cf. page 6,
line 23 to page 7, line 12) in relation to Figures 5A,



3.2

1408. D

- 14 - T 0306/ 01

5B, the conpensation for shrinkage of the stent in the
| ongi tudi nal direction, during expansion, is caused
principally by the opening of the |oops 18, 20 of the
second (horizontal) meander patterns. Therefore, a
conpensation for the shortening of the stent can only
be achieved if the horizontal direction of the second
nmeander patterns before expansi on approxi mates the

| ongi tudinal axis of the stent. In the absence of nore
specific features in the claimat issue, not any
orientation of the relative directions between the
first and the second neander patterns would allow for
t he conpensating nechanismto work correctly in
accordance with the principle illustrated by Figures 5A
and 5B.

It results therefromthat the definition of the stent
recited in the claimaccording to the main request is
uncl ear, contrary to the requirenents of Article 84
EPC.

First auxiliary request

At the oral proceedings the first auxiliary request
(last version) was not admtted to the proceedi ngs
because it's final anendnment was nmade at a very late
stage (close to the end of the oral proceedings) and it
still was not clearly allowable (after a nunber of

successively filed unsuccessful anmendnents).

Besides the fact that this request suffers fromthe
sane fundanental lack of clarity as the main request
(cf. point 3.1 above), the features added for
specifying the directions of the first and second
nmeander patterns were not sufficient to confer clarity



3.3

1408. D

- 15 - T 0306/ 01

to the clainmed subject-matter, in particular because
the "longitudinal direction" of extension of the second
meander patterns (feature (c)) has no antecedent in the
previous features and is no further defined in the
descri ption.

Second to fifth auxiliary requests

The auxiliary requests two to five suffer principally
fromthe same clarity deficiencies as the previous
requests, since the expression "in a non-expanded form
and in an expanded form' still is present in the
preanbl e of the respective clains. Therefore, the sane
concl usi on applies.

For the sake of conpl eteness, however, the Board
observes the foll ow ng additional objections of
clarity:

- second and third auxiliary requests

feature (a): "first nmeander patterns ... extending
in a first direction orthogonal to the stent axis".
This definition is unclear since there is an

i ndefinite nunber of directions orthogonal to an
axis, all contained in a sane plane. A notion of

circunference is, therefore, mssing.

feature (c): "second neander patterns ..
extending in a second direction different from
said first direction". This definition is vague
and indefinite since it allows for all directions
other than the first direction according to
feature (a). It is, therefore, not excluded that
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said second direction extends in the sanme plane as
the plane containing the first direction, which
woul d represent a configuration far away fromthe
descri bed gist of the patent at issue.

fourth and fifth auxiliary requests

feature (a): "first nmeander patterns ... extending
inafirst circunferential direction". This
definition is not clear since a circunferenti al
direction may be generated obliquely around the
tube, i.e. around a cross-section non-orthogonal
with respect to the axis of the tube, which is not
covered by the disclosed enbodi nents.

feature (c): "second neander patterns ..
extending in a second |ongitudinal direction
different fromsaid first direction”. This
definition lacks clarity in the absence of any
relation to the |longitudinal axis of the stent.

results fromthe foregoing that none of the clains
according to the requests submtted in the appeal stage
fulfils the requirenents of Article 84 EPC



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
V. Commar e W D. Wil
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