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Summary of Facts and Subm ssi ons

2653.D

Eur opean patent No. 0 627 014 was granted on 2 July
1997 on the basis of European patent application
No. 92905906.1 which resulted frominternationa
appl i cati on nunber PCT/ SE92/00111.

The granted patent was opposed by the opponents O and
O1 on the grounds that its subject matter | acked
novelty (A) and inventive step (O, O1l) with respect
to the state of the art (Article 100(a) EPC and 56 EPC)
and that its subject matter was not disclosed in a
manner sufficiently clearly and conpletely to be
carried out by a person skilled in the art (Q);
(Articles 83, 100(b) EPC).

OQpponent A1 further objected that it was not allowed
file inspection of the applicant's (now proprietor's)
letter of 14 March 1994 submitted during the
international prelimnary exam nation and cited during
t he substantive exam nation of the European patent
appl i cation.

In the opposition proceedi ngs, six documents were
consi der ed.

Wth its interlocutory decision posted on 18 January
2001 the opposition division held that the patent could
be mai ntained in anended formon the basis of the
docunents filed on 24 Novenber 2000.
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An appeal against this decision was filed on 13 March
2001 by opponent Ol and the fee for appeal paid at the
sanme time. The statenment of grounds was submitted on

17 May 2001.

In a letter dated 15 May 2003, opponent O who is a
party as of right, not maki ng any substanti al

subm ssions to the case, infornmed the Appeal Board that
it would not attend the oral proceedi ngs which were
hel d on 8 Oct ober 2003.

The appel |l ant (opponent 1) requested that the decision
under appeal be set aside and the patent revoked in its
entirety. Reinbursenent of the appeal fee was al so
request ed.

The respondent (patentee) requested that the appeal be
di sm ssed and the patent be maintained on the basis of
the set of clains 1 to 7 and an anended descri ption
both as filed at the oral proceedings (auxiliary
request), and additionally colum 4, lines 37 to 40 of
t he description re-introduced as in the granted version
(mai n request)

| ndependent claim1 reads as foll ows:

"1l. A nethod of recovering alum numnetal froma dross
starting material which forns on the surface of nolten
al um niumor an alumniumalloy during nelting, holding
and handl i ng operations and which contains al um num or
an alum num al | oy, said nmethod conprising the steps of
introducing the starting material into a rotary furnace
or a rotatable converter having a refractory |ining,
heating the starting materials to a tenperature above
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the melting point of the alum numwhile rotating the
furnace continuously or intermttently with a speed of
5 rpm or lower, and renoving the resultant nolten

al um num fromthe overlying residue, wherein the step
of heating the starting material is performed in the
absence of a protective salt layer with an oxy-fuel -
burner which is operated with a fossil fuel and wth a
gas that contains at |east 80% oxygen, wherein the oxy-
fuel burner is supplied with fuel and oxygen in
stoichionetric relationships, or in a relationship in
whi ch oxygen is present in an anount which is at nost
20% bel ow t he stoichionetric amount, when delivering
heat to the furnace burden.”

Dependent clainms 2 to 7 relate to preferred enbodi nents
of the method of claiml.

The argunents put forward by the appellant were as
fol | ows:

In a letter of 20 August 1996 (letter A) directed to the
exam ning division of the EPO, the applicant (now patent
proprietor-respondent) referred to clainms and argunents
submtted with its letter of 14 March 1994 fil ed under
the PCT prelimnary exam nation proceedings (letter B)
In so doing, letter B has been introduced into the

exam nati on proceedi ngs and, consequently, a copy of
letter B should have been annexed to the applicant's
letter Ato be accessible to the public for file

i nspection. The argunments given in letter B evidently
convi nced the exam ning division of the EPO that the
clai med subject matter involved an inventive step vis-a-

vis the cited prior art so that the objection raised in
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the former O ficial Conmunication dated 7 June 1996 was
wai ved.

On 31 March 1998, the opponent (now appellant) requested
the inspection of letter B and, acting upon the
formalities officer's proposal, repeated this request at
t he oral proceedi ngs before the opposition division

whi ch refused the opponent's request. The opposition
division notified that the argunments given in letter B
of 14 March 1994 did not influence its decision and,
consequently, did not adversely affect the opponent's
posi tion.

Gven that letter B, by its citation, is part of the
file of the European patent application and, according
to Article 128(4) EPC, files relating to published

pat ent applications and the resulting European patents
are accessible to the public, the opposition division's
refusal of the opponent's request represents a
substanti al procedural violation. The request for

rei nbursenent of the appeal fee is therefore justified.

Mor eover, the opposition division had given a

provi sional (negative) opinion on the case in the
summons for oral proceedings. Al though the clains

remai ned un-anmended, the division reversed its position
conpletely at the end of the oral proceedi ngs. However,
a justification for this behaviour was not given by the
division in the m nutes which contravenes what is laid
down in the GQuidelines E-I11,10. 2.

Claim1l1l of the patent in the version underlying the
deci si on under appeal does not include all the technical
features so that the clainmed process can be successfully
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carried out. In particular, the technical feature
stipulating a stoichionmetric or sub-stoichionetric
conmbustion of the gases in the oxy-fuel burner which,
according to the description colum 3, lines 3 to 15,
represents a key feature is mssing. Moreover, despite
t he excluded part of the description, the technical term
"dross" still can be interpreted to nean dross al one or
dross m xed with scrap which nmakes it difficult to

di stinguish the clainmed subject matter fromthe prior
art. The requirenments of Article 83 EPC are, therefore,
not net.

The respondent argued as foll ows:

The contents of letter B did not influence at all the
out come of the substantive exam nation of the
application by the exam ning division and, consequently,
could not have adversely affected the opponent's
position. Hence, the fact that the opponent had not
access to letter B did not constitute a procedural

vi ol ati on.

Contrary to the opponent's contention, the patent as
granted was anended and a new (rmai n and single) request
was submitted during the oral proceedings before the
opposi tion division, that request conprising a
restriction of the description in order to make it
clear that dross is the only starting material. The
request and the patentee's conmments thereto, clearly
reflected in the mnutes, overcane the division's
prelimnary objections, so that the CGuidelines
E-111,10.2, therefore, were conplied with
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The appellant did not object to the inventive nmerit of
t he cl ai ned process as now anended vis-a-vis the cited
six prior art docunents. Hence, it was unchal | enged
that the clainmed subject matter involves an inventive
st ep.

Reasons for the Decision

2653.D

The appeal is adm ssible.

Mai n request, anmendnents:

The patentee's main request resides in re-introducing
the text of colum 4, lines 37 to 45 of the description
whi ch was del eted during the opposition proceedi ngs.

As the patentee itself did not appeal against the
interlocutory decision of the opposition division, he
is not allowed to return to the description of the
patent in the formas granted, because in the present
case the resulting amendnent would result in a

reformatio in peius of the opponent's position.

Hence, the patentee's nmain request nust fail.

Auxi liary request, amendnents:

Amended claim 1 originates froma conbi nati on of

clainms 1 and 5 as granted. This amendnent represents an
adm ssible limtation satisfying the requirenents of
Articles 123(2) and (3) EPC. It is also a necessary
restriction to claiml with respect to the requirenents
of Article 83 EPC since providing a stoichionmetric or
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sub-stoichionmetric conmbustion regi nen by the oxy-fue
burner is an indispensable technical feature to
successfully carry out the claimed process, i.e. to
avoid or mnimze the oxidation of Al or Al -alloy netal
separated fromthe dross in the rotary furnace (cf. the
specification colum 3, lines 10 to 15).

Moreover and in order to prevent any msinterpretation,
claim1l includes the technical statenent that the term
"dross" does not nmean "scrap” or "dross mixed with
scrap” but specifies a material which fornms on the
surface of nolten alum niumor alum niumalloy during
nmel ti ng, hol ding and handling operations. This
statenent fully conplies with the skilled person's
under standi ng of the technical term"dross", as set out
in docunent D2, page 1, lines 4 and 5.

The description has been suitably adapted to the
revi sed wording of claim1.

The anmendnments to the clainms and the description,
therefore, satisfy the requirenents of Articles 83, 84,
123(2) and 123(3) EPC. The appel | ant-opponent did not
obj ect to these anmendnents.

Novel ty and inventive step:

Inits witten statenent of the grounds of appeal, the
appel lant did not submt any argunents with respect to
novel ty and inventive of the clainmed process vis-a-vis
t he met hods disclosed in the prior art cited during the
opposition. At the oral proceedings before the Board,
novelty and inventive step of the subject nmatter as
amended during the oral proceedi ngs were expressly
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acknow edged by the appellant. The Board, having
scrutini zed the technical contents of the six docunents
considered in the decision under appeal, has no reason
to challenge the appellant's evaluation in this respect.
Novel ty and inventive step of the clainmed subject

matter are, therefore, given for the purposes of the
present deci sion.

5. Procedural matter; reinbursenent of the appeal fee:

The appel lant's request for inspecting letter Bis
based on Article 128 EPC in conjunction with Rule 93
EPC and on the fact that letter B of 14 March 1994 was
mentioned in the Oficial comunication dated 7 June
1996 by the exam ning division.

5.1 The appellant's assunption that |letter B has becone
part of the file of the European patent application is,
however, not correct. In the Oficial conmunication of
7 June 1996, (cf. page 1, third paragraph: clains)
letter B was referred to nerely to identify in the
usual manner the version of clainms under consideration
that were enclosed with the said letter. Inits
of ficial comunication the exam ning division did,
however, not comment on the argunents submitted with
letter B.

5.2 The appellant further submtted that the applicant
itself, inits reply of 20 August 1996 to the offici al
conmuni cation, also referred to the clains and
argunments submtted with letter B and that for this
reasons letter B forns part of the European patent
appl i cation.

2653.D



5.3

2653.D

-9 - T 0305/ 01

As correctly pointed out in the notice of appeal, the
exam ni ng division has not been allowed to transfer a
letter (or copy thereof) fromthe PCT-file to the file
of the European patent application, follow ng correctly
Rule 94(1) PCT as in force before 1 July 1998.

A formally correct conduct of the exam nation
proceedi ngs m ght have required it, for the sake of
conpl eteness of the file, to ask the applicant who had
not enclosed a copy of letter with its reply of

20 August 1996 to submt a copy of that letter.

Under these circunstances it may well be that the file
of the European patent application under consideration
possi bly does not disclose all the reasons which
notivated the examning division to grant the patent.
The EPC, however, does not prescribe such a disclosure.
The decision to grant is taken by the exam ning

di vision according to the nmenbers' final opinions which
are normally (but not necessarily) given in the form of
internal witten statenents and are not open to the
public by file inspection. This has the consequence
that third parties including a (prospective) opponent
have no right to know the reasoning which I ed the

exam ning division to grant the patent, such right
being also in conflict with confidentiality of

del i berati on.

It is not uncommon that the file of a European patent
application does not contain any discussion at all on
the patentability of the subject matter, e.g. when the
exam ning division "directly" granted a patent w thout
prior official comunication. Therefore, the appellant
could not have been adversely affected by its ignorance
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of the argunments submtted with the applicant's letter
B, even if the exam ning division actually had taken
into consideration these argunents in its interna
votum for granting the patent. Mreover, there is no
need for an opponent to refute the applicant's
argunents in support of the grant of a patent, unless

t hese argunents are relied upon again in the follow ng
opposi tion proceedings or in the decision under appeal.

The appellant has also referred to the Guidelines
E-111,10.2 arguing that at the oral proceedings, the
opposition division neither orally nor in the m nutes
gave any specific reasons for the change of division's
former (negative) position.

However, the mnutes contain the essentials of the oral
proceedi ngs including the statements of the parties and
the patentee's responses to the questions by the
opposition division, pronpting the proprietor to submt
"a new and single main request” at the oral proceedings
(cf. the mnutes, page 3, second paragraph). In the
second full paragraph on page 4 and under point 3, the
m nutes reflect the division's opinion conprising a
short statenment of why patentability was held to be
given and that the applicant's argunents submtted with
letter B filed during the international prelimnary
exam nation proceedi ngs were not considered relevant to

t he opposition proceedi ngs.

The m nutes of the oral proceedings before the
opposition division, therefore, satisfy the
requirenents of Rule 76 EPC and are in line with the
provisions |laid down in the Guidelines Chapter E
[11-10. 2.
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5.5 As a consequence, a substantial procedural violation
within the nmeaning of Rule 67 EPC did not occur in the
case at hand and the appellant's request for
rei nbursenent of the appeal fee has to be rejected.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in amended formon the
basis of the clainms 1 to 7 and the description col ums
1 to 4 both as filed at the oral proceedings and the
figure as granted.

3. The request for refund of the appeal fee is rejected.
The Regi strar: The Chai r man:
V. Commar e W D Wil
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