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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 97 923 207.1
(I'nternational publication No. WO A-97/44273) was
refused by the decision of the Exam ning Division
posted on 20 March 2001.

The reasons given for the decision were that the

subj ect-matter of independent clains 1 and 13 under
consi deration | acked respectively inventive step and
novelty with regard to the state of the art known from
GB- A-1 057 957 (docunent D1).

A notice of appeal against this decision was filed on
30 May 2001 and the fee for appeal paid at the sane
time. The statenent of grounds of appeal was received
on 20 July 2001

In response to a conmuni cation of the Board posted on
18 March 2002 in preparation for oral proceedings to be
held on 25 July 2002 the appellant filed on 26 June
2002 further subm ssions together with a new set of
claims 1 to 12 on the basis of which they requested
grant of a patent. At the sanme tinme they withdrew their
request for oral proceedings, which were accordingly
cancel | ed.

Claim1, which corresponds to claim1 considered by the
Exam ning Division reads as foll ows:

" A nethod for serving an al coholic beverage in which a
m x of the beverage is supplied froma source (11)
connected to a serving tap (12) and heated between
| eaving the source and being served fromthe tap."
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Dependent clains 2 to 12 relate to preferred
enbodi nents of the nmethod according to claim1,.

In a further communication posted on 9 Septenber 2002
the Board addressed in particular the issues of

i nventive step and whet her the procedure followed by
t he Exam ning Division had been substantially flawed.

In a reply dated 19 Novenber 2002 and received the same
day the appellant maintained his request for grant of a
patent on the basis of the previously filed clainms 1

to 12 but withdrew his request for reinbursenment of the
appeal fee.

The argunents put forward by the appellant in support
of his request can be summarised as foll ows:

The clainmed invention represented a paradigmshift in
the serving of hot al coholic beverages and despite the
difficulties traditionally associated with the entry of
a small entity into the large and highly conpetitive

al cohol i c beverage industry had al ready enjoyed
commerci al success. This clearly indicated that the
argunent that it was obvious to use the di spenser

di scl osed in docunent Dl to serve hot alcoholic

bever ages was one made wi th hindsight of the invention,
for if it were indeed the case then surely soneone el se
woul d have come up with the idea in the al nost 30 years
bet ween the publication date of docunent D1 and the
priority date of the patent application. Wthout the
benefit of hindsight no notivation could be found for
abandoni ng the traditional nethod of serving hot

al cohol i ¢ beverages and contenpl ating a new i nproved
nmet hod.
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According to the case | aw of the Boards of Appeal

obvi ousness shoul d be addressed with regard to what the
skilled person would do, rather than what he coul d do.
In the present circunstances it appeared that for
nearly 30 years the skilled person could have arrived
at the clained nethod. The fact that he had not done so
strongly indicated that this was not sonething he would
do.

Reasons for the Decision
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The appeal neets the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

As set out in the application the traditional nethod of
preparing hot al coholic beverages, eg "d uhwein", in a
bar or the Iike involves the making up of a | arge batch
which is kept hot. This nmay be practicable when a | arge
nunber of servings in a short tinme can be expected,
such as to skiers, but is not conpatible with a
situation when there may only be an occasional client

wi shing to partake of a sonewhat unconventional drink.

The application therefore proposes a nethod in which an
al coholic beverage mx is stored in a source connected
to a serving tap and is heated between | eaving the
source and being served fromthe tap. Rather than being
made up in the bar the al coholic beverage m x can be
supplied as a branded item Alternatively the barman
could make up his owmn mx at an off-peak tinme when he
is not otherw se busy. Since the al coholic beverage
does not have to be kept hot for any length of tine,
there is no risk of its degradation.
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In the light of what is said in the application it is

t he opinion of the Board evident that the difficulties
i nherent to the preparation of a hot al coholic beverage
in a bar, particularly single servings of such a
beverage, could not have gone unnoticed to the person
skilled in the art, so that the formulation of the idea
that i nprovenents could be nmade in this area cannot in
itself be seen as sonething which would require an
inventive insight. It can be reasonably expected of the
skilled person who sets hinself this goal to

i nvestigate what proposals have been made in the prior
art for facilitating the serving of hot beverages in
bars and the like. Here he will find docunment Dl1. This
di scl oses counter-top equi pnment for dispensing a hot
beverage in which on demand a predeterm ned quantity of
water or other fluid is taken froma bul k source, is
heated, and is then served froma tap. The application
of this teaching to the serving of hot alcoholic
beverages by providing a pre-m x of the beverage
involved in the source is sonething which is free of
any potential technical difficulties and an obvi ous
step for the skilled person.

I n support of his belief that the clai ned nethod

i nvol ves an inventive step the appellant relies in
essence solely on considerations purportedly derived
fromthe so-called "coul d woul d approach”. The
seductively sinple catchphrase-like quality of this
term di sgui ses the deeper neaning of what it was
intended to convey and leads to it being used in
situations, such as the present one, which are

i nappropriate. The main purpose of the approach is to
di stinguish purely theoretical conbinations of features
fromthe prior art (the "could") from such conbinations
whi ch are indicated to the skilled person on the basis



0393.D

- 5 - T 0301/01

of the technical result he had set out to achieve (the
"woul d"). Seen in this light the "coul d/woul d approach”
is nothing nore than a re-statenment of one aspect of

t he underlying guiding principle of the exam nation of

inventive step in the European Patent O fice, namely

t hat of problem and sol ution.

The present case is, however, not concerned with the
conmbi nation of features fromdiverse pieces of prior
art. Instead, it resolves solely to the question of
whet her it was obvious froma technical point of view
to use the nmethod of serving hot beverages already
known from docunent D1 to provide a quick and
conveni ent way of serving hot al coholic beverages. As
al ready stated above the Board is of the opinion that
this is so. The extension of the "coul d/woul d approach”
to these circunstances as devel oped by the appel |l ant
amounts in fact to no nore than a reworking of the
tradi tional argument of l|ast resort in support of
inventive step, nanely "if it was obvious, why has it
not been done before?"

As has, however, been pointed out nunerous tinmes before
there may be various reasons of a commercial or other
non-techni cal nature which have deterred others froma
particul ar course of action but these reasons cannot
make a devel opnent which is obvious froma techni cal
poi nt of view inventive. It nmakes no difference to this
concl usion that the devel opnent, when actually nade,
found commercial recognition, as the appellant alleges
is the case with his nethod.

The subject-matter of claim1l therefore | acks inventive
step (Article 56 EPC).
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In view of the fact that the appellant is no | onger
pursui ng his request for reinbursenent of the appeal
fee the Board sees no need to go into detail on the

i ssues he has raised concerning the procedure foll owed
by the Exami ning Division. Instead, the Board refers
nmerely to its coments on these issues nmade in the
conmuni cations of 18 March 2002 and 9 Septenber 2002.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani S. Crane
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