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Summary of Facts and Subm ssi ons

The appel | ant (opponent) | odged an appeal against the
deci sion of the opposition division, dispatched on

12 January 2001, rejecting the opposition agai nst

Eur opean patent No. 0 748 450. The notice of appeal was
recei ved on 20 February 2001 and the prescribed fee was
paid on the sane day. On 4 May 2001 a statenent of
grounds of appeal was fil ed.

1. Pursuant to Article 100(a) EPC, the opposition was
based on the grounds of |ack of novelty and inventive
step (Articles 100(a), 52(1), 54(1) and (2) and 56 EPC).

L1l Oral proceedings were held at the request of the
parties on 24 March 2004.

In the oral proceedings the respondent (patent
proprietor) replaced all former requests by a single
request based on an auxiliary request filed by a letter
of 5 March 2004 and further anmended in the oral

pr oceedi ngs.

| V. The appel | ant requested that the decision under appeal
be set aside and the patent be revoked. An inventive
step objection was rai sed agai nst the subject-matter of
t he respondent’'s request based on the foll ow ng
docunent s:

D1: DE- C-29 33 862, and

D2: US-A-4 820 975.

0852.D
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The respondent requested the mai ntenance of the patent
in anended formon the basis of the follow ng docunents:

cl ai ns: 1to 12 filed in the oral proceedings;
descri ption: pages 1 to 3, 5 and 6 of the patent as
grant ed

pages 3a and 4 filed in the oral
pr oceedi ngs;

dr awi ngs: Figures 1 to 3 of the patent as granted.

| ndependent clains 1 and 6 of the respondent’s request
read as foll ows:

"1. Method for setting the contact el enents of a
printed circuit board test set to the contact points
provi ded on one side of an unl oaded m xed-technol ogy
printed circuit board for testing the same, which
contact elenments are acconmpbdated in a test adapter
with a supporting el enment adjacent to the printed
circuit board, the supporting el ement having adapter
pl at es accommodati ng the contact elenents (H'S) for
mai ntaining the latter in test-specinen-specific
alignnment with the contact points of the printed
circuit board (B), wherein said printed circuit board
possesses various subsets of contact points and

sui tabl e alignment nmeans with respect to the test
adapter, in particular, tw reference holes or
reference edges, and wherein at |east one subset
(S,S,S) of the contact elenments (H ' S), accomvdat ed by
one of the adapter plates, and alignnent neans (T) of
the test adapter are set relative to one another and
t hus i ndependently of at |east one further subset of
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the contact elenents by a significant dinension,
parallel with the printed circuit board pl ane.

6. Apparatus for setting the contact elenents (H S) of
a printed circuit board test set, which contact

el enents are accommpdated in a test adapter, to the
contact points of an unl oaded m xed-technol ogy printed
circuit board to be tested on one side, wth a
supporting el enent adjacent to the printed circuit
board (B), the supporting el enent havi ng adapter plates
accommodati ng the contact elenments (H'S) for

mai ntaining the latter in test-specinmen-specific
alignnment with the contact points of the printed
circuit board (B), and with suitable alignnment

means (T) for positioning the printed circuit board in
relation to the test adaptor, wherein at |east one
adaptor plate accommopdating a subset (S,S,S) of the
contact elenments (H'S) is to a limted extent

adj ust abl e i ndependently of the alignnent neans (T) and
of the rest of the contact el enments of the test

adapter, in parallel with the printed circuit board."

Clains 2 to 5 and 7 to 12 are dependent cl ai ns.

The appel l ant essentially relied on the foll ow ng
subm ssi ons:

Docunment D1 was concerned with the alignnent and
setting of contact pins of a test adapter to the
contact points of an unloaded printed circuit board
(PCB), wherein the contact points were forned by netal -
pl ated t hrough-holes for wire bonding. The PCB was
aligned with and set onto the test adapter by neans of
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positioning pins fitting into reference holes of the
PCB

Anot her net hod and apparatus, known from D2, concerned
t he alignment and setting of contact elenents of a test
adapter by nmeans of noving, with the help of optical

al i gnment neans, the test adapter relative to the PCB
in a plane parallel to the PCB, the contact points of
whi ch were formed by narrowl y spaced contact pads for

t he bondi ng to surface nounted devi ces.

At the priority date of the opposed patent, "m xed

t echnol ogy" PCBs conprising contact holes for wire
bondi ng as well as contact pads for surface nounted
devi ces were comonly used. The skilled person would
have been aware of the fact that none of the nethods
known fromDl1 and D2 was suitable for testing both
types of contact points. A logical consequence of this
recognition was to conbine the nethod known from D1,
whi ch had proven to be successful for testing PCBs
havi ng contact holes, with that known from D2, which
had proven to be successful for the testing of PCBs
havi ng contact pads, and to devise a correspondi ng test
apparatus allowing to simultaneously test both types of
contact points. In this context, the teaching of D2
woul d have nmade the skilled person aware of the problem
of a possible msalignment due to unpredictable
variations occurring in the relative positions of

al i gnment hol es and the contact pads on the PCB. Thus,
it would have been inmmediately evident for the skilled
person that the subset of contact elenents of the test
adapter to be brought into contact with the contact

hol es and the subset of contact elenments to be set to
the contact pads of a m xed technology PCB had to be
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adj ust abl e i ndependently of each other. Moreover, since
the test adapters known from each of docunents D1 and
D2 had a supporting el enment conprising adapter plates
for accommodating the contact elenents, the skilled
person woul d have arrived at the solution according to
the subject-matter of independent clains 1 and 6

wi t hout having to exercise inventive skill.

The respondent's submi ssions may be summari sed as
follows :

Nei t her of the teachings of documents D1 and D2 was
concerned with a solution to the problemthat, due to
uni ntentional production errors, sone of the contact
points of a m xed technol ogy PCB m ght be displaced in
relation to other contact points of the sane PCB.

Al t hough D2 nmentioned in the introductory part of the
description that an alignnent problemcould arise from
an unintentional variation in the position of alignnent
hol es and contact pads, it avoided the problem by
maki ng use of alignment marks formed in the sane

manuf acturing process as the contact pads of the PCB

Contrary to the inpression given by the appellant, D1
and D2 referred to related nethods for setting contact
el enents of a test adapter. Hence, the clained

i nvention was not a nere conbination, dictated by
circunstances, of two different nethods. Any other
interpretation of the prior art teachings, as put
forward by the appellant, was nothing but an

i nadm ssi bl e ex post facto anal ysis.
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Reasons for the Decision

2.2

0852.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rule 64 EPC and is, therefore,
adm ssi bl e.

Amrendnent s

Amended clains 1 and 6 are based on clains 1 and 6 of
the patent as granted. The anendnents concern in
essence a limtation to a test set having one test
adapter (instead of "one or two test adapters” or "at

| east one test adapter"™ according to clains 1 and 6 as
granted) and the introduction of the features that the
supporting el enent has adapter plates accommodating the
contact elenments and that it is at |east one adapter

pl ate accomobdati ng a subset (S, S, S) of the contact
elements (H,S) which is to a limted extent adjustable
i ndependently of the alignment neans (T) and of the
rest of the contact elenents of the test adapter.

The amendnents serve to renove an anbiguity and to
define nore precisely the fact that subsets of contact
el enents of a single adapter are adjustable

i ndependently from each other. They are originally

di sclosed in the context of the description of the sole
enbodi nent of Figure 3.

Dependent clains 2 to 5 and 7 to 12 correspond to
claims 2 to 5 and 8 to 10 and 12 to 14, respectively,
of the patent as granted, their term nol ogy being
adapted to that of the independent cl ains.
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As regards the anendnents, the appellant has not raised
any objections under Articles 123(2) and (3) EPC and
the Board sees no reason to judge the matter
differently.

Al t hough the aforenmentioned anendnents were in part
filed at a late stage in oral proceedings, they lie

wi thin the framework of what had been argued by the
respondent as constituting the invention and thus the
subj ect of the debate of the parties fromthe beginning
of the appeal proceedings.

Consequently, the Board saw no reason not to admt the
appel lant’ s request filed during the oral proceedings.

Patentability (Articles 52(1), 54 and 56 EPC)

Docunent D1 (see in particular Figures 1 and 3 with the
correspondi ng description) refers to a printed circuit
board test set and a nethod for setting the contact

el enents thereof to the contact points of a printed
circuit board (PCB). The known test set conprises a
test adapter (14) accommpbdating a plurality of contact
elements (82) in the formof contact pins. The contact
pins are held in alignment with a pattern of contact

hol es (84) of a PCB (72) by a supporting el enent
conprising adapter plates (such as 30 and 32), which
are spaced from each other along the extension of the
contact pins. The contact pins are guided by holes (86
and 88) in the adapter plates, which holes coincide in
position, upon proper alignnent, with the contact holes
(84) of the PCB. The alignment of the PCB to be tested
with respect to the test adapter is established by
means of reference pins (70) of the test adapter
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fitting into corresponding reference holes (83) of the
PCB (see Figure 3 and colum 5, line 48, to colum 6
line 10).

The test adapter known from D1 does not conprise any
means whi ch would all ow an i ndependent adjustnment of a
subset of the contact pins with respect to another
subset of the contact pins of the test adapter and to
t he reference pins.

Docunent D2 (see in particular Figures 1, 2 and 4 with
t he correspondi ng description) relates to a nethod and
a correspondi ng apparatus for setting the contact
elements of a printed circuit board test set to contact
pads (43) on a PCB (42). The test set conprises two
test adapters (15,16), each having a set of contact

el enents (probes 17) to be brought into contact with
the contact pads on a respective side of the PCB, which
is held between the two test adapters by neans of a jig
(see colum 3, lines 17 to 18). Each test adapter has a
supporting el enent which conprises a stack of plates
(18,19, 10 and 40, 41, 13, respectively). In order to
align the contact elements of a test adapter with the
contact pads of the PCB, one of the plates in each
stack is novable with respect to the other plates and
the PCB in the X-direction of a plane parallel to the
pl ane of the PCB, whereas another plate is

i ndependently novable in the Y-direction of said plane.
Proper alignnent is effected via appropriate novenents
of the X- and Y-plates by bringing an optical graticule
whi ch has a fixed positional relationship to the
contact elenents of the test adapter into alignment
with alignnment marks (47) on the PCB (see Figure 4).
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As in the case of docunment D1, the test set known from
D2 does not possess any neans which would allow a

di spl acenent of subsets of the contact el enents of one
adapter with respect to each other and/or to alignnment
nmeans of the sane adapter.

It follows fromthe above observations that the

subj ect-matter of independent clains 1 and 6 under
consi deration, which foresees a supporting el enent
having at | east one adapter plate which acconmpdates a
subset of the contact el enents of one test adapter and
is adjustable in parallel with the printed circuit
board i ndependently of the alignnment nmeans as well as
of the rest of the contact elenents of the sane test
adapter, is novel with respect to the teachings of
docunents D1 and D2.

The Board concurs with the appellant that, with the
energence of m xed technol ogy PCBs and the need to test

t he sane, the problem of inadvertent displacenent of a
PCB' s contact points relative to one another, in
particular when forned in different manufacturing steps,
woul d not have gone undetected by the skilled person.

However, the appellant has not produced any convincing
evi dence as to existing prior know edge about the
solution to this problemas defined by the subject-
matter of clains 1 and 6 on file. In particular, the

t eachi ngs of docunents D1 and D2 do not hint at the
idea to render a subset of the contact el enents of one
test adapter adjustable with respect to the alignnent
nmeans and to anot her subset of contact elenents of the
sanme test adapter. In this context, it is questionable
whet her the recognition of the as such obvi ous problem
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woul d have given the skilled person the idea of
renderi ng subsets of contact el enments independently
adjustable in parallel with the PCB. At any rate,
neither the recognition of the problem nor the

t eachi ngs of docunents D1 and D2 provide any indication
as to the clained inplenentation of this idea, ie as to
provi di ng adapter plates each of which accommpdates an
i ndi vi dual subset of the contact elenents of a test
adapter and rendering at | east one of the adapter

pl ates adjustable to the alignnent neans and the rest
of the contact el enents accommpdated on the further

adapter pl ates.

Hence, in the Board's opinion, the skilled person

know ng about the teachings of D1 and D2 woul d not have
been | ed by obvi ous and strai ghtforward considerations
to the clainmed subject-matter

Mor eover, the Board notes that none of the other
docunents cited in the patent or referred to in the
opposi ti on and appeal proceedings contains an
indication as to the clained sol ution.

For the above reasons, the subject-matter of clains 1
and 6 under consideration is to be considered novel and
inventive and thus conplies with the requirenents of
Articles 52(1) and 54 EPC Article 56 EPC.

The dependent clains relate to enbodi nents of the
invention defined in clainms 1 and 6.

In summary, the Board has cone to the conclusion that,
taking into consideration the anendnents nmade to the
pat ent docunents according to the respondent's sole
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request, the patent and the invention to which it
rel ates neet the requirenments of the EPC.

Or der

For these reasons it is decided that

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
respondent (patentee)’s request.

The Regi strar: The Chai r man:

R. Schunacher G Davi es

0852.D



