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Summary of Facts and Subm ssi ons

2652.D

The appel l ant (patent proprietor) |odged an appeal
agai nst the decision of the Qpposition Division
revoki ng the European patent No. 0 553 535.

An opposition was fil ed agai nst the patent as a whol e
and based on Article 100(a) EPC (Il ack of novelty,
Article 54 EPC, and |ack of inventive step, Article 56
EPC). The Opposition Division held that the subject-
matter of claiml of the patent in suit as granted did

not involve an inventive step.

Oral proceedings were held before the Board of Appeal
on 22 Septenber 2003.

The appellant initially requested that the decision
under appeal be set aside and that the patent be
mai nt ai ned on the basis of the follow ng docunents:

(a) nmain request: patent in suit as granted; or

(b) first auxiliary request: claim1 filed as first
auxiliary request on 19 August 2003 and clains 2
to 21 filed as first auxiliary request on
8 Septenber 2003; or

(c) second auxiliary request: claiml filed as second
auxiliary request on 19 August 2003 and clains 2
to 22 filed as second auxiliary request on
8 Septenber 2003; or

(d) third auxiliary request: claim1 filed as third
auxiliary request on 19 August 2003 and clains 2
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to 20 filed as third auxiliary request on
8 Septenber 2003; or

(e) fourth auxiliary request: claiml filed as fourth
auxiliary request on 19 August 2003 and clains 2
to 21 filed as fourth auxiliary request on
8 Sept enber 2003.

In the course of the oral proceedings, the subject-
matter of claiml1l of the main request and of the first,
second, third and fourth auxiliary requests have been
di scussed. After adjournnents for deliberation, the
Board announced that it had cone to the concl usion that
the subject-matter of claim1 of the main request and
of the first and third auxiliary requests did not

i nvolve an inventive step, that the subject-matter of
claiml1l of the second auxiliary request did not neet
the requirenents of Article 123(2) EPC, and that the
subject-matter of claim1 of the fourth auxiliary
request nmet the requirenents of the EPC. Subsequently,
as a final request at the end of the oral proceedings,
t he appellant withdrew the main request and the first,
second and third auxiliary requests, and submtted
clainms 1 to 21, which were identical with the clainms of
the fourth auxiliary request, and pages 2 to 7 of the
description as sol e request.

The respondent (opponent) requested that the appeal be
di sm ssed. He further requested that the final request
of the appellant be rejected.
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Claim 1l of the sole request reads as foll ows:

"An ink tank cartridge for an ink-jet type recording
apparatus, the cartridge being renovably nounted onto
an ink supply needl e (14,90) having through holes (94)
of the recording apparatus, the cartridge conpri sing:

a housing (50);

an ink supply port (53,71) projecting froma
bottom surface of said housing inwardly;

a porous menber (64) accommopdated in said housing
for being inpregnated with an ink;

sai d porous nmenber resiliently abutting agai nst
said ink supply port through a filter (55) and being
conpressed at a region in the vicinity of said ink
supply port;

means (60,77) for sealing an end opening of said
i nk supply port and for being penetrated by the ink
supply needl €;

packi ng nmeans conprising one or nore resilient
rings (57,73) disposed in the ink supply port between
the filter and the sealing neans; and

stoppi ng nmeans (58, 74) provided between said
packi ng neans and said sealing nmeans for stopping
br oken pi eces of said sealing neans entering further
into the ink supply port when said ink supply needle
penetrates said sealing neans."

In the course of the appeal procedure, the follow ng
docunents have, inter alia, been referred to:

D1: EP-A 0 408 241
D2: DE-A 30 39 165
D3: US-A 4,771, 295
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In the witten procedure and during oral proceedings,
t he appel l ant argued essentially as foll ows:

The wi thdrawal of all requests preceding the fourth
auxiliary request of the appellant should be all owed.
The Board announced his opinion with regard to these
requests but had not yet decided when the final request
of the appellant had been submtted.

As far as the subject-matter of the sole request was
concerned, the cited docunents neither disclosed nor
suggested an ink tank cartridge conprising stopping
means provi ded between the packing nmeans and the
seal i ng neans for stopping broken pieces of the sealing
means entering further into the ink supply port when

t he ink supply needl e penetrated the sealing neans.

Inits Figure 8, docunment D2 referred to an arrangenent
conprising a packing nenber (ring shaped bung 55) and
seal ing neans (foil 56) which closed the external
openi ng of the ring.

However, docunent D2 was silent about the problemthat
particles of the sealing neans m ght enter the ink
supply port and, accordingly, was silent about the
solution described in claim1l of the sole request, ie.
provi di ng stoppi ng neans between the packi ng nmeans and
t he sealing neans.

Figure 10-A4 of the patent in suit showed an enbodi nent
wherein the stopping neans and t he packi ng nmeans were
formed unitarily with a groove separating the tw neans,
each having its respective purpose. There was not any
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simlarity with the arrangenent shown in Figure 8 of
docunent D2.

In the witten procedure and during oral proceedings,
t he respondent argued essentially as foll ows:

The final request of the appellant, inplying the

wi t hdrawal of the main request and the first, second

and third auxiliary requests, should, at that stage of

t he procedure, not be admtted, since the Board had

al ready decided on the subject-matter of these requests.
The decision of the Board should state the reasons why

t hese requests were not allowable. This was inportant

for the respondent in view of pending or |ater

i nfringenent proceedings.

The Board had found that the subject-matter of claim1l
of the main request and of claim1l1l of the first
auxiliary request did not involve an inventive step
with regard to the prior art as disclosed in docunents
D1, D2 and D3. Caim1l of the sole request additionally
conprised the feature of stopping neans provided

bet ween t he packi ng neans and the sealing neans.

Docunment D2 showed in Figure 8 an el enent 55 conprising
a first part outside of the housing 35 and a second
part inside of it. This arrangenent seened to be very
simlar to that showmn in Figure 10-A4 of the patent in
suit. These parts could thus respectively be regarded
as representing stoppi ng neans and packi ng neans as
claimed in claim1 of the sole request.
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Consequently, claim1l of the sole request did not
involve an inventive step with regard to the prior art

as disclosed in docunents D1, D2 and DS3.

Reasons for the Deci sion

2652.D

Procedural nmatter

Article 113(2) EPC requires the Board to consider and
deci de upon the patent in suit only in the text
submtted to it, or agreed, by the appellant (as the
patent proprietor). Consequently, if the appellant (as
the patent proprietor) withdraws a request for

mai nt enance of the patent in suit on the basis of a set
of clainms, there is no |onger a procedural basis for
the Board to include reasons in the decision concerning
the wi thdrawn request (cf. decision T 966/99 of

3 Decenber 2002, point 7.1 of the Reasons). This holds
true irrespective of whether or not the Board gave an
opi nion concerning allowability of the request prior to
its withdrawal. In the Board's judgenent, neither the
interest of the respondent, nor the public interest
could justify the inclusion in the final decision of
the reasons for the opinion. Hence, in the present case,
only issues pertaining to the sole request submtted by
t he appellant at the end of the oral proceedings are to
be decided by the Board. It follows that the request of
t he respondent concerning non-admttance into the
appeal proceedings of the sole request is refused.

Sol e request

Amendnents (Article 123 EPC)
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The subject-matter of claim1 of the sole request is

di sclosed in the printed version of the application as
filed in claims 1 to 4 in connection with page 8,

lines 1 to 4 and Figures 9 to 13. The subject-matter of
dependent clains 2 to 21 is also disclosed in the
application as filed, cf. in particular the clainms and
t he enbodi nents shown in Figures 9 to 13 and descri bed
on page 7, line 24 to page 9, line 26 (printed version
of the application as filed).

The description was anended to bring it inline with
t he subject-matter of independent claim1. The draw ngs

correspond to the drawi ngs of the application as fil ed.

In the Board's judgenent, the anmendnents are in
accordance with the requirenents of Article 123(2) EPC

Furthernore, the scope of protection conferred by
i ndependent claiml is nore limted than that of claim

1 of the patent in suit as granted.

The patent in suit as amended thus al so neets the
requirenments of Article 123(3) EPC.

Novelty (Article 54 EPC)

None of the cited docunments discloses an ink tank
cartridge conprising in conbination the features of
claim1l of the sole request.

Novelty, in fact, was not in dispute.

| nventive step (Article 56 EPC)
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Docunent D1 is considered to represent the cl osest
prior art. It discloses an ink tank cartridge 32 for an
ink-jet type recording apparatus, wherein the cartridge
is removably mounted onto a print head conprising an

i nk supply needl e having a through hole and a pointed
end 37 (tubul ar el enent, needl e-type conduit 36). The
cartridge conprises a housing, an ink supply port 46
projecting froma bottom surface of the housing

i nwardly, a porous nmenber 52 accommopdated in the
housi ng for being inpregnated with an ink, and neans
(rubber nmenbrane 50) for sealing an end opening of the
i nk supply port and for being penetrated by the ink
supply needle, cf. abstract in connection with Figure 1
and colum 2, lines 36 to 40.

The probl em of using an ink supply needl e which nust be
suitable for penetrating the rubber nenbrane is that "a
person nust operate the sharp needle very carefully or
(s)he may be injured by the tip of the needle", cf.
colum 1, lines 16 to 31 of the patent in suit.

Accordingly, an object of the patent in suit "...is to
provi de an ink tank cartridge ...which does not require
any sharp needl e and capable of preventing air or gas
fromentering an ink supply path of the recording
apparatus body ...and keeping a high air tightness

bet ween the ink supply needle and the ink tank", cf.
colum 2, lines 17 to 25 of the patent in suit.

As al ready pointed out in the patent in suit, cf.
colum 1, lines 32 to 40, the problem of nounting an
ink cartridge onto a sharp needl e had al ready been
overcone by an arrangenent "in which a packing nenber
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having a through hole is previously provided at an end
opening of an ink supply port and the through hol e of
t he packing nenber is sealed by a seal nenber
According to this arrangenent, an ink supply needle
having a tip which is not so sharp can be enpl oyed."

Docunment D2 shows such an arrangenent (cf. page 18,

| ast paragraph and Figure 8). Providing a ring shaped
bung 55 and sealing the cartridge before first use by
means of a foil 56 which closes the external opening on
the ring allows the use of a blunt ink supply needl e
(cf. Figure 8) instead of a needle tapered to a point
(cf. Figure 7).

However, docunment D2 does not refer to the problemthat,
when the ink supply needl e penetrates the sealing

foil 56, the sealing foil may partially go into the ink
supply port with the ink supply needle. Accordingly,
docunent D2 does not suggest providing neans for

st oppi ng broken pieces of the sealing neans entering
further into the ink supply port.

Wth the solution given in claim11l of the sole request,
"...broken pieces 60a of the sealing nmenber 60 are
stopped to go further with the needle by the sealing
menber stopping nenber 58 ...so that the broken pieces
60a do not reach the packing nmenber 57. Accordingly,
even if gaps 66 are fornmed between the needle 14 and

t he sealing nmenber stopping nenber 58, the liquid seal
can be maintained owing to the packing nmenber 57 and,
therefore, the ink is prevented froml eaking out", cf.
colum 9, line 54 to colum 10, line 7 of the patent in

suit.
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In contrast to the enbodi mrent shown in Figure 8 of
docunent D2, which relates to a rubber bung having a

t hrough hole uniformy forned over the whole | ength,

t he enbodi nent of Figure 10-A4 of the patent in suit
relates to an arrangenent wherein the through hole is
provided with a groove thus form ng two separate

el enents, ie. stopping neans and packi ng neans.
Consequently, although these neans are fornmed unitarily,
there is no simlarity with the arrangenent shown in
Figure 8 of docunent D2.

2.3.4 Docunent D3 relates to an integrally fornmed printing
and ink supply unit. As far as the problem of renovably
connecting an ink cartridge to a print head is
concerned, a person skilled in the art would thus not
consi der docunent D3.

2.4 To sum up, the subject-matter of claiml of the sole
request is not suggested in the cited docunents, and,
accordingly, involves an inventive step within the
nmeani ng of Article 56 EPC. The subject-matter of
clainms 2 to 21, which are appendant to this claima1,

simlarly involves an inventive step.

2652.D



Or der

- 11 - T 0274/01

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

(a) clainms 1 to 21 and (b) description, pages 2 to 7,
subm tted as sol e request during oral proceedings;
and

(c) drawi ngs, pages 13 to 18 as grant ed.

The Regi strar: The Chai r man:

M Dai nese W Mpser

2652.D



