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Summary of Facts and Submn ssions

Eur opean patent application No. 96 830 343.8 published
under No. 0 813 849 was refused by the Exam ning
Di vi si on by decision dated 10 Cct ober 2000.

. The Exam ning Division held that the invention was not
di scl osed in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the art
(Article 83 EPC), that claim 1l according to the main
request filed with letter dated 14 March 2000 and
auxiliary request filed wth letter dated 10 July 2000
was not clear (Article 84 EPC), and that the
subject-matter of claim1 | acked novelty or inventive
step over the prior art disclosed in:

EP-A-0 710 471
EP-A-O0 705 584
EP-A-0 710 472
EP-A-0 705 583.

X8RS H

L1l As far as the requirenent of Article 83 EPC was
concerned, the Exami ning Division considered that the
application did not clearly disclose howto reproduce a
di sposabl e absorbent article having the paraneters
clainmed in claiml1l. In order to performthe invention,
a skilled person would have to randomy sel ect
conmponents anong those known in the art, and then carry
out tests to know whether the final product neets the
criteria set out in claim1.

Wth respect to the requirenents of Article 84, the
Exam ni ng Di vision argued that a neani ngful conparison
wWith the prior art could not be nade, because the
paraneters used in claim21 were unusual and no
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conparative tests had been provided by the Applicant.
In the absence of such conparative tests and in view of
the | ow val ues chosen for the dryness index and the
sensory index, the Exam ning Division saw "an overl ap
between unclarity of claim1 and insufficiency of

di scl osure of the application as a whole". Furthernore,
the Exam ning D vision considered that there was an
undue burden of tests required for assessing whether an
article fell within the scope of the clains.

As far as novelty and inventive step were concer ned,

t he Exami ning Division held that each of docunents D1
to D4 was prejudicial to the novelty or inventive step
of the subject-matter of claiml1l. The Division argued
that, although docunents D1 to D4 did not refer to the
sanme paraneters as those referred to in claim1 and
hence did not explicitly disclose any values for those
paraneters, the disposable absorbent articles known
fromDl to D4 would very likely have paraneters falling
wi thin the ranges cl ai ned.

On 30 Novenber 2000 the Appellant (applicant) | odged an
appeal against this decision and paid the prescribed
appeal fee. The statenent setting out the grounds of
appeal was received on 10 February 2000.

Foll owi ng a tel ephone call on 23 May 2001 with the
Rapporteur of the Board, during which an objection
under Rule 29(1) EPC and editorial anmendnents of the
description were discussed, the Appellant filed, with
letters dated 28 and 31 May 2001, an anended
description and cl ai ns.

The Appel | ant requested that the decision under appea
be set aside and a patent granted on the basis of the
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foll owi ng docunents:

d ai ns: 1 as filed wwth letter dated 31 May
2001;
2 to 17 as filed with letter dated
28 May 2001.

Descri ption: pages 1, 3-6, 8-42 as filed with letter

dated 28 May 2001,
pages 2, 7 as filed with letter dated
14 March 2000.

Claim1l reads as foll ows:

"A di sposabl e absorbent article conprising the
followng elenents: a liquid pervious topsheet, an
absorbent core and a breathabl e backsheet, said
absorbent core having a caliper of less than 12 mm and
bei ng positioned internmedi ate said topsheet and said
backsheet, said topsheet, core and backsheet each
conprising at |east one |ayer, characterized in that
said topsheet has a liquid retention of less than 0.22g
for a 2.0g load in the topsheet liquid retention test,
said core has a vapour perneability of at |east
2009/ n¥/ 24hrs, as defined in the vapour perneability
test and, said breathable backsheet has a liquid
perneability of |less than 0.16g for a 15nm |oad as
defined in the liquid perneability test, and said

el ements are joined such that said absorbent article
has a dryness index of greater than 0.5 and a sensory
i ndex of greater than 50 as defined herein.”

In essence, the Appellant's argunents in support of the
request are as foll ows:
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The critical itemof the invention was the use of
existing and well established materials fromthe field
of di sposabl e absorbent articles to create a new
absorbent article in a way and fashi on which has not
been provided to date from such materials and in such a
conbi nation. The key aspect that |ed the Exam ning
Division to the finding of |ack of sufficiency and
clarity was the m sunderstandi ng that the dryness i ndex
and the sensory index defined in claiml were the goals
to be achieved rather than the characteristics of the
way the article was constructed from material s
previously selected in dependence of functiona

t eachi ng.

Mor eover, although the prior art docunents Dl to D4

di scl osed breat habl e di sposabl e absorbent articl es,
they did not teach the selection of the specific
paraneters in the nmanner as clained so that a

sati sfactory performance profile of confort,
flexibility and di screteness was obtai ned, w thout |oss
of any of these.

Reasons for the Deci sion

2.1

1911.D

The appeal is adm ssible.

Amendnents (Article 123(2) EPQ

Wth respect to claiml as originally filed, claim1
additionally includes the expression "as defined

herei n".

This expression is a reference to the description, and
serves the purpose of explicitly stating that the
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dryness and sensory indexes are to be neasured as
defined in the description. Therefore, the expression
does not introduce subject-matter extendi ng beyond the
content of the application as filed.

Dependent clainms 2 to 17 correspond to originally filed
claims 2 to 17.

The description has been anended only by way of m nor
editorial anmendnents.

Therefore, the anmendnents do not give rise to
obj ections under Article 123(2) EPC

Sufficiency of disclosure (Article 83 EPC)

The teaching of the clainmed invention consists in a
particul ar selection of materials for the topsheet,
absorbent core and breat habl e backsheet, having,
respectively, liquid retention, caliper and vapour
perneability as well as liquid perneability within
specified ranges, and joining said elenents so that the
absorbent article thus obtained has a dryness index and
a sensory index within specified ranges.

Hence, the clained invention teaches the skilled person
to make a particular selection of materials and to join
them so that the defined paraneters fall wthin
speci fi ed ranges.

Wth respect to the topsheet, claim1l states that it
must have a liquid retention of less than 0.22 g. The
topsheet liquid retention test is described on pages 18
to 21 of the originally filed application. Hence, the
skilled person could reproduce the liquid retention
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test and neasure the liquid retention for any given,
avai | abl e topsheets. Exanples 4 and 5 on page 21,
referring to topsheet sanples comonly used in hygienic
articles, have liquid retention values bel ow 0.22 g,
i.e. within the range defined in claim1.

How to neasure the caliper of an absorbent core is
descri bed on page 38 of the originally filed
application and the vapour perneability test is
sufficiently descri bed on pages 33 to 34. Certainly the
skilled person would find no difficulty in providing
absorbent cores having a caliper of |less than 12 nm as
defined in claim1. The skilled person could then
performthe vapour perneability test on different

absor bent cores and verify whether the vapour
perneability is of at |east 200g/ nt/ 24hrs.

Exanples 1 to 4 on pages 22 and 23 all have a caliper
and a vapour perneability within the ranges defined in
claim1.

The liquid perneability test is sufficiently described
on pages 23 to 27, and hence the skilled person would
have no difficulty in verifying whether avail able
backsheets have a liquid perneability falling within
the range of less than 0.16 g for a 15 m | oad defi ned
in claiml. Exanples of suitable backsheets are given
on pages 27 to 28 of the originally filed application
(see the table on page 29, exanples 2a to 4).

Once the topsheet, absorbent core and backsheet are
joined, the skilled person has to verify whether the
absorbent article thus obtained has a dryness index of
greater than 0.5 and a sensory index of greater than
50. How to neasure the dryness index and the sensory
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index is sufficiently described in the origina
application. Indeed, these indexes are calculated with
the follow ng fornul ae (see page 12, |ast paragraph and
page 13, line 17):

Dryness i ndex
test)

Sensory i ndex Ef fective breathability /
(Flexibility *Caliper),

Ef fective breathability / (Rewet

wher eby

Ef fective Breathability = Vapour Perneability +
0.25 x Air Perneability.

The test procedures for neasuring vapour and air
perneability, product wetness (rewet, see page 40,
line 11), flexibility and caliper are sufficiently
descri bed on pages 33 to 39.

Exanpl es of absorbent articles according to the

i nvention as defined in claim1l are given on pages 30
to 33 (exanples 2b, 2c, 3b, 3c, 4a and 4b), see also
page 41, |lines 11-15. There are no doubts that such
exanpl es are susceptible of being reproduced, since the
patent application gives sufficient details enabling
the skilled person to identify and reproduce the

el ement s used.

The Exam ning Division objected that "there is an undue
burden of tests required in order to assess whether an
article falls within or wthout the scope of the
claint.

As expl ai ned above, the skilled person would have no
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difficulties in providing an absorbent article
according to the exanples given on pages 30 to 33 and
in carrying out the tests for neasuring the various
paraneters referred to in claim1, thereby verifying
whet her the article falls within the scope of the

cl ai m

Moreover, the Board is satisfied that the fact that
various tests have to be carried out does not
constitute an undue burden even with respect to the
reproduci bility of enbodi nents of the invention that
are different fromthe exenplified specific enbodi nents
given in the patent application as filed.

I ndeed, if the skilled person, having selected a
particul ar topsheet which is not one according to the
exanpl es given in the original application, carries out
the liquid retention test for that topsheet and obtains
a value which is not wwthin the range clainmed of |ess
than 0.22 g for a 2.0 g load, the skilled person would
as a next step select another topsheet having a greater
liquid perneability, whereby the skilled person woul d
use the common general know edge in the art in making
such sel ection towards a topsheet which is, generally
speaki ng, nore liquid perneable.

Anal ogous consi derations apply for the selection of a
particul ar absorbent core having a caliper and a vapour
perneability outside the clained ranges of,
respectively, less than 12 nm and at | east
200g/ n¥/ 24hrs, and for the selection of a particular
backsheet having a liquid perneability of |ess than
0.16 g for a 15 M |oad. Indeed, also for these

el ements the person skilled in the art would have used
the comon general know edge avail able to steer the
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sel ection towards success, for exanple by selecting an
absorbent core which is, generally, nore vapour

per neabl e, and by sel ecting a backsheet which is,
generally, less |iquid perneable.

Once suitable topsheet, absorbent core and backsheet
have been sel ected and joined, the skilled person would
need to carry out the additional tests for cal cul ating
the dryness index and the sensory index, in order to
establish whether a disposable article according to the
I nvention has been obtained. If this is not the case,
i.e. if the dryness index is less than 0.5 and the
sensory index is less than 50, the skilled person would
have to readjust the selection of topsheet, absorbent
core and backsheet to obtain higher values for those

i ndexes. In such a case, the skilled person would
redirect the selection of these elenents so as to

I ncrease the vapour and/or air perneability and/or to
decrease the product wetness, flexibility and/or
cal i per of the absorbent article. Also in that respect,
the skilled person woul d nmake use of general know edge
to guide himin the choice of elenents that provide
e.g. greater vapour perneability when conbi ned

toget her. Moreover, as instructed by the present patent
application (see page 15), the skilled person would

al so consider nodifying the joining technique, if he
considers that the joining technique used affected the
breathability too nmuch

Hence, it can be expected that the teaching of the
patent application together with a reasonabl e anount of
trial and error and the application of conmon genera
knowl edge would |l ead a skilled person directly towards
success through the evaluation of initial failures.
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Therefore, the Board is satisfied that the application
di scl oses the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art.

Clarity (Article 84 EPQC

The Exam ning Division has objected that, "according to
the Guidelines CI1I1, 4.7a, characterisation of a
product mainly by its paraneters should only be all owed
in those cases where the invention cannot be adequately
defined in any other way. Cases in which unusua
paraneters are enpl oyed are objectionable on grounds of
| ack of clarity, as no neani ngful conparison with the
prior art can be nade."

As expl ai ned above, the skilled person would have no
difficulties in carrying out the tests and in

eval uating the paranmeters of a known absorbent article,
t hereby establishing whether the known absor bent
article falls within the ternms of the claim Hence, the
skill ed person would be in a position to nake a

meani ngf ul conparison with the prior art.

Moreover, it is quite usual for absorbent articles to
be defined by paraneters (see T 48/ 95, unpubli shed,
point 2.5 of the decision). Indeed such products can
often be adequately defined only in such way. In this
respect the Guidelines G-Il 4.7a nerely state that
"characterisation of a product mainly by its paraneters
should only be allowed in those cases where the

i nventi on cannot be adequately defined in any other
way, provided that those paraneters can be clearly and
reliably determ ned either by indications in the
description or by objective procedures which are usua
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in the art (see T 94/82, QJ EPO 1984, 75)". As
expl ai ned above (point 3 of this decision), sufficient
detail as to the exact neaning of these paraneters is
evident fromthe description.

Therefore, the requirenent that the clains shall be
clear referred to in Article 84 EPC is net.

Novel ty

According to the established case | aw of the Boards of
Appeal , any prior-art disclosure is novelty-destroying
if the subject-matter clainmed can be inferred directly
and unequi vocally fromthat disclosure, including
features which for the skilled person are inplicit in
what is explicitly disclosed.

Docunent D1 discloses (see claiml; see page 2, line 5)
a di sposabl e absorbent article conmprising a liquid
pervi ous topsheet, an absorbent core and a breathabl e
backsheet (see claiml).

Dl only specifies materials for the backsheet (see e.g.
page 3, lines 50-54 and page 5, lines 52-59).

No specific indication is given of the material for the
topsheet. D1 discloses nerely (page 4, |ines 27-29)
that any of the materials known in the art may be used.
This neans that the skilled person is |eft conpletely
free to select any known topsheets. Therefore, docunent
D1 cannot be regarded as a direct and unequi voca

di scl osure of a topsheet having a liquid retention of

|l ess than 0.22 g for a 2.0 g | oad. Mreover, topsheets
with values of liquid retention above 0.22 g are
avai |l abl e, such as a topsheet according to exanple 3 on
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page 21 of the originally filed application.

Furthernore, Dl is silent about the specific
characteristics of the absorbent core to be used.

5.3 Al so docunent D3, filed on the sane day and by the sane
applicant as D1, and being of simlar content, is
silent about the specific materials used for the
t opsheet and absorbent core.

5.4 Docunent D2 discloses (col. 5, line 57 to col. 6,
line 7) a disposable absorbent article conprising a
l'iquid pervious topsheet, an absorbent core and a
br eat habl e backsheet.

D2 di scl oses that topsheets of the kind known frome.g.
US-A-3 929 135 or US-A-4 342 314 (see col. 10,

Il i nes 20-25) and backsheets of the kind known frome.g.
US- A-4 591 523 (see D2, col. 11, line 45) nmay be used.
Such topsheets and backsheets may al so be used in the
absorbent article according to the present invention,
see page 7, 1st paragraph and page 8, last line of the
originally filed patent application.

However, the fact that both D2 and the present patent
application acknow edge that the materials known from
anot her patent specification my be used, does not
necessarily inply that the topsheet or the backsheet
made of such materials will also neet the requirenents
for the liquid retention and |iquid perneability
defined in claiml1 of the present patent application.
Firstly, a patent specification does normally not

di scl ose one, single material, but a class of
materials, and not necessarily all the materials from
that class will neet the above requirenents. Moreover,

1911.D Y A
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ot her paraneters of the materials used have an

i nfl uence on the liquid retention and |iquid
perneability, nanely thickness and nunber of | ayers,
di aneters of apertures, etc., which paraneters are not
specified in D2.

Furt hernore, caliper and vapour perneability of the
absorbent core cannot be inferred from D2.

5.5 Docunent D4 relates to an absorbent article simlar to
that of D2, and discloses that topsheets of the kind
known frome.g. US-A-3 929 135 or US-A-4 342 314 (see
page 6, lines 40-48) and backsheets made of Goretex or
Synpatex, or XMP-1001 (see page 7, lines 8, 9) may be
used. These sane ki nds of topsheets and backsheets nay
al so be used in the absorbent article according to the
present invention, see page 8, lines 6-13 of the
originally filed patent application.

However, for the same reasons given above under

point 5.4 of this decision, the disclosure of D4 that
such materials nmay be used does not necessarily inply
that the topsheet or the backsheet nade of such
material will also neet the requirenents for the liquid
retention and liquid perneability defined in claim1l of
the present patent application.

Furt hernore, caliper and vapour perneability of the
absorbent core cannot be inferred from D4.

5.6 When neki ng out a reasoned case that the known
absorbent structures neet the criteria of claim1l1, the
Exami ning Division relied on the probability and
i keliness that the paraneters of the absorbent
articles known fromDl1 to D4, if measured, would fal

1911.D Y A
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within the clained ranges (see point 2.4 of the
Deci si on under appeal).

The Board cannot follow this |ine of argunentation,
because the criteria for assessing novelty is not based
on likeliness, but on identity of technical information
bet ween the content of the prior art disclosure and the
subj ect-matter cl ai ned.

The Exam ning Division (see point 2.4 of the Decision
under appeal) has al so argued that the applicant failed
in providing conparative tests show ng that the
absorbent structures disclosed in docunents D1 to D4
woul d not neet the criteria of claim1l.

Si nce docunents D1 to D4 | eave the skilled person free
to select different topsheets, absorbent cores, and
backsheets, a conparative test could only be carried
out if a previous selection is nade for each single

el ement. Such a conparative test would therefore be
carried out on an object which is itself novel. Hence,
it could not serve the purpose of conparing the clained
invention with the prior art.

Mor eover, the other docunents cited in the search
report do not disclose the conbination of features of
claim 1.

I ndeed, D5 (US-A-4 341 216) relates to a di sposable
diaper with a relatively |iquid inpervious backsheet
(see claim1 and col. 3, line 66 to col. 4, line 2). D6
(US-A-4 713 068; see col. 8, lines 26-47) and D7
(US-A-4 758 239; see col. 7, lines 13-15 and col. 8,
lines 4-29) disclose breathabl e backsheets, but do not
specify any paraneters for the topsheet and absorbent
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core. D8 (EP-A-0 171 041; see claim1l) discloses a

br eat habl e backsheet conprising a spunbonded pol yneric
web and a neltbl own pol yneric web which does not
conpletely stop fluid transfer (see page 4, lines 4-8
and 19-27). Wth respect to D9 (WD A-93/16669), the
only passage thereof relating to a breathabl e backsheet
is to be found on page 24, |ines 10-12.

Therefore, the subject-matter of claim1l nust be
consi dered novel .

I nventive step

The cl osest prior art is represented by docunent D2
(see page 3, last paragraph of the originally filed

pat ent application), which discloses (col. 5, line 57
tocol. 6, line 7) a disposable absorbent article
conprising the followng elenents: a |iquid pervious
topsheet, an absorbent core and a breat habl e backsheet,
sai d absorbent core having a caliper of |less than 12 nm
(col. 4, lines 51-55) and being positioned internediate
sai d topsheet and sai d backsheet, said topsheet, core
and backsheet each conprising at |east one |ayer (see
claim1l).

Starting fromthis closest prior art, the problem
underlying the subject-matter of claiml1 is to provide
an absorbent article having inproved absorbent confort
whi ch mai ntains an acceptable | evel of protection (see
page 4, lines 17-19, of the originally filed patent
appl i cation).

This problemis solved by an absorbent article of the
above kind, wherein said topsheet has a |liquid
retention of less than 0.22 g for a 2.0 g load in the
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topsheet liquid retention test, wherein said core has a
vapour perneability of at |east 2009/ nR/24hrs, as
defined in the vapour perneability test and, wherein
sai d breathabl e backsheet has a liquid perneability of
|l ess than 0.16 g for a 15 nl | oad as defined in the
liquid perneability test, and wherein said elenents are
j oined such that said absorbent article has a dryness

i ndex of greater than 0.5 and a sensory index of

greater than 50.

None of the other docunents D1, D3 and D4 referred to
in the decision under appeal, disclose specific
paraneters for the liquid retention of the backsheet,
vapour perneability of the absorbent core and |iquid
perneability of the backsheet.

D1 and D3 nmerely refer to wet-through tests that give
an indication of whether wet-through occurs at a
defined |load (both D1 and D3: see page 5, lines 20-35)
and of the |owest |oad at which wet-through occurs (D1
and D3: see page 5, lines 44-48).

Wth respect to inventive step, the Exam ning D vision
has argued (point 2.6 of the decision under appeal)
that, since the conponents used in D1 and D4 are very
simlar to those used in the absorbent article
according to the present invention and docunents D1 to
D4 also aimat providing a breathable article with good
flexibility and reduced | eakage, the "different
paraneters are therefore also very likely to be

achi eved".

Thi s reasoning does not differ fromthat used for
supporting the alleged | ack of novelty, and indeed it
does not explain why the skilled person woul d
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necessarily arrive at the subject-matter of claim1 in
an obvi ous manner, rather it assunmes that the skilled
person woul d "probably" arrive at the subject-matter of
claim1l when putting into practice the teaching of one
of D1 to D4. As explained above, such reasoning is not
suitable for depriving the subject-matter of claim1 of
an inventive activity.

6.6 Since docunents D1 to D4, as well as the renaining
avai |l abl e prior art, do not suggest the solution

clained to the above nentioned problem the subject-
matter of claim1l involves an inventive step.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the follow ng

docunent s:

d ai ns: 1 as filed wth letter dated 31 May
2001;
2 to 17 as filed with letter dated
28 May 2001.

Descri ption: pages 1, 3-6, 8-42 as filed with letter

dated 28 May 2001,
pages 2, 7 as filed with letter dated
14 March 2000.

1911.D Y A
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The Regi strar: The Chai r man:

M Patin P. Alting van CGeusau
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