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Summary of Facts and Subm ssi ons

1706.D

Eur opean patent No. 0 447 056, based on European
application No. 91 301 522.8, was granted on the basis
of 8 clains.

| ndependent claim 1 as granted read as foll ows:

"1. A water dispersible granule conprising:

(a) a pesticidally active ingredient which is solid at
room t enper at ur e,

(b) an anionic surface active agent, and

(c) a kaolin clay having a vol une nedi an di aneter of 2

to 10mm "

Oppositions were filed against the granted patent by
respondent 1 (opponent Ol) and respondent 2 (opponent
2). The patent was opposed under Article 100(a) EPC
for lack of novelty and inventive step and

Article 100(b) EPC for insufficiency of disclosure.

The follow ng docunents were cited inter alia during

t he proceedi ngs before the Qpposition Division and the
Board of Appeal

(1) GB-A-1 288 094 corresponding to DE-A-1 812 574
(11) GB-A-1 433 882

By its decision pronounced on 4 Cctober 2000, the

OQpposition Division revoked the patent under
Article 102(1) EPC
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It held that the set of clainms of the main and only
request on file did not neet the requirenments of

i nventive step.

| ndependent claim1 of this request read as foll ows:

"1. A water dispersible granule conprising:

(a) 10 to 50% by weight of a pesticidally active

i ngredient which is solid at room tenperature,

(b) 5 to 25% by wei ght of at |east one anionic surface
active agent selected from

napht hal enesul f onat e/ f or mal dehyde condensat es,

al kyl napht hal enesul f onat e/ f or mal dehyde condensat es and
| i gnosul f onat es,

(c) 35 to 80% by weight of a kaolin clay having a

vol ume nedi an dianeter of 2 to 10mm and

(d) 1 to 5% by weight of at |east one wetting agent

sel ected from napht hal enesul f onat es,

al kyl napht hal enesul f onat es, al kyl benzenesul f onat es,

al kyl sul fates and al kyl al | yl sul fonates. "

The Opposition Division was of the opinion that the
subject-matter of this claimwas adequately supported
by the original description and did not extend the
protection conferred by the clainms as granted.

It al so considered that the objection as to
insufficient disclosure was not well-founded as the
contested VMD (vol unme nedi an dianeter) value was in
fact clearly defined and could be neasured by any of
t he met hods known to the skilled person.

Al though it concluded that the clainmed conpositions
wer e novel because none of the prior art docunent
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di scl osed a conposition falling within the terns of the
clainms of the patent in suit, it neverthel ess concl uded
that they did not involve an inventive step.

Inits view, the only difference with respect to the
conpositions disclosed in the closest prior art
docunent (11) was the greater amount of filler used in
t he conpositions of the contested patent.

As docunent (1) did not restrict the amount of filler
to be used, it considered that the skilled person could
vary these anounts, as the need arose, w thout

inventive activity.

Accordingly, in the absence of any technical effect,
the amount used in the patent in suit was the result of
an arbitrary choice for which an inventive step could
not be acknow edged.

The appel | ant (patentee) | odged an appeal against the
sai d deci sion

Oral proceedings were held before the Board on 29 June
2004.

The appel l ant submtted that the Opposition Division's
reasoning for inventive step was ill-founded, firstly
because, in its view, the Qpposition D vision was w ong
in concluding that the particle size of the clay used
in exanple 1 of docunent (11) was within the clained
range, and secondly because it did not accept the
refornmul ation of the problemto be solved by the
contested patent although this problemwas stated in
the text of the application as filed.



VI,

VI,

- 4 - T 0229/ 01

The objection relating to insufficiency of disclosure
was not maintained during the appeal proceedings.

During the oral proceedings, respondent 1 (opponent 1)
repeated its novelty objection with respect to docunent
(1) mainly in view of the fact that the conposition of
exanple 1 contained one of the wetting agents recited

in claiml.

As to inventive step, respondent 1 and respondent 2
(opponent 2) shared the Qpposition D vision' s anal ysis

and concl usi ons.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained in
amended formset forward in the main request in front
of the Qpposition Division.

Respondents 1 and 2 requested that the appeal be
di sm ssed.

Reasons for the decision

1

1706.D

The appeal is adm ssible.

Novel ty

The Board agrees with the Opposition Division's
positive conclusions as to the novelty of the subject-
matter of the patent in suit over the available prior
art docunents.
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The subm ssions of respondent 1 relating to novelty
over docunment (1) made during the oral proceedings do
not contain any new matter not properly dealt with in
the Opposition Division's decision.

In particular, the amount of wetting agent in exanple 3
of document (1) lies well below the range given in
claim1 of the contested patent. Moreover, the whole
docunent is silent about any amount at all as regards
the wetting agent which is in fact an optional

i ngredient (page 2, left colum, |ast paragraph).
Docunent (1) therefore does not describe a conposition
falling within the scope of claim1l of the patent in

suit.

Mor eover, having regard to the Board's conclusions in
t he assessnent of inventive step (see bel ow, point 3),
there woul d appear to be no need to devel op these
aspects further.

Accordingly, the Board concludes that the subject-
matter of the main request fulfils the requirenents of
novelty (see above under I1l, and the Opposition

D vision's decision, pages 5 and 6, headnote "novelty")

| nventive step

The contested patent relates to a water dispersible
granul e conprising a pesticidally active ingredient
which is solid at roomtenperature, at |east one
anioni c surface active agent, a kaolin clay having a
vol une nedi an dianeter of 2 to 10mm and 1 to 5% by
wei ght of at | east one wetting agent (page 2, lines 3
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and 4, 42 and 43, 45 to 49, 52 to 55, and page 3,
lines 5 and 6, 11 and 15, 16 to 19).

According to the patent in suit, these water

di spersi bl e granul es have a good disintegrability-in-
wat er and a high dispersion stability and are easy to
granul ate (page 2, lines 3 and 4, page 3, lines 13 to
15) .

The Board considers that docunent (11), which al so
deals with water dispersible granules of a pesticidally
active ingredient, represents the closest prior art.

In that respect, exanple 1 of this docunent discloses
the preparation of a water dispersible granule
conprising 60% of a pesticidally active ingredient
which is solid at roomtenperature (drazoxolon), by
bl endi ng together with the active ingredient in order
to produce 10 kil ograns of the dispersible grain
formul ati on: 1500 g of one anionic surface active agent
(a lignosul fonate salt: polyfon H),

1318 g of a kaolin clay (GIY powder: china clay

di luent), and 100 g of one wetting agent(an

al kyl benzenesul fonate salt: Arylan SB).

Mor eover, the actual disclosure of this docunent
contai ns general teaching as to the amounts of
pesticide active agents (15 to 80% and di spersing
agent (ie an anionic surface active agent) (4 to 25
w% (see clains 17 and 18).

It is however correct, as nentioned in the appellant's
grounds of appeal, that regarding the amount of filler
(eg in exanple 1: GTIY powder: china clay diluent)
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di scl osed in docunent (11), there is no general
teaching, so that the range of 35 to 80 w % required
for the kaolin clay in claim1l of the contested patent
does indeed constitute a distinguishing feature over
this prior art document and in particular over the
amount of filler used in its exanple 1 (page 1, right
columm, lines 77 and 78).

The Board agrees noreover with the appellant that there
is no disclosure of the VMD of the clay used in
exanple 1 of docunent (11).

In that respect, the Board notes however that, as
acknow edged by the appellant in its grounds of appeal,
t he respondent has provi ded, anong ot hers, neasurenents
on an all eged sanple of GIY clay from English China
Clays from 1972 which gave a VMD in the region of 7 nm
and neasurenents on an all eged sanple of GTIY clay from
English China Cays dating from 1994 which gave a VMD
in the region of 7 mm (grounds of appeal, page 2, |ast
full paragraph).

The patentee, for his part, nerely argued that the
respondent did not provide direct evidence that the VMD
of the clay used in exanple 1 of docunment (11) falls

wi thin the clai mrange.

The Board observes noreover that although it is the

pat ent ee whi ch has chosen the VMD as a particul ar
feature in order to distinguish its clainmed subject-
matter over the prior art, the appellant nmade no

submi ssion at all to denonstrate that there exists at

| east one GIY clay from English China O ays which has a
VMD falling outside the clained range.
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Under these circunstances, the Board is not in a
position to recogni se that the VMD range given in
claim1 of the contested patent constitutes a

di stingui shing feature over exanple 1 of docunent (11).

Accordingly, the amount of kaolin clay recited in
claiml1l (ie 35 to 80 W% remains the only

di stingui shing feature over docunent (11) for which an
inventive step has to be assessed.

According to the appellant, the problem solved by the
contested patent was to inprove the ease of granulation
of the water dispersible granules as disclosed in the
application as originally filed on page 5, lines 3 and
4.

The Board notes, however, that there is no experinent
on file which shows that this particular beneficial
advant age, or any other, exists within and only within
the kaolin clay range of 35 to 80 wt% selected with
respect to the disclosure of docunent (11) which does
not teach that a particular anount should be used.

As arule, in the case of a selection, it is
neverthel ess not sufficient nmerely to state that an
unexpected technical effect exists in a selected
region, in particular when this is contested by the
ot her party during the procedure.

Accordingly, in the absence of any el enent
denonstrative that the clainmed water dispersible
granul es possess particul ar properties over the closest
prior art and in particular over the water dispersible
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granul e of exanmple 1, the problemto be solved by the
subject-matter of claim1 of the main request of the
patent in suit as against docunent (11) can only be
seen in the provision of alternative water dispersible

gr anul es.

This problemis solved by increasing the anmount of
kaolin clay in exanple 1 of docunent (11) to 35 wt % and
by decreasing the ambunt of pesticidally active
ingredients to bel ow 50 wt %

In the light of the description and exanples of the
patent in suit, the Board is satisfied that the probl em
has been plausi bly sol ved.

Thus the question to be answered is whether the
proposed sol uti on woul d have been obvious to the
skilled person in the light of the prior art.

In that respect, the Board notes that, on the one hand,
docunent (11) teaches that the anount of pesticidally
active ingredients can be as low as 15 wt % and, on the
other, that the kaolin clay is used as a filler, which
means that any anount can be used in order to end up
with a conposition having 100% i ngredients (page 1
right colum, lines 54 to 58 and 77 and 78).

Accordingly, the Board is convinced that the skilled
person, faced with the probl em defined under 3.2, would
be in a position to prepare a conposition falling
within the scope of claim1l of the contested patent

wi t hout inventive activity just by remaining within the
teachi ng of document (11), in particular when the
pesticide has a high activity.
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In fact, inthis latter case, the skilled person,
starting fromexanple 1 of docunment (11), would just
have to | ower the anmount of 60 wt % of the active
ingredient given in said exanple and increase the
anmount of filler accordingly, so that, depending on the
activity of the pesticide used, he would obviously and
inevitably end up with a conposition according to the
patent in suit.

The Board therefore does not agree with the two main
argunents submtted by the appellant.

As to the argunent relating to the VMD range of the
kaolin clay given in claiml1l of the contested patent
over the GIY clay from English China Cays used in
exanple 1 of docunent (11), the Board nust repeat its
conclusions under 3.1 that, in the absence of any

el ement showi ng that there exists at |east one GIY clay
from English China Cays having a VMD falling outside
the scope of claiml, this range cannot be regarded as
a distinguishing feature over exanple 1 of docunent
(11), in particular when the respondent has provided
el ements to the contrary.

Concerning the appellant's statenent that there is an
invention of selection in relation to the ease of
granul ati on achi eved when the clained kaolin clay range
of 35 to 80 W% is used for preparing water dispersible
granul es, the Board can again only repeat its previous
concl usions (see under 3.2) that, in the absence of any
el enent denonstrating that a particul ar unexpected

ef fect does occur within and only within a sel ected
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range, such a range nust be regarded as an arbitrary
choice for which no inventive step can be acknow edged.

In the light of these facts, the Board can only
conclude that the subject-matter of claim1l of the main
request does not involve an inventive step as required
by Article 56 EPC.

Under these circunstances, there is no need to consi der

t he remaini ng cl ai ns.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend U OGswal d
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