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Summary of Facts and Subm ssi ons
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The appel |l ant (applicant) |odged an appeal against the
deci sion of the Exam ning Division refusing European
pat ent application No. 96 108 494.4 (publication nunber
EP-A-0 737 595), which is a divisional application of
Eur opean patent application No. 90 906 739.9
(publication nunmber WO 90/ 12694).

The Examining Division held in its decision, which was
a decision according to the state of the file referring
to three communications, that the application did not
neet the requirenents of Article 76(1) EPC since it
went beyond the content of the earlier application as
filed.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of

(a) clains 1 to 9 filed as nmain request on
3 February 2001; or

(b) <clains 1 to 9 filed as auxiliary request on
3 February 2001.

In case the Board would not be prepared to accept the
mai n request, oral proceedi ngs were request ed.

On 5 Novenber 2002, summons to attend oral proceedi ngs
were sent to the appellant, together with a

conmuni cation. In the comunication the Board expl ai ned
why, according to its provisional opinion, the nethod
claims 7 of the main request and the auxiliary request
contravened Article 76(1) EPC.
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On 15 Novenber 2002 the appellant withdrew its request
for oral proceedings.

| ndependent claim 7 according to the main request reads
as follows:

"7. A nmethod of producing an inmage-bearing conponent
for a security |am nate conprising the steps of:

(a) provi ding a sheet (10,20) of transparent
medi um having on a face thereof a layer (11)
of a high tenperature glue; and

(b) produci ng an i mage (12) on the glue |ayer
(11) using carbon or a conpound which does
not fl ow when applied to the glue layer (11)
and which is absorptive of visible or near
infra-red radiation; and, if necessary,
al l owi ng or causing the conmpound to set.”

I n i ndependent claim7 according to the auxiliary
request the followng feature is added at the end of
claim7 of the main request:

"the imge-bearing conponent thus obtained being
capable of form ng said security |am nate upon heat
bondi ng said glue |layer (11) to a substrate and said
i mge (12) not being destroyed thereby."

The appel | ant argued essentially as foll ows:

The subject-matter of the divisional application can
directly and unanbi guously be derived fromthe earlier
application as filed. Although the earlier application
was directed to a nethod of producing an image within a
| am nate, which conprises an inmage-bearing conmponent,

it is clear for a person skilled in the art that
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protection may be sought for the image-bearing
conponent as such. It can be derived fromthe content

of the earlier application as filed that the objective
of the invention, i.e. to provide a security |am nate
having an inmage, is realized through the properties of
t he i mage- beari ng conponent. Al though, for achieving
the final security lamnate, it is necessary to bond

t he i mage- beari ng conponent to a substrate, the
essential contribution to the art lies in the inage-
beari ng conmponent. The bondi ng process is well-known in
the art, and the feature that the inmage-bearing
conponent is not destroyed when bonded to the substrate
is the result of the inmage-bearing conponent. Thus, the
bondi ng process is not an essential technical feature,
and it is possible to claimonly the internedi ate
product, i.e. the inmage-bearing conponent.

Consequently, the divisional application does not go
beyond the content of the earlier application as filed
and is therefore in accordance with Article 76(1) EPC.

The additional feature of claim?7 of the auxiliary
request is an inherent feature of the inage-bearing
conponent and serves to clarify the scope of the claim
Thus, also claim7 of the auxiliary request neets the
requirements of Article 76(1) EPC.

Reasons for the Decision

Mai n request
1. | ndependent claim1 of the earlier application as filed

is directed to a nmethod of producing an inmage within a
| am nate. The nethod conprises the foll ow ng steps:
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(1) coating one side of a sheet of transparent
mediumw th a | ayer of high tenperature gl ue;

(i) produci ng an i mage on the glue | ayer using
carbon or carbon-containing or other radiation
absor bent conpound whi ch does not fl ow when
applied to the glue layer and, if necessary,
al l owi ng or causing the inmage-produci ng conpound
to set;

(iii) applying a substrate to the high tenperature
gl ue layer on which the i nage has been produced;
and

(i1v) bondi ng the transparent mediumto the substrate
using a known high tenperature thermal bonding
process, thus producing a | am nate of the
transparent material and the substrate.

| ndependent claim2 of the earlier application as filed
uses a slightly different wording for steps (i) and
(1i), but is technically identical to claiml.

Step (a) of claim7 according to the main request
corresponds to step (i) of claim1l of the earlier
application as filed and has the same technical
meani ng.

Step (b) of claim7 according to the main request is
identical to step (ii) of claiml1 of the earlier
application as filed.

Thus, the nethod of claim7 according to the main
request omts steps (iii) and (iv) of the nethod of
earlier application as filed, claimng only a nethod of
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produci ng an internedi ate product, called "inmage-
beari ng conponent for a security |am nate", of the
nmet hod of the earlier application as filed.

The question to be answered is whether the appellant is
entitled to claimonly that part of the nmethod of the
earlier application as filed which relates to this

i nt er nedi ate conponent .

The description of the earlier application as filed
states on page 3, lines 4 to 23, that it was a
surprising discovery that the "inmage is not destroyed,
if the toner or other carbon-containing nmaterial used
to create the image has set, when the glue layer is
heated to create a bond". In other words, the
surprising effect consists of two parts: an inmage is
produced on a | ayer of high tenperature glue and the
image is not destroyed when the substrate is bonded to
the glue layer. So, even as a well-known process, the
step of bonding the transparent nediumto the substrate
constitutes an indi spensable step of the nethod of the
earlier application as filed. The skilled reader of the
earlier application as filed is taught that the object
of the invention is to provide a nethod for creating an
image within a | am nate which satisfies the

requi renents for the production of nore secure security
docunents (cf. page 2, line 26 to page 3, line 3). It
is not the object of the invention of the earlier
application as filed to provide a nethod for the
production of an inage-bearing conponent suitable for a
security lam nate. Al so, the expression "inmage-bearing
conponent™ is nowhere used in the earlier application
as filed. Thus, the skilled reader would not infer a
reduced nethod as specified in claim7 according to the
mai N request as a separate invention fromthe content
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of the earlier application as filed.

I n accordance with decision T 331/87 (QJ EPO 1990,

213), the omi ssion of a feature is only all owabl e under
Article 76(1) EPC when a skilled person would directly
and unanbi guously recogni se that (1) the omtted
feature was not explained as essential in the original
di sclosure, (2) it was not, as such, indispensable for
the function of the invention in the light of the
technical problemit served to solve, and (3) the
renoval required no real nodification of other
features. Requirenents (1) and (2) are not fulfilled in
respect of claim?7 according to the main request
because, in the earlier application as filed steps
(iii1) and (iv) are described as essential steps of the
nmet hod, and as i ndi spensable for the function of the

i nvention which consists in preventing the inmage on the
glue layer to be destroyed when the glue |ayer is
bonded to the substrate.

The Board therefore concludes that the om ssion in
claim?7 of the main request of features (iii) and (iv)
of the method disclosed in the earlier application as
filed infringes Article 76(1) EPC

Auxi | iary request
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Claim7 of the auxiliary request is supplenented by the
feature that the inmage-bearing conponent is capable of
formng a security |am nate by heat bondi ng the glue

| ayer to a substrate w thout destroying the inmage.

Thus, this claimnentions a property of the inmage which
it shows only when the inmage-bearing conponent is
bonded to the substrate. In the judgenent of the Board,
t hi s anmendnent cannot overcone the fundanent al



Or der

- 7 - T 0220/ 01

deficiency pointed out under point 1 above. The
substrate and the bondi ng step, respectively, are
mssing also in claim7 of the auxiliary request. For
t he sane reasons as stated under point 2 above, also
claim7 according to the auxiliary request is not in
accordance with Article 76(1) EPC

Under these circunstances, it was not necessary to
consider claim1 of the main request and the auxiliary
request, which is directed to an inmage-bearing
conponent for nmaking a security |am nate.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier W Moser
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