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Summary of Facts and Subm ssi ons
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The appel l ant (patent proprietor) filed an appeal
agai nst the decision of the OQpposition Division to
revoke the patent for lack of inventive step.

Fol | owi ng docunents are relevant for the deci sion:

Dl1: EP-A-388 576

D4: US-A-4 826 434

D9: Hansson, S.: "The inplant neck: snmooth or provided
with retention elenments”, Cin. Oal Inpl. Res.,
1999: 10: 394 to 405

D10: Palnmer et al.: "A five year prospective study of
Astra single tooth inplants”, Cin. Oal Inpl.
Res. 2000: 11: 179 to 182.

Di14: DE-A-4 130 891, filed by the respondent with
| etter of 4 Decenber 2002.

Oral proceedi ngs have been held on 5 Decenber 2002. At
the end of the oral proceedings the appellant requested
that the decision under appeal be set aside and that
the patent be maintained in anended formon the basis
of clains 1 to 5 and description, colums 1 to 2, as
submtted at the oral proceedings, rest of the
description and figures as granted. He further
requested a reinbursenent of the appeal fees.

The respondent (opponent) requested that the appeal be
di sm ssed.
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Claim1l as submtted during the oral proceedings reads
as follows:

"Fixture (1, 10) of a dental inplant systemfor

i npl antation in bone tissue having a generally
cylindrical main body provided with threads all ow ng
the fixture to function as a screw and an outer end
provided with a conically flaring portion (10) which is
intended to at | east partly abut the bone tissue when
the fixture is inplanted, characterized in that the
outer side of the conically flaring portion is provided
with a circunferentially oriented, defined mcro-
roughness (9) having a height in the range

of 0.05 - 0.15 M "

The appel |l ant presented the follow ng argunents:

Claiml was clear. The feature that the flaring portion
abutted the bone tissue "when the fixture is inplanted”
was effective in positioning the flaring portion of the
fixture with respect to its stem

Docunent D1 was not specifically directed to dental
inplants, it was not concerned with the long-term
probl em of bone resorption, but with the probl em of
pronpt adhesion of the bone to the fixture. Wen, in
its description of the prior art docunent D1 reported
that a surface roughness of 0.02 mm or nore had been
provi ded by titanium coating, short blasting or by
cutting threads on the surface of the inplant, this
statenment had to be understood as true for at |east one
of the methods but not equally true for each of them
Such roughness was not designed to be |ocated at the
upper portion of a dental fixture. At the priority date
of D1 (1989), when the roughness had been provi ded by
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t hreads, these threads had had a size sensibly |arger
than 20 nm see docunent D4. Threads having such a
smal | dinension as that clainmed by the invention had
not been known at that tine. The | ower values for the
roughness cited in docunent D1 referred to a porous
titan coating. In any case, the invention was at |east
based on the selection of a very narrow range of val ues
fromthe undefined broad range disclosed by docunent

D1.

Docunment D4 di scl osed a roughness on the upper part of
the fixture which was produced by etching. There was no
incentive to substitute this known roughness by threads
according to the invention.

The function of the circular grooves on the collar of
the fixture according to docunent D14 was to provide
for an initial fixation of the inplant, because the
coating (2) of the lower part of the fixture needed
several weeks to acquire the necessary adhesion with

t he bone. The range of values disclosed in the state of
the art for the height of the grooves was very broad
(some microneters to sone hundred m croneters) when
conpared with the range cl ainmed by the invention (50
to 150 mcroneter).

There was no reason why the skilled person in the field
of the invention would conbine the teaching of
docunents D4 and D14 in the way of the invention. Both
docunents D4 and D14 were not concerned with bone
resorption, but with the problemto inprove growth of
the bone immediately after insertion of the inplant.
The hint in colum 5, line 42, of docunent D14 to the
fact that in the long run bone substance grows in the
recesses of a rough surface, had no relation to bone
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resorption. Bone resorption was caused by an
unfavorabl e stress distribution in the transition area
fromthe cancellous bone to the soft tissue, see
colum 3 of the patent in suit, fromline 8. There was
no evident notivation for nodifying the teaching of
docunent D4 by adding a circunferentially oriented

m cr o-roughness in the neck portion.

Docunent D9, whose Figure 7 was identical to the
particul ar enbodi ment described in the patent in suit,
denonstrated in its conparative Table 6, on page 402,
t he advantages of a threaded neck portion against a
snmoot h neck surface.

The request for reinbursenent of the appeal fee was
justified because the Opposition Division did not admt
into the procedure the rel evant docunents D9 and D10,
whi ch proved that the clained inplant fixture
successfully prevented bone resorption, see letter of
19 Cctober 2000 in opposition proceedi ngs.

The respondent argued as foll ows:

Claim 1 |lacked clarity because the fornul ati on "when
the fixture is inplanted", did not provide any
[imtation to the clainmed fixture.

The patent in suit did not nerely deal with bone
resorption in connection with m crothreads, but
specifically with the regeneration of bone tissue, see
colum 2, last line. According to colum 3, fromline 8
onwards, the rapid gromh of tissue warranted the axi al
| oads on the inplant to be transmtted to the bone
tissue in a bionechanically correct way and therefore
avoi ded bone resorption.
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Si nce docunent D1 only generally disclosed that it was
advant ageous to use sonme kind of roughness and that

t hreads coul d be used to provide roughness to the
surface, there was no basis in document D1 for stating
that threads could deliver a range of values for the
roughness narrower than that positively disclosed by

t he docunent itself. It was al so obvious that a

m croroughness coul d definitely have a positive effect
in avoi di ng bone resorption.

In any case, the subject-matter of claim1l did not

i nvol ve an inventive step having regard to docunents D4
and D14, columm 8, enbodinent No. 4, and Figure 3. It
was correct, that the primary function of the grooves
was to provide for an initial fixation of the inplant
to the bone. However, the above cited passage discl osed
al so that such grooves guaranteed a |long-tine fixation.
Repl aci ng the roughness of the upper surface of the
fixture of docunment D4 with threads, as denonstrated by
docunent D14, was a nmere wor kshop nodification w thout
any inventive step being involved. It was not proved -
for exanple by | aboratory tests - that the clained
range of values for the roughness had a special,
surprising effect.

Reasons for the Decision

0397.D

The newly submtted docunents

The not prepublished docunments D9 and D10, submtted by
t he appel l ant during the opposition procedure, have
been considered in the procedure as background

evi dence. Docunent D14, submtted by the respondent
with letter of 4 Decenber 2002, has been considered as
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prior art.

Formal matters

The new version of the patent conplies with Article 123
EPC. The respondent did not raise any objection in this
respect.

The new claim1l is clear. The objected feature
concerning the fact that the flaring portion abuts the
bone tissue when the fixture is inplanted contributes
to define the formof the fixture. Being the | ength of
the part inserted in the jaw bone defined by anatom cal
constraints, the feature anmounts to positioning the
flaring portion with respect to the distal end of the
inmplant. In any case, the above feature was contained
in the granted version of the claimand it is not
affected by the anmendnents introduced | ater.
Consequently, it is not open to the objection of
clarity.

Novel ty

Lack of novelty was not an objection raised against the
present claiml.

| nventive step

According to the decision under appeal, D4 is
considered the closest state of the art because it
shows nost of the features of the invention and because
the original disclosure starts froma simlar state of
the art but wi thout surface roughness on the respective
flaring conical portion.
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Docunment D4 discloses a fixture of a dental inplant
system for inplantation in bone tissue having an outer
end provided with a conical flaring portion (32) which
is intended to at |east partly abut the bone tissue
when the fixture is inplanted (see Figures 1 and 2),
whereby the outer side of the conically flaring portion
is provided with a mcro roughness (colum 3, lines 50
to 64).

The subject-matter of claiml differs therefromin that
said mcro roughness is circunferentially oriented and
has a height in the range of 0.05 to 0.15 nm

The technical problemto be solved by the invention
consists therefromin preventing the inplant from
losing firmfixation in the bone due to pockets forned
in the cortical bone around the inplant, see colum 1,
lines 16 to 27. The formation of such pockets can at

| east be pronoted by an unfavorable distribution of

| oads around the conical neck portion of the inplant at
the attachnent with the bone, see colum 3, lines 8

to 15.

Docunent D4 is equally ainmed at the avoi dance of
pockets, see colum 2, lines 56 to 61. There is stated
that the aimof the invention is to mnimze the
chances of soft tissue invasion of the jaw bone as the
inmplant is used. Wien the superficial soft tissue

i nvades the jaw bone, the cortical bone will inevitably
wi t hdraw, | eaving pockets and resulting in the inplant
losing its fixation. As a counter neasure, docunment D4
suggests to provide the conical flaring portion with an
et ched rough surface. However, docunent D4 is silent
about the influence of an unfavorable distribution of

| oads on the formation of pockets. Although, the patent
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in suit itself recognizes that the nechani sm behind the
formati on of pockets is not quite clear (colum 1,
lines 22 to 23 of the description), it convincingly
descri bes the unfavorable distribution of |oads as a
pl ausi bl e concurrent cause. Furthernore, the patent in
suit clearly distinguishes a generic, non oriented
roughness, as disclosed by the prior art, fromthe
oriented roughness of the invention. Both can be
appl i ed contenporarily, the non oriented roughness
bei ng superinposed to the oriented one, see colum 2,
fromline 50 of the patent in suit.

Docunent D14 is concerned with the stability,

imedi ately after insertion, of an inplant having a
coating which is designed to forma chem cal binding
with the bone substance (colum 1, fromline 45). The
problemw th such coatings is that the inplant has to
be i mmobilized for 8 to 16 weeks to allow the chem cal
reaction to unfold conpletely (colum 2, line 37). To
provide an initial, short-tine fixation, Exanple 4 in
colum 8 and Figure 3 disclose a series of
circunferentially oriented grooves, sonme mllineters to
sonme hundred mllineters deep, on the neck portion of
t he inplant.

The skilled person in the field would not conbine the
teachi ng of docunments D4 and D14 in the formof claiml
because these docunent do not know the problem of the
invention of providing for a long-term well-bal anced
di stribution of | oads.

Even if he woul d consider docunment D14 for providing
the fixture of docunent D4 with threads in the upper
part, there are no reasons why he woul d choose threads
with depth in the short clained range (50 to 150 mm)
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anong the broad range (sone mmto sone hundred nm

di scl osed by docunment Dl14. The Board is convinced that
he woul d rat her choose a depth of the threads in the
upper region of the range disclosed by docunent D14,
out side the cl aimed range, because such depth is
conparable with the depth used in docunent D4 for the
shaft of the inplant, and which is known to be optim
for an i nredi ate anchoring of the inplant to the bone.

Docunent D1 does not disclose further elenents beyond
t hose contained in docunment D4 and D14 which can
seriously challenge the inventive step of claim1.

Accordingly the subject-matter of claiml1l contains an
i nventive step.

This conclusion is confirnmed by the not prepublished
docunents D9 and D10 whi ch denponstrated the success of
the clai ned subject-matter

Rei mbur senent of the appeal fees

The appeal fee is not to be reinbursed, because
docunents D9 and D10 only provide secondary i ndications
for an inventive step which could not have been counter
bal anced the primary argunents against it. Therefore,
the fact that they were not considered by the
Qpposition Division could not have an effect on the
rati o deci dendi of the appeal ed deci sion.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in amended formon the
basis of clainms 1 to 5 and description, colums 1 and 2
as submtted at the oral proceedings, rest of the
description and Figures as granted.

3. The request for reinbursement of the appeal fee is
rej ect ed.

The Regi strar: The Chai r man:

V. Commar e W D. Wil
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