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Summary of Facts and Subm ssions

This is an appeal against the decision of the
OQpposition Division to reject the opposition against
Eur opean Patent No. 0 504 721.

1. Claim1l as granted reads as follows (including
correction of typographical errors and nunbering of
features in the characterising portion effected by the
Boar d) :

Tel etext transm ssion receiver, the tel etext
transm ssi ons being under the formof a plurality of
pages, inserted in a television signal, that can be of
the static type, that is a single page, or of the
multifile type, each being nade up of a plurality of
sub- pages that are substituted in tine in the
transm ssi on cycle, conprising

- nmeans (41,42,43) for receiving and denodul ati ng
the tel evision signal,

- decodi ng nmeans (46) for extracting the associ ated
tel etext signal

- sel ection neans (48,50,51) for selecting a chosen
page (677) fromthose transmtted, and

- menory neans (45) for nmenorising at |east the
content of one chosen tel etext page,

characterised by the fact that the receiver conprises
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(A) neans for the parallel acquisition, during the sane
transm ssion cycle, of a plurality of tel etext pages
havi ng di fferent page nunbers,

(B) nmeans (102) for nenorising in an appropriate nenory
(40) the content of all the sub-pages belonging to the
page bl ock (600 to 699) of which the chosen tel etext
page (677) is part, and

(C© nmeans (40,101 to 113,201 to 212) allowing for the
di rect selection of any nenorised sub-page
(1,2,3,4,5,6) of a chosen multifile page (677), using
t he "next page" and "previous page" keys of the

sel ecti on neans.

The appel | ant (opponent) had opposed the patent on the
ground that the invention was not new or did not

i nvol ve an inventive step (Article 100(a) EPC). In
addition to the docunents cited together with the
notice of opposition the appellant presented the
foll owi ng docunents after expiry of the opposition
peri od:

D3: DE-C-35 40 774

D4: "Conputer Controlled Teletext", User's Manual
Val vo, dated 1 Novenber 1983

D5: U WIdhagen, "Teletext-Milti-Page-Systemmt TPU
2700", Elektronik 12/14.6.1985, pages 163 to 168

D6: G Eitz et al., "Top - Ein Verfahren zur
ver ei nfachten Anwahl von Fernsehtext-Tafeln durch
den Zuschauer", Rundfunktechni sche Mtteilungen
No. 2, 1987, pages 83 to 93
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D7: "TOP nmacht Fernseht ext benutzerfreundlich”
Nachri chten Techni sche Zeitschrift ntz, No. 11
1989, pages 724, 726, 727.

According to the decision, the grounds for opposition
di d not prejudice the mai ntenance of the patent
unanmended. As to the docunents filed outside the
opposition period, D3 was not admtted but D4 and D5
were inplicitly admtted (since discussed). D6 and D7
were not nentioned in the decision.

In the statement setting out the grounds of appeal the
appel  ant argued that the Opposition Division should
have taken the late filed docunents into consideration
In particular, D3 and D7 proved that nenories capable
of storing several hundred tel etext pages had

previ ously been suggested, a fact which constituted an
i nportant pointer to the invention.

In a comuni cation pursuant to Article 11(2) of the

Rul es of Procedure of the Boards of Appeal it was
stated that, following T 536/88 (QJ EPO 1992, 638),
docunent D5 was to be considered since it was described
in the opposed patent as the starting point for the
invention. D3, D6 and D7 were regarded as so inportant
that they should be admtted. Furthernore, the

obvi ousness argunents given in the grounds of appeal
appear ed convi nci ng.

By letter dated 30 Decenber 2002 the respondent filed
three new versions of claim1l as first, second and
third auxiliary requests.
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Oral proceedi ngs before the Board were held on 7 March
2003. In the course of the proceedi ngs the respondent

repl aced the clainms of the first and second auxiliary

requests.

The preanble of all clains being identical, the
characterising parts of the auxiliary requests are as
follows (wth additions to the main request in
italics):

The first auxiliary request:

(A) neans for the parallel acquisition, during the sane
transm ssion cycle, of a plurality of tel etext pages of
the multifile type contained in a page bl ock and havi ng
di fferent page nunbers,

(B) [no change]

(© [no change].

The second auxiliary request:

(A) neans for the parallel acquisition, during the sane
transm ssion cycle, of a plurality of tel etext pages of
the multifile type contained in a page bl ock and havi ng
di fferent page nunbers,

(B) means (102) for nenorising in an appropriate nenory
(40) the content of all the sub-pages belonging to the
page bl ock (600 to 699) of which the chosen teletext
page (677) is part, said neans for menorising are
determ ning the block to which the chosen tel etext page
(677) bel ongs, and

(© [no change].
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The third auxiliary request:

(A) neans for the parallel acquisition, during the sane
transm ssion cycle, of a plurality of tel etext pages of
the nultifile type, having different page nunbers,

(B) nmeans (102) for nenorising in an appropriate nenory
(40) the content of all the sub-pages of the acquired
teletext multifile pages, belonging to the page bl ock
(600 to 699) of which the chosen tel etext page (677) is
part, and belonging to at |east part of the previous
and follow ng block with respect of the chosen tel etext
page;

(© [no change]

(D) neans for varying the nunber of the nultifile pages
menorised in said appropriate nmenory (40) in accordance
to which tel etext page has been chosen.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed
and the patent be maintained or alternatively that the
pat ent be mai ntai ned as anended on the basis of claim1l
of the first auxiliary request submtted at the oral
proceedi ngs, or on the basis of claim1l of the second
auxi liary request submtted at the oral proceedings, or
on the basis of claim1l of the third auxiliary request
filed on 30 Decenber 2002, claim6 and col um 10,

lines 8 to 13 being deleted in accordance with al

auxi liary requests.

At the end of the oral proceedings the Chairnman
announced the Board's deci sion.
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Reasons for the Decision

1.2

1673.D

Construction of claim1l

Feature (A) of claim11l of the main request
(corresponding to the patent as granted) is a "means
for the parallel acquisition, during the sane

transm ssion cycle, of a plurality of tel etext pages
havi ng di fferent page nunmbers”. This feature was
originally worded "simnultaneous acquisition of a
plurality of teletext pages", with no reference to a
transm ssion cycle (cf claim8 as filed). In the view
of both parties the feature should be understood in the
[imted sense that the receiver is capable of searching
for nore than one page at a tine, thus reducing the
time needed to acquire a plurality of pages. The Board
accepts that the skilled person would interpret the
feature in this way since it corresponds to a techni que
whi ch, as acknow edged by the respondent, was well
known at the priority date of the patent (see eg D5).

Feature (B) is a neans for nmenorising in a nmenory the
content of all the sub-pages belonging to the page

bl ock of which a chosen teletext page is part. The
appel  ant has argued that this feature includes the
possibility that all blocks are stored in nenory. The
Board agrees, since the claimcontains no limtation to
exactly one bl ock and the patent describes enbodi ments
in which nore than one block are stored. Only the
respondent’'s second auxiliary request contains |anguage
whi ch tends to exclude the appellant's broad
interpretation: "the nmeans for nenorising are

determ ning the block to which the chosen tel etext page
bel ongs". As the respondent has pointed out, if al

bl ocks are stored - regardl ess of what page the viewer
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has chosen - there is no need to determ ne (actively)
t he block in which the selected page is contained. The
respondent stated at the oral proceedings before the
Board that this was the intended neaning of claim1 of
all requests. For this reason it was requested to
delete claim6, directed to the storage of "all the
sub-pages of all the nmultifile pages conprised in al

t he page groups”, as well as the correspondi ng part of
t he description.

The prior art

The Board has decided to admt docunents D3, D5, D6
and D7 which were filed by the opponent on the "final
date" in the neaning of Rule 71la EPC in preparation for
t he oral proceedi ngs before the Qpposition Division.
Since the appellant has questioned the Opposition
Division's choice not to admt all these docunments into
t he proceedings (cf the statenment of grounds,

par agraph 5.3) the Board takes the opportunity to note
t hat, although Article 114(2) EPC gives an opposition
di vi sion discretion not to consider evidence not
submtted in due tinme, the division is obliged to give
reasons for its decision not to consider such evidence
if the opponent - as in this case - remains of the view
that it is relevant. It is not acceptable that
(relevant) pieces of evidence filed outside the
opposition period (here: docunents D6 and D7) are not
at all mentioned in the decision under appeal. |ndeed,
since the mnutes of the oral proceedings are al so
silent on these docunents there is no evidence on file
that the Opposition Division actually took note of

t hem
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It is conmmon ground that docunent D6, which is an
introduction to the TOP (Table O Pages) System

di scl oses the features in the preanble of claim1. It
is explained that a "block"” is the nane given in the
TOP Systemto a group of pages having thematically
simlar contents, such as sports or news (see eg

par agraph 4). D6 al so describes that up to six tel etext
sub- pages may be stored in a nmenory and that the viewer
can go through the stored sub-pages in the forward
direction by using the so-called "Tafeltaste" (see

par agraph 8.6) and in the backward direction by using
the sane key together with a "Zurick-Taste" (see

page 92, first conplete paragraph). As accepted by the
appel l ant, D6 does not disclose features (A) and (B) of
claim1.

D3 di scl oses storing pages and sub-pages as they are
received. In Figure 2 the nmenory is depicted as |arge
enough to contain 13 pages and sub-pages. At the top of
colum 2 it is pointed out that, if possible, the
conpl ete set of sub-pages having the sanme page nunber
shoul d be stored, for one or nore page nunbers ("bei
sogenannt en Mehrfachseiten... nbglichst den

vol | standi gen Satz ei ner oder gar nehrerer
Mehrfachsei ten zw schenspei chern zu koénnen"). Menories
capabl e of storing 255 pages are nentioned (colum 1,
lines 50 to 55).

D4 and D5 nmention the possibility of acquiring nore
t han one page in a single cycle.

D7 nmentions as a future possibility the use of teletext
page nenories storing 64 or 256 pages (bottom of
page 726, colum 3).
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| nventive step

Considering that, in the Board's view, only claim1 of
t he respondent’'s second auxiliary request can
reasonably be interpreted in the way the respondent
proposes (cf paragraph 1.2 above), the Board will begin
by considering this request.

D6 offers a suitable starting point. As already noted,
besi des the preanble of claim1 this docunent discloses
characterising feature (C), with the possible
difference that not a (single) "previous page" key, but
two keys, are used to call up stored pages. Such a

m nute difference does not, however involve an

i nventive step, nor has this been seriously argued.

Feature (A) of claim1l concerns a way of acquiring a
plurality of pages quickly by searching for them

si mul taneously rather than one at a tine. The
respondent acknow edges that the technique is known as
such, eg fromD5. It would be clearly obvious to use it
for all pages and sub-pages to be retrieved. Thus this
feature was an obvious addition to D6.

This | eaves feature (B), on which the discussions have
centred throughout the opposition proceedings. The
feature states that the block to which a chosen

tel etext page belongs is determined and all sub-pages
contained in it are stored in an appropriate nenory.
The effect is to reduce the tine a viewer has to wait
when junping fromthe initial page to any sub-page

wi thin the sane bl ock. According to D6, if the viewer
sel ects a page contai ni ng sub-pages the system stores
only these sub-pages. Since the nenory in D6 is limted
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to eight pages (cf Figure 6) it is clear that nore than
one set of sub-pages will not be stored, and not even
this set in full if it contains nore than six sub-pages
(cf paragraph 8.6).

The appel | ant has argued that the invention is obvious
because it was natural to increase the size of the
menory to store not just eight pages, but hundreds. D3
and D7 mentioned explicitly menories capable of storing
about 256 pages. A viewer would be likely to access
several pages within the sane bl ock since bl ocks were
thematically arranged. The only constraint was the
menory size, which was determ ned solely by econon ca
consi derati ons.

The respondent has argued in different ways. First, it
has been pointed out that in D6 only a single page
(consisting of up to six sub-pages) is stored. There
was no suggestion to store nore sub-pages, and even

|l ess to store all the sub-pages of one block, in
particul ar of the block to which the page sel ected by

t he vi ewer bel onged. Second, according to the invention
the size of the nmenory was adapted to a single block,
sonet hi ng whi ch was expressed by the expression
"appropriate nmenory". Third, the skilled person woul d
have stored single tel etext pages rather than sub-
pages. Fourth, even if the skilled person had stored
sub- pages he woul d not necessarily have picked al

t hose bel onging to one and the sane bl ock but, say,
sub- pages foll ow ng the page sel ected by the viewer (cf
page 7 of the decision under appeal).
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To assess the inventive activity associated with
feature (B) the Board will apply the problemsol ution
approach as it is explained in decision T 641/00 (to be
published in the EPO QJ).

D6 di scloses the principle of storing automatically
certain pages as a function of the page sel ected. The
system does not nerely wait for the user to choose a
further page but stores a selection of pages to which
the viewer is likely to junp, nanely sub-pages having

t he sel ected page nunber (if they exist), and the first
page of follow ng blocks (cf Figure 6). Furthernore,

al t hough D6 describes a nenory having only eight pages
it would be clear to any user of a teletext receiver
that the larger the nenory is, the nore pages and sub-
pages can be retrieved without delay. ldeally all pages
shoul d be stored for quick retrieval. However, nenory
is not for free and realistic systens need to be
designed to nake opti num use of the avail abl e RAM

Thus, starting fromD6 the skilled person would readily
see the advantages of using |larger nenories but would
al so understand that, generally, not all pages can be
stored. A selection nust be made.

According to the invention the sel ected set of pages

consists of "all the sub-pages belonging to the page

bl ock of which the chosen tel etext page is part". The
essential question is whether this particular choice

i nvol ves an inventive step.

Wth these differences between the invention and the
closest prior art in mnd it is now possible to

formul ate the technical problem The respondent
suggested at the oral proceedings before the Board that
t he problem could be seen in inproving the prior art
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such that the receiver is nmade nore user-friendly with
respect to sub-pages. In the Board' s view, however

this fornulation is too vague. A technical problem
shoul d not be very general but nmust be related to the
invention and take the technical advance achi eved by
the new features of the invention into account, as

expl ained eg in decision T 910/90, paragraph 5 (not
published in the EPO QJ; cf "Case Law of the Boards of
Appeal of the European Patent O fice", 4th edition
2001, page 107). Since in the present case the prior
art suggests that the skilled person would consider a
sel ection of pages to be stored in nenory, a nore
specific problemcan be stated. In the Board's view,
the task of the skilled person can be seen as inproving
t he known receiver such that, using a menory of limted
size, as many tel etext pages as possible in which a
viewer may be interested can be displayed with a

m ni mum of del ay.

This problemrefers to "pages in which a user may be
interested". The reason is that the solution should not
depend on the personal preferences of a viewer. A

sel ection of pages based nerely on their informational
content does not involve an inventive step. As pointed
out in decision T 641/00, paragraph 7, this kind of
formul ation is regarded as not being based on

hi ndsi ght .

It is clear that the above problem may have nore than
one sol ution. For exanple, as the respondent has
argued, one possibility would be to provide a |arge
menory and store as nmany pages as possible, or, as
suggested in the decision under appeal, to store pages
starting fromthe current page. To the Opposition
Division this was even the decisive argunent in favour
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of the invention: "...the skilled person... would not
i nevi tably consider using said | arger nenory for

storing the clained sub-pages. On the contrary, there
are in the Opposition Division's opinion many other
possibilities sone of which are suggested by the prior
art" (see pages 6 and 7 of the decision, underlining in
the original). The Board is however of the opinion that
the mere fact that it is possible to inagine other,
nore or |ess obvious solutions does not necessarily
inmply that an invention involves an inventive step, or
can be regarded as an inventive sel ection.

It follows directly fromthe technical problemthat any
i nvention characterised solely by a specific selection
of teletext pages in which a viewer may be interested -
be it one or nore pages or one or nore bl ocks - cannot
be inventive. The choice to store (exactly) one
particul ar block of pages is froma technical point of

view arbitrary.

This conclusion is supported by the original disclosure
whi ch suggests alternatives to selecting a single

bl ock. They include storing all the sub-pages in the
first three page groups (claim9) or all the sub-pages
of all of the nultifile pages in all the page groups
(claim 10). No technical advantage is indicated for any
one of the selections.

It is noted in this connection that the requested
deletion of claim6 as granted - based on claim 10 as
originally filed - does not change the content of the
original patent application and therefore cannot change
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t he above concl usions: what the skilled person would
understand as arbitrary in the application as
originally filed cannot becone a selection invention in
t he (anended) patent.

Nor is it inventive to store sub-pages (in distinction
to single pages) as such, as the respondent has
suggested (letter dated 30 Decenber 2002, page 2). D6,
and ot her docunents as well, disclose this.

The sel ected block is, according to claim1, the one of
whi ch the page chosen by the viewer is part, and neans
are provided for determ ning the block. As a
consequence the viewer is neither required to indicate
this block nor to initiate the storage operation - this
is all automatic. It is however already a feature of
the TOP Systemthat, as a function of the page nunber
chosen, certain pages are identified and stored
automatically (cf point 3.8 above). Thus these aspects
of feature (B) nust al so be regarded as obvious in view
of De6.

The respondent has suggested that the menory in claiml
is "appropriate” in the nmeaning that its size is

optim sed to the nunber of sub-pages of the block to be
stored. The Board however agrees with the appell ant
that the patent application as originally filed offers
no basis for the suggested neaning of the word
"appropriate". Furthernore, even if the respondent's
interpretation were accepted it is difficult to see why
it should be inventive to use a nenory of "appropriate"
si ze.
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For these reasons it is concluded that feature (B) of
claiml was al so an obvious addition to D6.

Finally, it nust be exam ned whether there is a

conbi nation effect between the characterising features
(A) and (B). (As already noted, feature (C) is
essentially disclosed in D6.) The appellant has argued
that there is no technical inter-relationship between
them and the Board agrees: the advantages of "parall el
acqui sition” are clearly not dependi ng on the page

sel ection. The respondent may be right in that both
features contribute to making the device nore user-
friendly, but this is not the relevant criterion for an
inventive conbination. It is perfectly possible that
functionally unrel ated features have simlar

advant ages, and al nost unavoidable if the aimis such a
general notion as "user-friendliness". As the appellant
has argued, decisive is whether there exists a
functional inter-relationship between the features.

It follows that the subject-matter of claim1 of the
second auxiliary request does not involve an inventive
step (Article 56 EPC).

The main and first auxiliary requests

Since claim1 according to the main and first auxiliary
requests are wider in scope than that of the second
auxiliary request, their subject-matters also | ack an

i nventive step.
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The third auxiliary request

The appel |l ant has objected to the anmendnments nmade to
claim1l1 according to the third auxiliary request as

| acking a basis in the application as fil ed,

Article 123(2) EPC. The Board al so have doubts in this
respect. Still, since the problemmght primarily be
one of mere wording the Board prefers to interpret the
amendnents in the way the respondent expl ai ned them at
t he oral proceedings before the Board and exam ne

whet her the additions could render the clained receiver
i nventive.

Claim1l1l of the third auxiliary request differs fromthe
precedi ng requests essentially in additions to

feature (B) and a new feature (D). As to the first
addition to feature (B) - "of the acquired tel etext
multifile pages" - the respondent admtted at the oral
proceedi ngs before the Board that it extends the scope
of protection (Article 123(3) EPC). The Board therefore
assunes that it was left in the claimby oversight and
will not consider it further.

The second addition to feature (B) - "belonging to at

| east part of the previous and followi ng block with
respect of the chosen tel etext page" - re-defines the
set of sub-pages to be stored. For the reasons already
given this is not regarded as an inventive sel ection.

The added feature (D) - "means for varying the nunber
of the multifile pages nenorised in said appropriate
menory (40) in accordance to which tel etext page has
been chosen" - covers, according to the respondent, the
case where different nunbers of pages are nenorised due
to the fact that all blocks do not contain the sane
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nunber of tel etext pages. The Board's attention was
drawn to the passage at colum 6, lines 11 to 27 of the
patent, where it is nentioned that, in a certain

tel etext system sone bl ocks contain 200 sub-pages and
some 120. This is however not an independent feature of
the clained receiver but rather the inevitable
consequence of its use together with existing teletext
transmtters. There are no receiver neans which
determ ne (actively) the nunber of pages to be stored.

5.5 Thus the respondent's third and | ast auxiliary request
nmust al so be refused (Articles 52 and 56 EPC)

Or der

For these reasons, it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
M Ki ehl S. Steinbrener
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