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Summary of Facts and Subm ssi ons
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The appel l ant (patent proprietor) |odged an appeal
agai nst the decision of the Qpposition Division
revoki ng the European patent No. 0 473 633.

OQpposition was filed against the patent as a whole
based on Article 100(a) EPC (lack of novelty and
inventive step) and Article 100(b) EPC (Il ack of
enabl i ng di scl osure).

The Opposition Division found that the subject-matter
of claim1l as granted | acked novelty with respect to
t he di scl osure of docunent

D2: DE 1 710 620 B in conbination with docunent

D3: Béla von Fal kai, "Synthesefasern"; Verlag Chenie
(1981), S. 448-451.

The appel | ant requested that the decision under appeal
be set aside and the patent be nmintained as granted
(main request), or that the patent be maintained in
anmended formon the basis of sets of clains, filed as
first to fifth auxiliary requests with |etter of

8 August 2003.

The respondent (opponent) requested the dism ssal of
t he appeal .

Oral proceedi ngs took place on 9 Septenber 2003 w t hout
the participation of the duly sunmoned respondent, who
had i nforned the Board with letter dated 6 May 2003
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that he waived his right to participate in the
schedul ed oral proceedings.

| ndependent claim 1 as granted reads as foll ows:

"An article of paper machine clothing suitable for use
in the formng, pressing or drying sections of a paper
maki ng machi ne which article includes a fibre structure
characterised in that the fibres of said structure
conprise a polyester material having a hindered
carboxyl group, and in that said fibres have a nelting
poi nt greater than 260°C."

Wth respect to the novelty of the subject-matter of
claim1l as granted the appellant in the witten and
oral proceedi ngs argued essentially as foll ows:

Nowhere in D2 is there a detail ed exanple of a paper
machi ne clothing (PMC) suitable for use in the formng,
pressing or drying sections of a paper making machi ne.

G ven that there are a variety of materials (colum 3,
lines 30 to 56) and a variety of end products (colum 4,
lines 29 to 31) in docunent D2, the features of claim1l
of the patent in suit cannot be inferred directly and
unanbi guously fromit, and conprise therefore a nove

sel ecti on.

A nunber of polyners nmentioned in docunent D2, cf.

pol yvinyl chl oride, colum 3, lines 47 to 48, are known
to be unsuitable for use in PMC fabrics. Hence, the
passage in docunment D2, colum 3, lines 30 to 56 is
clearly not suggesting that the polyners nentioned
therein would all be suitable for use in PMC fabrics.
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Docunent D2 does not contain any suggestion that the
paper screen nmentioned later in the docunent shoul d be
made from any particul ar pol yner nmentioned earlier.

According to decision T 305/87, when considering the
content of one single docunent in isolation, the said
content nust not be treated as a reservoir from which
it would be permssible to draw features pertaining to
separate enbodinments in order to create artificially a
parti cul ar enbodi nent whi ch woul d destroy novelty,

unl ess the docunent itself suggests such a conbination
of features.

In decision T 867/93, it is confirnmed that for a
novelty attack to succeed a positive suggestion to
conbine two features mentioned separately from each
other in a docunent is required.

Any anticipation of the subject-matter of claim1l of
the contested patent by docunent D2 is clearly
accidental in nature, and in such a case, according to
T 161/82, a particularly careful conparison has to be
made between what could fairly be considered to fal

wi thin the wording of the claimand what was shown in
the prior art docunent.

The person skilled in the art reading docunent D2 is
faced with four possibilities:

pol yet hyl enet er epht hal ate [ PET] and paper screens,

pol y- (1, 4-di net hyl ol cycl ohexanet er epht hal at e) [ PCTA] and
paper screens,

PET and conveyor belt,

PCTA and conveyor belts.
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None of the above conbinations is disclosed as such in
docunent D2. Therefore, the teaching of docunent D2
does not anount to a direct and unanbi guous di scl osure
of a paper screen made from PCTA. In decision T 651/91
it is confirmed that even when a generic disclosure

| eaves a choice of only two alternatives, the generic
di scl osure does not take away the novelty of a specific
exanple falling within that disclosure.

In decision T 77/97 clainms to two specific conpounds
were denied the right to priority although the priority
docunent contained a claimcontaining a formula
covering just four compounds of which the two clained
conmpounds were menbers.

Wth respect to the novelty of the subject-matter of
claiml of the main request the respondent referred to
its argunentation before the opposition division and

t he grounds given in the decision of the opposition

di vi sion, which can be sunmarised as foll ows:

The term "Papi ersiebe” in colum 4, |ine 29 of docunent
D2 is translated as paper nmaking clothing or wire or
fabric. A paper making clothing, in contrast to a paper
making felt, of course includes a fibre structure.
Therefore, in docunent D2 an article of paper machine
clothing suitable for use in the form ng, pressing or
drying sections of a paper nmaking machi ne which article
includes a fibre structure is directly and

unanbi guously di sclosed (colum 1, lines 43 to 51 and
colum 4, lines 26 to 39).
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Docunent D2 di scl oses the production of wires or
nmonofilaments (colum 1, lines 43 to 58) which are
suitable for the production of a paper making cl othing,
conveyor belts or other articles, whereby papernmaking
clothing is put in the first place (colum 4, lines 26
to 31). Furthernore, papernmaking clothing is further

di scussed wth respect to deficiencies caused by faulty
filaments (colum 4, lines 32 to 36).

I n docunment D2 two pol yesters are highlighted by the
use of the term "bevorzugt" (preferred), nanely

pol yet hyl enet er epht hal ate and pol y-(1, 4-

di met hyl ol cycl ohexanet er epht hal ate), the | ast one
corresponding to the polyester used in the contested
patent. This is a clear hint for the skilled person
that these two pol yesters are well suited for making
filaments or fibres and after that for making

paper maki ng clothing fromthe filanents. Poly-(1,4-
di met hyl ol cycl ohexanet er epht hal ate) has a hi ndered
car boxyl group and a nelting point greater than 260°C
(see al so docunent D3, page 450, Table 2, 6th row).

Therefore, the person skilled in the art infers
directly and unanbi guously from docunent D2 the
subject-matter defined in claiml1l of the contested
pat ent .
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Reasons for the Decision
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Mai n Request

Caim1l
The paper making screen, i.e. "Papiersieb" according to
colum 4, line 29 of docunent D2, is a paper machine

clothing made of filanents suitable for use in the
formng, pressing or drying sections of a paper making
machi ne, as al so argued by the appellant. Therefore, in
the present case the terns paper nmaking screen and
paper machi ne cl othing can be used interchangeably.

Docunent D2 discloses to the person skilled in the
field of papermaking that, for the production of a
paper machine screen, filaments treated according to
t he met hod described in docunment D2 shoul d be used
(colum 4, lines 26 to 29), said filanments being
uniformy round nonofilanments (colum 1, l|ines 43

to 60) nmade of synthetic |inear high-polyners and
especially of polyesters (colum 2, lines 62 to 66)
whi ch can be further processed to fabrics (colum 1,
lines 58 to 60).

According to docunent D2 (colum 3, lines 40 to 42) the
preferred polyesters to be treated by the nethod and

t he machi ne described in docunent D2 are pol yethyl ene-
t erepht hal ate and pol y-(1, 4-

di met hyl ol cycl ohexanet er epht hal at e) .

Pol y- (1, 4- di et hyl ol cycl ohexanet erepht hal ate) is a
pol yester having a "hindered carboxyl group”, nanmely a
cycl ohexane noiety, in the neaning of the patent in
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suit, see page 2, line 55 to page 3, line 7, and a
melting point |ying between 285°C and 295°C, see
docunent D3, page 450, Table 2, 6th row.

Therefore, the person skilled in the field of

paper maki ng screens derives fromthe disclosure of
docunent D2 directly and unanbi guously the subject-
matter defined in claim1l of the contested patent,
nanely an article of paper machine clothing suitable
for use in the formng, pressing or drying sections of
a paper maki ng machi ne which article includes a fibre
structure having fibres made of poly-(1, 4-

di met hyl ol cycl ohexanet erephthal ate), i.e. of a

pol yester material having a hindered carboxyl group,
said fibres having a nelting point greater than 260°C.

The Board cannot agree to the argunents presented by
t he appellant for the foll ow ng reasons:

Docunment D2, columm 4, lines 34 to 39 is directed to

t he deficiencies caused by the use of non-uniformy
round filaments in the production of paper making
screens. In order to overcone such deficiencies
docunent D2, colum 4, lines 26 to 29 teaches that
paper maki ng screens shoul d be produced using filanents
being treated according to the process described in
docunent D2. Although in colum 3, lines 46 to 53 of
docunent D2 it is stated that al so other synthetic

I i near high polyners than polyesters can be treated
according to the process described in docunment D2, it
is obvious fromthe passages columm 2, lines 61 to 66
and colum 3, lines 30 to 42 of docunent D2 that |inear
pol yesters and especi ally pol yet hyl enet er epht hal at e and
pol y- (1, 4-di net hyl ol cycl ohexanet er epht hal ate) are
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recommended for optimsing the results of the nmethod
descri bed in docunent D2, and thus overcom ng the

probl ems occurring in the manufacturing of paper making
screens. Therefore, the person skilled in the field of
paper maki ng derives from docunent D2 directly and
unamnbi guously the information to use filanments of poly-
(1, 4-di nmet hyl ol cycl ohexanet erephthal ate) in order to
produce paper maki ng screens w thout the deficiencies
mentioned in colum 4, lines 34 to 39.

For the novelty test of the subject-matter of claiml
of the patent in suit in conparison with the disclosure
of document D2 it is irrelevant whether also end
products other than paper meking screens, i.e. conveyor
belts, can be made using poly-(1,4-

di met hyl ol cycl ohexanet er epht hal ate) or whet her al so

mat eri al s supposedly unsuitable for producing paper
maki ng screens, |ike PVC, are also nentioned as being
treatabl e by the nethod disclosed in docunent D2. It is
evident fromcolum 3, lines 41 to 42 and col umm 4,
lines 26 to 29 of docunent D2 that said docunent
proposes as preferred material for achieving optinal
uniformy round filanments for paper nmaking screens

wi t hout the deficiencies nmentioned in colum 4,

lines 34 to 39, the specific polyester poly-(1,4-

di et hyl ol cycl ohexanet erepht hal ate). Therefore, a paper
machi ne cl ot hing made out of filaments of poly-(1, 4-

di met hyl ol cycl ohexanet erepht hal ate is clearly known
from docunent D2.

As regards decisions T 305/87, T 867/93, T 161/82,

T 651/91 and T 77/97 relied on by the appellant, the
Board observes that the first two cases concern the
conbi nation of different features with each other, said



2537.D

-9 - T 0212/ 01

features belonging to separate enbodinments in a single
prior art docunent, in the third case it was found that
by a possible accidental anticipation a particularly
careful conparison has to be nmade between what could
fairly be considered to fall within the wording of the
cl ai m and what was shown in the prior art docunent, in
the fourth case it was found that even when a generic
di scl osure | eaves a choice of only two alternatives,

t he generic disclosure does not take away the novelty
of a specific exanple falling within that disclosure
and in the fifth case the priority right was denied to
cl aims having two specific conpounds although the
priority document contained a claimcontaining a
formula covering just four conpounds of which the two
cl ai med conpounds were nenbers.

In the judgnment of the Board none of these decisions
applies to the present case or supports the appellant's
case. Docunent D2 proposing a specific material, i.e.
pol y- (1, 4-di net hyl ol cycl ohexanet er epht hal ate) and a
specific end product, i.e. paper making screen, neither
descri bes separate enbodi nents disclosing different
features as is the case in the first and second board
of appeal cases nentioned above, nor discloses a
generic disclosure or fornula as is the case in the
fourth and fifth decisions nentioned above. Moreover, a
paper making screen made of poly-(1, 4-

di et hyl ol cycl ohexanet er epht hal ate) as di sclosed in
docunent D2 is not an accidental anticipation since
docunent D2 addresses explicitly the problem of the
qual ity inprovenent of a paper making screen, see
colum 4, lines 34 to 39.
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Therefore, the subject-matter of claiml is not novel
and thus does not fulfil the requirenents of Article 54
EPC.

Auxi l i ary Requests

None of the clainms of the auxiliary requests has been
exam ned by the opposition division.

In accordance with Article 111(1) EPC, the Board
therefore considers it appropriate to remt the case to
the first instance for further exam nation so as to
give the appellant the possibility to argue his case
before two instances.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The main request of the appellant is refused.

3. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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