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Summary of Facts and Subm ssi ons

2603.D

The grant of the European patent No. 0 407 004 in the
name of Borden, Inc. (later Borden Chem cal, Inc. (a
New Jersey corporation)) in respect of European patent
application No. 90 304 243.0 filed on 20 April 1990 and
claimng priority of the US patent application

No. 371833 filed on 27 June 1989 was announced on

14 August 1996 (Bulletin 1996/33) on the basis of

34 cl ai ns.

| ndependent Clains 1, 14, 26 and 33 read as foll ows:

"1. Aliquid radiation-curable release matrix materi al
for coating an inked substrate and/or enbeddi ng
and securing therein a plurality of coated and
i nked optical fibers in a desired configuration,
conpri si ng:

(a) from35 percent to 98 percent by weight of an
al i phati c pol yet her-based urethane acryl at e;

(b) fromO0.5 percent to 35 percent by weight of a
nononer having a plurality of acrylate or

nmet hacryl ate noi eti es per nononer nol ecul e and
selected fromtrinethyl ol propane triacryl ate;
trimet hyl ol propane trinmethacryl at e;
pentaerythritol triacrylate; pentaerythritol
trimethacryl ate; pentaerythritol tetracryl ate;
pentaerythritol tetranethacryl ate;
trimet hyl ol propane propoxylate triacryl ate;

tri met hyl ol propane propoxyl ate trinethacryl ate;
tri nmet hyl ol propane et hoxyl ate triacryl ate;

tri met hyl ol propane et hoxyl ate tri nmethacryl at e;

gl ycerol propoxytriacryl ate; glycerol
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propoxytri met hacryl ate; di pentaerythritol
nonohydr oxy pentaacryl ate; di pentaerythritol
nmonohydr oxy pent anet hacryl ate; GCs- Ci2 hydrocar bon
di ol diacrylates; GCs- Ci2 hydrocarbon diol

di met hacryl ates; and m xtures thereof;

(c) fromO0.5 percent to 20 percent by weight of a
conponent sel ected froman acrylate or

nmet hacryl ate nmonomer havi ng an al kyl noiety
conprising from?7 to 18 carbon atons, Cgsto GCgs
hydrocarbon diol diacrylates; Cygsto Cs hydrocarbon
di ol di methacryl ates; caprol actone acryl ate;
caprol actone nethacryl ate, and m xtures thereof;
and

(d) fromO percent to 10 percent by weight of a
phot oi niti ator,

all of said percentages by weight being based on
the total weight of (a), (b), (c) and (d).

An optical fiber ribbon assenbly conprising:

a plurality of optical fibers disposed in an
arrangenment in which the fibers are held in a
fixed relationship; and the radiation curable
matri x material of any one of clains 1 to 13
bondi ng said fibers in said arrangenent,

said matrix material having sufficient adhesion to
said fibers to remain adhered thereto during use
but being easily strippable therefrom

A process for preparing an optical fiber ribbon
conpri si ng:

mechani cal ly arranging optical fibers in a
general ly parallel arrangenent;
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appl yi ng about said fibers the matrix material of
claims 1 to 13; and

curing said matrix material, thereby securing said
fibers in said arrangenent.

33. A process for adjusting the adhesive bond of a
cured, radiation-curable matrix material, to
coated and i nked glass optical fibers to which
said cured matrix material is bonded, wherein

said optical fibers are coated with a coating
conprising a cured acryl ate-containing or a cured
nmet hacryl at e-cont ai ni ng coati ng conposition

said coated fibers are colored by the application
over their respective coatings of inks of
different respective colors, for individual fiber
identification, and

said matrix material conprises a radiation-curable
matrix material of clains 1 to 13,

sai d process conprising incorporating in said
uncured matrix material a conponent which
conprises a polyester based aliphatic urethane
acryl ate oligoner."

Dependent Claim 2 read as foll ows:
"A radiation curable matrix material according to
claim1, wherein said polyether-based urethane acryl ate

is silicone-nodified."

Clains 3 to 13, 15 to 25, 27 to 32, and 34 were
dependent cl ai ns.
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1. Two notices of Opposition were filed against the patent,
as follows:

(i) by Alcatel Al sthom Conpagnie Général e
d Electricité (Opponent |), on 14 May 1997, on the
grounds of |ack of novelty and |ack of inventive
step (Article 100(a) EPC), and

(iit) by DSM N. V (|l ater Koninklijke DSM N.V) (Opponent
1), on 14 May 1997, on the grounds of |ack of
novelty and | ack of inventive step (Article 100(a)
EPC), and of Article 100(b) EPC. The objection
under Article 100(b) EPC was, however, w thdrawn

at the oral proceedings of 23 Novenber 2000.

The obj ections were supported inter alia by the
fol |l ow ng docunents:

JP-A-1-153 710 (English translation);

EP-A-0 114 982;

EP- A-0 157 396;

JP- A-63-281 109 (English translation);

EP- A-0 194 891;

JP- A-63-275 619 (English translation);

a: Technical Data Sheet of Cablelite 950-700, dated

Sept enber 1988;

D9b: Techni cal Data Sheet of Desolite 3036-114E; dated
Sept enber 1983;

D10: Techni cal Data Sheet of Cablelite 950-701, dated
Sept enber 1988; and

D12: EP-A-0 270 854.

883K SR E

2603.D
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L1l By a deci sion announced orally on 23 Novenber 2000, and
issued in witing on 5 Decenber 2000, the Opposition
Division held that the grounds of opposition did not
prejudi ce the nmai ntenance of the patent in anended form
The deci sion was based on the follow ng requests of the
Patent Proprietor:

(i) A main request consisting of the set of Clains 1
to 34 as granted,

(it) Afirst auxiliary request consisting of a set of
Clainms 1 to 34, filed during the oral proceedi ngs
of 23Novenber 2000; and

(1i1)A second auxiliary request consisting of a set of
Claims 1 to 32, also filed at the oral proceedings
of 23 Novenber 2000.

The first auxiliary request differed in substance from
the main request in that the proviso that "when
conponent (b) is a G- Cy hydrocarbon diol diacrylate or
nmet hacryl ate conmponent (c) is not 7-18C al kyl acrylate
or nethacryl ate" had been incorporated in independent
Caiml1l and that Caim2 had been drafted as an

i ndependent claimincorporating the features of granted
Claim1l1l and of granted Caim 2.

The second auxiliary request differed fromthe main
request in that in Caim1l the conponent (a) had been
restricted to "an aliphatic polyether-based silicone-
nodi fi ed urethane acrylate”, i.e. the features of
granted Caim2 had been incorporated in Claim1 and
t he remai ning claims had been renunbered and re-
appended accordi ngly.

2603.D
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The decision stated that conparative Exanple 3 of
docunent D6 described a material as defined in aiml
of the patent in suit, and that the intended use of the
material of Claim2l could not establish the novelty of
said material .

Concerning the first auxiliary request, the decision
held that Caim1l thereof did not neet the requirenments
of Article 123(2) EPC since the proviso had no basis in
the application as filed or in docunent D6.

The decision stated that the subject-matter of Claim1l
of the second auxiliary request was novel, since none
of the docunents cited by the parties described a
conposition conprising an aliphatic pol yether-based
silicone-nodified urethane acrylate in conbination with
conmpounds (b) and (c) as defined in Caiml.

Concerning inventive step, docunent D1, which dealt
with matrix material for optical fibers, was considered
as the closest state of the art. Starting fromDl, the
techni cal problem was seen as the provision of a

radi ation curable matrix material for inked optical
fibers, said matrix material being resistant to
breakout failure, i.e. to the renoval of the ink from
coated, coloured fibre when the matrix was stri pped.
The matrix material should be noisture and sol vent

resi stant and non yell owi ng and shoul d exhibit thernmal,
oxi dative and hydrolytic stability, ease of stripping,
fast cure and resistance to failure during cabling.

The decision stated that D1 did not nention the problem
of breakout failure. It also held that, even if the
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conposition of the products Cabelite 950-700 and

Cabel ite 950-701 woul d have been known before the
priority date of the patent in suit and even if it
woul d have been known that these conponents m ght sol ve
a partial problemof the patent in suit, this would not
suggest to conbi ne such conponent w th conponents (b)
and (c) as defined in Caim1l to solve the technical

pr obl em

The decision further stated that the ot her docunents
cited did not deal with matri x conpositions.

Thus, the Opposition Division cane to the concl usion
that the subject-matter of the second auxiliary request

i nvol ved an inventive step.

Notices of Appeal were filed on the 15 February 2001 by
both the Appellant | (Patent Proprietor) and the

Appel lant 1l (Opponent 11). The prescribed fees were
pai d on the sane day.

Wth the Statenent of G ounds of Appeal filed on

12 April 2001, Appellant | naintained its main request
and its first auxiliary request. It submtted a set of
78 clainms representing a second auxiliary request, and
made the second auxiliary request presented at the oral
proceedi ngs before the Opposition Division its third

auxiliary request.

O the independent Cains 1, 10, 19, 28, 29, 41, 60 and
77 of the second auxiliary request, Cains 1, 10, 19,
28, and 29 were all directed to a liquid radiation-
curable release matrix material for coating an inked
substrate and/or enbeddi ng and securing therein a
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plurality of coated and inked optical fibres in a
desired configuration. Furthernore C aim 29
corresponded to Claim1l1 of the third auxiliary request,
Claim4l was directed to an optical fibre ribbon
assenbly, Claim60 to a process for preparing an
optical fibre ribbon, and Claim77 to a process for

adj usting the adhesive bond of a cured, radiation-
curable matrix material, to coated and inked gl ass
optical fibres to which said cured matrix material is
bonded.

Claims 2 to 9, 11 to 18, 20 to 27, 30 to 40, 42 to 59,
61 to 76, and 78 were dependent cl ai ns.

The Parties were inforned of the provisional view of
the Board by its conmunication dated 6 June 2003.

Wth its interlocutory decision dated 2 Cctober 2003,
the Board refused the main request on the grounds of

| ack of novelty of the subject-matter of daiml

t hereof in view of Conparative Exanple 3 of D6. It also
canme to the conclusion that the question of the
allowability of the disclainer incorporated in Claiml
of the first auxiliary request could not be decided
until the decision of the Enlarged Board of Appeal in

t he case G 1/ 03 was known.

The Parties were sumoned on 12 May 2004 to oral
proceedi ngs scheduled to take place on 28 QOct ober 2004.

The argunents whi ch had been presented by Appellant |
inits witten subm ssions dated 12 April 2001 and

5 Novenber 2001 in respect of its auxiliary requests
could be sunmarized as foll ows:
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(i) Concerning the first auxiliary request:

(i.1) The overlap between conparative Exanple 3 of D6
and the invention clainmed in granted claim1l was
accidental since there was no indication that the
conposition of conparative Exanple 3 of D6 had any
properties which would have nmade it useful as a matrix
material having strippability.

(i.2) Thus, the amendnment made in Claim1l was
adm ssi bl e.

(ii1) Concerning the second auxiliary request:

The clains thereof related to an invention which was
neither anticipated nor rendered obvious by the
prior art docunents in the opposition proceedi ngs.

(tii) The third auxiliary request corresponded to the
request found all owabl e by the Opposition D vision.

(iv) Concerning all the auxiliary requests:

(iv.1) D1 did not address the problem of break out
failure. It dealt with a different problem i.e. howto
reduce the friction coefficient between fiber bundles.

(itv.2) D12 did not refer to aliphatic polyether based
silicone urethane coating as defined in the patent in

suit.

(iv.3) On the basis of the information contained in the
Cabelite and Desolite products data sheets (cf. D9a and
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D9b), the skilled person would not be led to consider
that the Cabelite material mght be useful in the
conpositions of DI.

X. The argunents whi ch have been presented in its witten
subm ssi on dated 2 Novenber 2001 by Appellant Il in
respect of the auxiliary requests submtted by
Appel lant | could be summarized as foll ows:

(i) Concerning the first auxiliary request:

(i.1) The anmendnent in Caim1l was not based on D6 or
on the application as filed.

(i.2) Document D6 belonged to the sane field as the
contested patent.

(i.3) Thus, CGaim1l contravened Article 123(2) EPC
(ii) Concerning the second auxiliary request:

(ii.1) The clainms were drafted as independent clains
but related to the sanme subject-matter. The cl ains

| acked conci seness contrary to Article 84 EPC.

(ii1.2) CAdaim?29 at |east |acked inventive step for the

foll ow ng reasons:

(1i.2.1) Document D1 clearly suggested using silicone
nodi fi ed pol yether polyol in the manufacture of an
al i phatic silicone nodified pol yether urethane

acryl ate.

2603.D
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(ii.2.2) The only objective problemto be solved vis-a-
vis D1 was the inprovenent of break out properties.

(i1.2.3) I't was however known from docunent D12 that
matrix materials could be nmade froma UV-curable
silicon acrylate and that silicon acrylate inproved the
break out properties.

(ii.2.4) It was further known that the comerci al
product Cabelite 950-700, which was based on an
al i phatic polyether silicone urethane acryl ate,
exhi bi ted good breakout properties.

(ii1.2.5) Thus, the skilled person woul d have chosen
within the teaching of D1, a silicone nodified

pol yet her urethane acryl ate based on an aliphatic

i socyanate to solve the technical problem

(1i.2.6) The same reasoning would apply to D6, since
this docunent al so nentioned the use of polyether
sil oxane in the manufacture of the urethane oligoner.

(i1.3) The subject-matter of Clainms 1 to 9, and 19 to
28 was obvious in the light of a conbination of Dl and
D6.

(iii) Concerning the third auxiliary request of
Appel lant | (which corresponded to the request allowed
by the Opposition Division):

This request | acked inventive step for the sane reasons
as given for Caim?29 of the second auxiliary request.
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Oral proceedings were held on 29 October 2004 in the
absence of Opponent | (Respondent).

At the beginning of the oral proceedings the Appellant
| submtted a new request referred to as Auxiliary
Request la consisting of a set of 34 clains.

| ndependent Claim 1 thereof corresponded to Claim1l as
granted, except for the nmention of the follow ng
proviso at the end of the claim "with the proviso that
when conponent (b) is tricycl odecane di net hanol

di acryl ate, conponent (c) is not isobornyl acrylate.”

Claims 2 to 34 corresponded to Clains 2 to 34 of the
first auxiliary request submtted at the oral
proceedi ngs of 23 Novenber 2000.

The argunents presented by the Parties at the oral
proceedi ngs concerning the allowability under

Article 123(2) EPC of the disclainer (proviso)
incorporated in Caiml the auxiliary request la can be
summari zed as foll ows:

(1) By Appellant I:

(i.1) The disclainmer was used to restore novelty by
delimting Caim1 against Conparative Exanple 3 of D6.

(i.2) Document D6 was concerned with matrix materials
but it did not relate to the problemof inproving their
strippability and break out properties, which was the
aimof the patent in suit.
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(i.3) Furthernore, the anticipation was a conparative
exanpl e.

(i.4) Thus, the skilled person would not have
considered it when working on the invention. This
conparative exanple was of no rel evance for inventive

st ep.

(i.6) Thus, Conparative Exanple 3 represented an
accidental anticipation.

(1.7) The disclainmer excluded specific conponents (b)
and (c) disclosed in conparative Exanple 3 of D6. It
was hence cl ear what was protected and what was not
pr ot ect ed.

(i.8) Even if the disclainmer would appear to be broader
t han Conparative Exanple 3, it represented a good

bal ance between clarity and distance fromthe prior art
and did not anpbunt to an arbitrary reshaping of the
claim

(i.9) Consequently the disclainer nmet the requirenents
set in the decision G 01/03 (QJ EPO 2004, 413) for an
al | owabl e di scl ai mer agai nst an anti ci pati on under
Article 54(2)EPC.

(ii) By Appellant I1:

(ii.1) The disclainmer was too broad since it contained
no reference to the conponents of Conparative Exanple 3
corresponding to conponents (a) and (d) according to
the patent in suit.
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(ii.2) Docunent D6 belonged to the sane technical field
as the patent in suit and the conposition of
Conparati ve Exanple 3 was used as matrix materi al

(ii1.3) Even if it was true that D6 did not deal with
the problemof strippability and break out, the
materials disclosed in D6 Iike the material according
to the patent in suit would have necessarily to fulfi
ot her well known requirenents in order to be used as

matri x materi al s.

(ii.4) As indicated under point 2.2.2 of the Reasons of
the decision G 1/03, the | ack of a common probl em was
not deci sive when assessing as to whether an
anticipation should be regarded as accidental, since

t he nore advanced a technol ogy was, the nore the
probl em m ght be fornulated specifically for an

invention in the field.

(ii.5) Thus, Conparative Exanple 3 of D6 could not
represent an accidental anticipation.

After the announcenent by the Board that the disclainer
incorporated in Claiml of auxiliary request la could
not be considered as fulfilling the requirenments of
Article 123(2) EPC, Appellant | withdrew its auxiliary
request | and nmade the third auxiliary request
submtted wth the Statenent of the G ounds of Appea
and corresponding to the request considered as

al l owabl e by the Opposition Division its second

auxi liary request. Consequently, the second auxiliary
request filed with the Statenent of G ounds of appea
becanme then its third auxiliary request.
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Fol l owi ng prelimnary observations under Article 123(2)
EPC from the Board concerning the second auxiliary
request, Appellant | submtted an anmended version
thereof, which differs fromthe request considered as
al l owabl e by the Opposition Division, in that Cains 31
to 32 thereof have been del et ed.

The novelty of the subject-matter of the second
auxiliary request was not challenged by Appellant |1
and the discussion was focussed on the question of the
assessnment of inventive step. The argunents subm tted
by the Parties in that respect can be sunmarized as
fol |l ows:

(a) By Appellant 11:

(a.1) Docunent D1 represented the closest prior art. D1
related to matrix materi als nade of pol yether urethane
acrylate. Starting fromDl, the technical problemto be
solved by the patent in suit was to provide matrix

mat eri al s havi ng good stripping and break out
properties.

(a.2) Docunent D12 clearly taught that silicone
acrylate inproved the strippability of the matrix
mat eri al .

(a.3) Docunent D12 further dealt with matrix materi al
enbeddi ng i nk-col oured coated optical fibers.

(a.4) The aimof docunent D12 was clearly to allow the
identification of the individual optical fibers when
the matrix material was stripped. Thus, D12 al so dealt
with the probl em of break out.
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(a.5) Since D1 further disclosed the use of silicone
nodi fi ed pol yet her polyol and of aliphatic

pol yi socyanate as conponents for the polyether urethane
acrylate matrix material, the subject-matter of the
patent in suit was obvious in view of the conbination
of DI with D12.

(a.6) According to a second approach, starting from D1,
t he technical problemunderlying the patent in suit
could be split out in tw different unrelated probl ens
i.e. (i) inmproving the rel ease properties of the matrix
material, and (ii) inproving the stability of the

matri x material .

(a.7) The solution of the first partial problemwas
obvious in view of D12, and the skilled person would
have used silicon nodified urethane acryl ate.

(a.8) It belonged to the technical general know edge
that aliphatic urethane acrylate had a better stability
than aromatic urethane acrylate. This was illustrated
by the docunent: Norman Allen "Photopol ynerisation and
Phot oi magi ng Sci ence and Technol ogy", El sevier Science
Publ i shers Ltd (1989), pages 250-255 (referred bel ow as
D13), submtted during the oral proceedings.

(a.9) Thus, it would have been further obvious to use
an aliphatic polyisocyanate in the conpositions of DI.

(b) By Appellant 1I:
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(b.1) Docunent D12 did not refer to the use of ink for
di stingui shing the individual optical fibers.

(b.2) Document D12 nerely related to the use of
silicone acrylates. It did not refer to urethane
silicone acrylate, let alone to polyether silicone

uret hane acrylate, and even less to aliphatic polyether
silicone urethane acryl ate.

(b.3) Thus, even if one would conbine D1 with D12,
several selections would be required to cone to the
i nvention according to the patent in suit.

(b.4) Document D13 was |ate filed and shoul d not be
admtted into the proceedings.

(b.5) Furthernmore it was not possible to consider, as
done by Appellant Il, that the problemof strippability
and break out and the problemof stability were

unr el at ed.

The Appellant | requested that the decision under
appeal be set aside, and the patent be maintai ned on
the basis of the auxiliary request la consisting of
clainms 1 to 34 or in the alternative on the basis of

t he second auxiliary request consisting of clains 1 to
30, each as submtted at the oral proceedings, or in
the alternative on the basis of the third auxiliary
request consisting of clains 1 to 78, filed with the
statement of the grounds of appeal on 12 April 2001.

The Appellant Il requested that the decision under
appeal be set aside and that the patent be revoked.
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The Respondent nade no request.

Reasons for the Deci sion

1. The appeal s are adm ssi bl e.

Auxiliary request la

2. Wirdi ng of the clains

2.1 It is noted by the Board that an objection under
Article 100(c) EPC has neither been raised agai nst the
granted patent by the Qpponents, nor dealt with in the
appeal ed deci si on.

2.2 This has as a consequence that the assessnent of the
allowability of Claim1 under Article 123(2) EPC nust
be limted to that of the anmendnents nmade during the
opposi tion and/ or opposition appeal proceedi ngs
(G 10/91, Q EPO 1993, 420).

2.3 Claim1 differs fromCaim1l as granted in that the
provi so that when conponent (b) is tricyclodecane
di mret hanol di acryl ate, conponent (c) is not isobornyl
acrylate, has been incorporated in Caiml.

2.4 In that respect, it is firstly clear, in view of the
argunents presented by the Appellant |, that this
proviso is intended to exclude overl appi ng discl osure
in docunent D6 (i.e. Conparative Exanple 3 thereof),
whi ch belongs to the state of the art according to
Article 54(2) EPC. Consequently, this proviso amounts
to a negative feature excluding specifically defined

2603.D
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enbodi ments fromthe scope of daiml, i.e. to a
di scl ai ner.

It is further clear that this disclainer has no support
in the application as originally filed.

Thus, the question of the allowability of Caim1 under
Article 123(2) EPC boils down to the question as to
whet her the disclainer introduced therein neets the
requi renents for an all owabl e disclainmer set in the
deci sion G 1/03.

In particular, it nmust be decided whether this

di scl aimer restores novelty by delimting the claim
agai nst an accidental anticipation under Article 54(2)
EPC, taking into account, as stated in G 1/03, that an
anticipation is accidental if it is so unrelated to and
remote fromthe clained invention that the person
skilled in the art would never have taken it into

consi deration when nmeking the invention.

Conparative Exanple 3 of D6 discloses a |liquid
radi ation curabl e conposition conprising:

45 g of Polynmer A-2 (an aliphatic pol yether based

uret hane acrylate), i.e. a conpound falling under the
definition of the conmponent (a) according to Caim1l of
the mai n request,

25 g of tricycl odecane di nethanol diacrylate, i.e. a
conpound falling under the definition of conponent (b)
according to Claim1l of the main request;
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12 g of isobornyl acrylate, i.e. a conpound falling
under the definition of conmponent (c) according to
Claim1l of the main request, and

3 g of 1-hydroxycycl ohexyl phenyl ketone, i.e. a
conmpound falling under the definition of conponent (d)
according to Caim1 of the main request.

It must therefore be concluded that Conparative
Exanple 3 of D6 discloses a liquid radiation curable
conposi tion conpri sing:

52,94 wt % of conponent (a),

29,41 wt % of conponent (b),

14,12 wt % of conponent (c) and

3,53 wt % of conponent (d) the percentages being based
on the sums of (a), (b), (c) and (d); and

that this conposition falls under the scope of the
conposition defined in granted C aim 1.

Since the disclainmer incorporated in Claim1l of the
auxi liary request la excludes the conbination of
conponent (b) being tricycl odecane di net hanol

di acrylate with conponent (c) being isobornyl acrylate,
there can be no doubt that the disclainer indeed
restores the novelty of the clainmed subject-matter over
t he Conparative Exanple 3 of De6.

It remains thus to be deci ded whet her Conparative
Exanple 3 of D6 represents an accidental anticipation
in the sense of the decision G 1/03.

In that respect, the Board firstly notes that docunent
D6 refers to the technical field of matrix for optical
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fibers (cf. D6, page 1, line 17 to page 2, |line 19),
and it cannot be denied that the conpositions disclosed
in Conparative Exanple 3 of D6, although not fulfilling
the high quality standard set out in D6 in terns of

t enper at ure dependency of the Young's nodul us (cf.

page 3, lines 1 to 4) could neverthel ess be used for
matri x conpositions with | ess stringent requirenments in

t hat respect.

Furthernore, it cannot be denied that the aimof the
Conpar ati ve Exanples of D6 is indeed precisely to bring
to light the inprovenents achieved in matrix materials
for optical fibers by the conpositions prepared
according to D6 in conparison with those of the prior
art at the tine of D6.

Thus, the conposition of Conparative Exanple 3 of D6
turns out to be known for the sane use as in the patent
insuit, i.e. for making matrix materials for optical
fibers, so that the nere fact that this Exanple is

| abel | ed as conparative cannot alter the fact that it
bel ongs, like the "inventive" part of docunent D6, to
the sane technical field as the patent in suit.

This inplies that the matrix material according to the
patent in suit and that according to Conparative
Exanple 3 of D6 have to fulfil many requirements in
order to have bal anced properties which nake them
useful as a matrix material for optical fibers, and

t hat, when focussing on inproving specific properties
(i.e. break out) of such matrix material, the person
skilled in the art cannot ignore the other well-known
requi renents, and, hence, prior art matrix conpositions
fulfilling these requirenents.



2.7.9

2.7.10

2.8

- 22 - T 0208/ 01

This has for a consequence, that the fact that D6 is
totally silent on the specific problem of break out,
cannot render the anticipating disclosure (i.e.
Conpar ati ve Exanple 3) belonging to the sane technica
field as the clained invention so renote or unrel ated
that the person skilled in the art would never have
taken it into consideration when working on the

i nventi on.

It thus follows fromthe above that Conparative
Exanpl e 3 of D6 does not represent an acci dental
anticipation in the sense of the decision G 1/03, and
that therefore the disclainmer incorporated in Claim1l
is not allowable under Article 123(2) EPC.

Since Caim1l of the auxiliary request |la does not neet
the requirenents of Article 123(2) EPC, this request as
a whol e nmust be refused.

Auxiliary request 11

3.

3.2

2603.D

Adm ssibility of document D13 into the proceedi ngs

As stated in decision T 117/86 (QJ EPO 1989, 401) facts
and evi dence in support of an opposition which are
presented after the nine-nonth period has expired are
out of time and late, and may or may not be admitted
into the proceedings as a matter of discretion under
Article 114(2) EPC.

Since the grant of the European Patent EP 0 407 004 was
announced on the 14 August 1996, and, since as
i ndi cated above in paragraph Xl (a.8), docunent D13 was
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submtted by the Appellant at the oral proceedi ngs of
28 Cctober 2004, it thus follows that docunent D13 nust
be regarded as late-fil ed.

According to the decision T 1002/92 (QJ EPO 1995, 605,
point 3.4 of the reasons) late filed evidence should
only be admtted at the appeal stage, if it can be
considered at first sight to be highly likely to
prejudi ce the maintenance of the patent.

Wi | e docunent D13 has been presented by Appellant 1|1
as illustrating aspects of general know edge before the
priority date of the patent in suit, the question of
what bel onged to the general know edge of the skilled
person at a specific date is a fact |ike any other. And
i ke any other, it may fall inside or outside the
factual framework of the proceedings up to the point
that the docunent is sought to be introduced and may be
rel evant or not to the questions in issue. It is thus
also a matter for the exercise of the Board's

di scretion as to whether such late-filed materi al
shoul d be admtted to the proceedings, in particular in
relation to the criteria set in decision T 1002/92.

In this context, the Board observes that the late filed
docunent D13 which refers to the thermal stability of
radi ati on-cured coatings, and which states that

al i phatic urethane acryl ates crosslinked with
trinmethylol propane triacrylate exhibit a better
stability than aromatic urethane acryl ate crosslinked
by the sanme multifunctional nononmer, does not deal with
al i phatic pol yether urethane acrylates let alone with
silicone nodified aliphatic polyether urethane
acrylates which are an essential elenent of the
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subject-matter of the second auxiliary request. Thus,
t he Board cones to the conclusion that docunent D13
does not neet the criteria set in T 1002/92 for the
adm ssion of late filed docunments.

Consequent |y, docunent D13 is not admtted into the
proceedi ngs (Article 114(2) EPC)

Wirdi ng of the clains

Claims 1 to 30 correspond to Clains 1 to 30 of the set
of Clainms 1 to 32 of the second auxiliary request
consi dered as all owabl e by the Opposition D vision.

No objection under Articles 123(2), 123(3) and 84 EPC
has been raised by the Appellant Il or by the

Respondent in respect of the amendnents nade in these
claims 1 to 30 in the course of the opposition and/or
opposi ti on appeal proceedings, and the Board is al so
satisfied that the requirenents of these articles are
met by all the clains in respect of the anendnents nade.

Novel ty
As indicated above in Section XI, the novelty of the
subject-matter of the second auxiliary request was not

chal | enged by Appellant 11

The Board is also satisfied that the requirenents of
Article 54 EPC are nmet by all the cl ains.

Pr obl em and sol uti on
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The patent in suit relates to radiation curable
conpositions useful as a matrix material for optical
fibers.

Such conpositions are known from docunent D1, which the
Board in conmmon with the Parties and the Qpposition
Division, regards as the closest state of the art.

Docunment D1 relates to a curable bundling material for
optical fibers and to bundled optical fibers in which
the coated optical fibers are held together by the
cured bundling material. The object of D1 is to provide
a curable bundling material for optical fiber which
satisfies all the follow ng characteristics:

(i) the resin is rapidly curable and provides good
productivity;

(ii) the cured material has a sufficient strength and
flexibility.

(iii) the cured material exhibits only small variations
inits properties over a wi de range of tenperature.
(iv) the cured material exhibits only small changes in
its properties upon | apse of tine and thus possesses a
long-termreliability.

(v) the cured material has a good resistance agai nst
chem cal s such as acids, alkalis or the Iike.

(vi) the cured material has only a | ow noi sture and
wat er absorptivity; and

(vii) the cured material has a snooth surface with a
small friction coefficient, this |last one being is
particularly inportant for the curable bundling
material for optical fiber (page 3, line 5 to page 4,
line 10).
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6. 4 According to D1 this curable bundling material for
optical fiber conprises:

(a) polyether polyurethanes of one or nore kinds having
an ethylenically unsaturated group and contai ni ng 40-
85% by wei ght of a tetranethyl eneoxy structure in the
entire structure thereof,

(b) an ethylenically unsaturated nononer, and

(c) a photopolynerization initiator; and which cured
material has a coefficient of dynamc friction with

pol yet hyl ene of not nore than 0.4 (page 4, line 19 to
page 5, line 3; page 9, lines 5 to 18).

Mono- functional vinyl nmononers and pol yfunctional vinyl
nmononers used as ethylenically unsaturated nononer

i ncl ude 2-hydroxyet hyl (meth)acryl ate,

2- hydr oxypropyl (nmeth)acryl ate, tetrahydrofurfuryl
(rmeth)acryl ate, butoxyethyl (neth)acrylate,

et hyl di et hyl ene glycol (neth)acrylate, 2-ethyl hexyl
(et h)acrylate, cyclohexyl (neth)acrylate, phenoxyethyl
(rmeth)acryl ate, polyethylene glycol (neth)acryl ate,

pol ypropyl ene glycol (nmeth)acrylate, nmethyltriethyl ene
gl ycol (neth)acrylate, isobornyl (neth)acrylate, N

vi nyl pyrrolidone, N-vinylcaprolactam diacetone

(et h)acryl am de, isobutoxynethyl (meth)acrylam de,

N, N-di met hyl (neth)acryl am de, t-octyl

(et h)acryl am de, di net hyl am noet hyl (neth)acryl ate,

di et hyl am noet hyl (nmeth)acrylate, (neth)acryl oyl

nmor phol i ne, dicycl opentenyl (neth)acrylate,

tricycl odecanyl (neth)acrylate, the conpound
represented by the follow ng fornul ae

(1) g |

2603.D
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(1) ;

trimethyl ol propane tri(nmeth)acryl ate, pentaerythritol
tri(nmeth)acrylate, ethylene glycol di(nmeth)acryl ate,
tetraet hyl ene glycol di(nmeth)acrylate, polyethylene
gl ycol di(neth)acrylate, 1, 4-butanedi ol

di (meth)acryl ate, 1, 6-hexanedi ol di(neth)acrylate,
neopentyl glycol di(nmeth)acrylate, trinmethylol propane
trioxyethyl (meth)acrylate, tricycl odecane di net hanol
di (neth)acryl ate, dicycl opentadi ene di (nmeth)acryl ate,
di cycl opentane di (nmeth)acrylate, tris-(2-

hydr oxyet hyl )i socyanurate tri(nmeth)acrylate, tris-(2-
hydr oxyet hyl )i socyanurate di (neth)acryl ate,
epoxy(nmeth)acrylate forned by adding (neth)acrylate to
bi sphenol A diglycidylether, and the Iike (page 7,
line 1 to page 8, line 14).

According to D1, the polyether polyurethane having a
tetramet hyl eneoxy structure which is contained in the
conponent (a) can be prepared according to the
foll owi ng processes:

(i) reacting a specific ether type diol with a

di i socyanate to obtain an internedi ate conpound, the
functional group of which is then reacted wth a
conmpound havi ng an ethylenically unsaturated group;
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(ii) reacting a diisocyanate with a conmpound havi ng an
ethylenically unsaturated group to obtain an

i nt ernmedi ate conmpound, the functional group of which is
then reacted with a specific ether type diol;

(1i1) reacting a diisocyanate, a specific ether type
di ol and a conpound having an ethyl enically unsaturated
group sinmul taneously; and

(iv) reacting a specific ether type diol wth a
conpound having an ethylenically unsaturated group and
di i socyanate groups (page 9, line 23 to page 10,

line 18).

The diisocyanates used in the above processes include
for exanple, 2,4-toluene diisocyanate, 2,6-tol uene

di i socyanate, 1, 3-xylene diisocyanate, 1, 4-xylene

di i socyanate, 1, 5-naphthal ene diisocyanate, m phenyl ene
di i socyanate, p-phenyl ene diisocyanate, 3,3'-dinethyl-
4, 4" - di phenyl net hane dii socyanate, 4,4'-di phenyl nethane
di i socyanate, 3, 3'-dinethyl phenyl ene diisocyanate,

4, 4" - bi phenyl ene dii socyanate, hexanethyl ene

di i socyanate, isophorodiisocyanate, and hydrogenated

di phenyl net hanedi i socyanate (page 12, lines 15 to 22).

In the above processes (i) to (iii), a polyol other

t han bi functional one may be used for a diol, inasnuch
as the product may not be gelled. The pol yol s other

t han bi functional ones include addition conpounds of

gl ycerol and propyl ene oxide, glycerol, 1,2, 3-
pentanetriol, 1,2,3-butanetriol, tri(2-hydroxy-

pol yoxypropyl) polysil oxane, polycaprol actonetriol,

pol ycaprol actonetetraol, |iquid polybutadi ene having
nore than 2 hydroxyl groups in a nolecule or a

hydr ogenat ed product thereof (page 14, lines 6 to 17).
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Starting from D1, the technical problemmay be seen in
the provision of radiation curable matrix materials for
i nked optical fibers not |eading to the renoval of the
ink fromthe coated fibers when the matrix material is
stripped (i.e. good break out), and exhibiting noisture
resi stance, solvent resistance, ease of stripping, |ong
termthermal, oxidative and hydrolytic stability, non
yel |l owi ng properties, and resistance to failure during
cabling (cf. patent in suit, page 4, lines 1 to 5).

According to the patent in suit, this problemis solved
by using a curable matrix material conprising an

al i phati c pol yet her-based silicon nodified urethane
acrylate as defined in Caiml.

In view of the conparison between Exanples 1, 2 and 3
of the patent in suit with Conparative Exanple 3 (poor
break out), it is credible to the Board that the

technical problemis effectively solved by the clained

neasur es.

| nventive step

It remains to be decided whether the solution of the
techni cal probl em was obvious to a person skilled in
the art having regard to the relevant prior art.

Al t hough D1 nentions that a pol yether having a silicone
chain m ght be used in the processes (i) to (iii) for

t he manuf acture of the unsaturated pol yether urethane
conmponent, and that an aliphatic diisocyanate m ght be
used in the manufacture of unsaturated pol yether

uret hane (cf. points 6.5, 6.6, and 6.7 above), it is
evident (cf. point 6.3 above) that docunent D1 contains
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no indication as to whether an unsaturated pol yether

ur et hane conponent based on this specific conbination
of starting conponents would allow, when m xed with
conponents such as conpounds (b) and (c) as defined in
the patent in suit, the manufacture of matrix materials
havi ng i nproved break out properties w thout inpairing
t he ot her requested properties.

Nevert hel ess, at the oral proceedings, the Appellant |1
has further relied on the conbination of docunment D1

wi th docunment D12 in order to challenge the inventive
step of the subject-matter of Caiml.

Docunment D12 relates to a cable elenent conprising a
mul tiplicity of optical fibers enbedded in a matrix
material. According to D12 the individual optical
fibers are coated with a coloured |ayer in order to
facilitate their identification when the matrix
material is stripped fromthe fibers to permt splicing
(page 2, lines 3 to 22; page 3, lines 21 to 29).

Wiile it is true, as submtted by the Appellant I

t hat docunent D12 di scloses that the stripping mght be
i mproved by using a UV-curable silicon acrylate matrix
material (page 3, line 35 to page 4, line 5), and it
could be accepted that the col oured coatings applied in
D12 on the optical fibers mght also enconpass col oured
inks, it cannot, however, be accepted that docunent D12
gives any specific information on the silicon acrylate
matrix material to be used or that it is other than
totally silent on the problem of break out.

Consequently, even if the skilled person would have
conbi ned the teaching of D1 with that of D12 concerning
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the use of silicone acrylate matrix material, it would
still have needed to carry out the follow ng successive
steps in order to conme to the clained invention:

(1) firstly selecting an aliphatic polyi socyanate anong
t he pol yi socyanates nentioned in DL (cf. point 6.6
above) for meking the polyether polyurethane silicone
acryl at e;

(ii1) secondly selecting anong the unsaturated nononers
of D1 (cf. point 6.4 above) conponents (b) and (c) as
defined in Caim1l1 of the patent in suit, and

(iii) thirdly conbining this aliphatic polyether

pol yur et hane silicone acrylate with the selected

conponents (b) and (c) in the required anmounts as
defined in the Caim1l of the contested patent.

In this connection, while the skilled person could
presumably have sel ected anong the radiation curable
matri x conpositions disclosed in D1 conpositions
corresponding to the final step (iii) above, it is

i medi ately evident that it would not have carried out
t hese sel ecting steps for the purpose of solving the
techni cal problemunderlying the patent in suit, since
neither D1 nor D12 provides guidance as how to choose
t he appropriate starting conponents of the curable
silicon acryl ate conposition for any purpose, |let alone
for inproving the break out properties of the obtained

matri x materi al .

Thi s concl usion cannot be altered by the further
argunment of Appellant Il that the technical problem
underlying the patent should be split into two parti al
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and unrel ated problens, i.e. the inprovenent of the

rel ease properties of the matrix material solved by the
use of a silicone conponent and the probl em of
increasing the stability of the matrix material solved
by the use of an aliphatic polyisocyanate, since this
argunment presupposes that the choice of the

pol yi socyanate has no influence on the rel ease
properties of the matrix material, that the

i ncorporation of a silicone conponent puts no bar on
the stability of the matrix, and, noreover, that there
is no interaction between these two conponents on these
two properties. Such evidence has, however, not been
provi ded by Appellant 11

Thus, the Board can only come to the concl usion that
neither Dl itself nor its conbination with D12 can
suggest the solution proposed in the patent in suit.

Al t hough, at the oral proceedings, Appellant Il no
longer relied on its line of argunents based on the
prior use of the products Cabelite 950-700 or Desolite
3036-114E in radiation curable conmpositions for coating
optical fibers, this reference woul d not have been, in
the Board's view, of any assistance to the solution of
t he technical problemfor the follow ng reasons:

The technical |eaflet of Desolite 3036-114E (cf.
docunent DOb) indicates that this product is a very
soft, | ow nodul us buffer coating conposition intended
for use on glass optical fibers, and, that due to its
soft conposition, it nust be overcoated with a hard
secondary buffer.
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Taking into account that Cabelite 950-700 and Desolite
3036- 114E are, according to Appellant 11, the sane
product (cf. declaration of M Abel of 21 Septenber
2000), this inplies that these products woul d not be
normal ly used as matrix material. Consequently, at

| east for this reason, the skilled person would be | ed
away fromthe use of these conponents in a matrix
conposi tion.

Furthernore, the technical |leaflet of Cabelite 950-700
(cf. docunent D9a) and that of Desolite 3036-114E (D9b)
are totally silent on the break out properties of these
products if they were used in the manufacture of matrix
mat eri al s.

In the Board's view, such a property is, furthernore,
not an intrinsic property of the products, which
according to the decision G 1/92 (QJ EPO 1993, 277)
shoul d be considered to have been nade available to the
public by the nere delivery of said material to a

cust oner.

Consequently, the skilled person woul d not have derived
fromthe materials Cabelite and Desolite any clue as to
t heir possible break out characteristics (T 472/92, QJ
EPO 1998, 161; Reasons 7.3.4 to 7.3.7), and therefore
any hint to the solution of the technical problem as
proposed by the patent in suit.

The remai ni ng docunments D2, D3, D4, D5 and D6 do not
refer at all to the problemof inproving the break out
properties of matrix material for optical fibers. Hence,
none of these docunents would offer to the skilled
person a hint to the solution of the technical problem
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7.12 Thus, it follows fromthe above that the subject-nmatter
of Caiml, and by the sane token, that of dependent
Claims 2 to 12 involves an inventive step over the
cited prior art (Article 56 EPC). The sane concl usi on
applies a fortiori to the subject-matter of Clains 13
to 23 which are directed to an optical fiber ribbon
conprising the matrix material of Clains 1 to 12, and
to Clains 24 to 30, which relate to a process for
manuf acturing an optical fiber ribbon by using a matrix
mat erial according to Clainms 1 to 12.

7.13 Consequently, the second auxiliary request of the
Appel lant 1 is allowable.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The auxiliary request la is refused.
3. The case is remtted to the first instance with the

order to maintain the patent on the basis of the second
auxiliary request consisting of clains 1 to 30 filed at
the oral proceedings, and after any necessary
consequenti al anmendnent of the description.

The Regi strar: The Chai r man:

2603.D
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E. Gorgnmaier R Young
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