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Summary of Facts and Subm ssi ons

1308.D

The appel |l ant (applicant) has | odged an appeal agai nst
t he decision of the exam ning division to refuse

Eur opean patent application nunber 97932971.1 (based on
the International application No. PCT/IB97/00985
publ i shed under International Publication

No. WD 98/07167).

In the decision under appeal the exam ning division
hel d that the subject matter of claim1l of the main
request then on file failed to define the structural
features by which the storage capacity specified in the
clai mcould be achieved, and in particular failed to
specify the increased specific area substrate surface
as an essential feature of the clainmed subject-matter
(Article 84 EPC). The exam ning division also held that
the relative term"thin" in the expression "thin filnf
of claiml is open to arbitrary interpretation
(Article 84 EPC), and expressed doubts as to whet her
the storage capacity of a conposite as clained
constitutes a paranmeter comonly used in the art and
whet her the paraneter can be clearly and unanbi guously
determ ned (Article 84 EPC). The division further held
that claim1 according to the auxiliary requests then
on file did not conply with the requirenents of

Article 123(2) EPC

Wth the statenent setting out the grounds of appeal

t he appellant subm tted an anended set of clains
including a claim1l identical to claiml of the main
request upon which the contested decision was based and
claims 2 to 39 all referring back to the subject matter
of claim1, and requested that the decision under
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appeal be set aside and that a patent be granted on the
basis of this set of clains. The appellant al so
requested oral proceedings on an auxiliary basis.

Claim 1 according to the present request of the
appel l ant reads as foll ows:

"Athin filmconposite of a substrate and a thin
film wherein the thin filmconprises bariumtitanate
of the fornmula Bas Tip O wherein a and b are
i ndependent|y between 0.75 and 1.25 and c is between
about 2.5 and about 5.0, and further wherein the thin
filmconposite has a storage capacity of at least 0.3
farad/ cn?. "

Wth a comruni cation pursuant to Article 12 of the

Rul es of Procedure of the Boards of Appeal the Board
informed the appellant of its prelimnary view that the
argunent s advanced by the exam ning division in the
deci si on under appeal in support of the objections

rai sed under Article 84 EPCwith regard to claim1l did
not appear persuasive. In the comrunication the Board
al so nade the foll ow ng observati ons:

(a) "Areview of the exam nation file reveal s that

- t he exam nation proceedi ngs have been
essentially focused on the conpliance of claiml
with the requirenents of Article 84 EPC, and the
di vi sion has not yet carried out an extensive
exam nation of the application, in particular on
the requirements laid down in Article 83 EPC
[...] and Article 52(1) EPC (novelty and

i nventive step); and
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the International Search Report has not been
established for all the originally clained
subject matter (see annex to form PCT/ | SA/ 210 of
the International Search Report).
In these circunstances, the present appeal should
be confined to the grounds invoked by the division
in the decision under appeal, i.e. to the
conpliance of claiml with the requirenents of
Article 84 EPC. "

"In view of the above, the Board woul d envi sage
setting aside the decision under appeal and the
remttal of the case to the departnent of first
instance for further prosecution (Article 111(1)
EPC) in order not to deprive the appellant of the
possi bility of having the outstanding issues
consi dered by two instances.

Since in case of remttal the exam nation
procedure woul d be continued before the

exam nation division, there appears to be no need
to appoint oral proceedings before the present
Board. "

"Incidentally, the Board draws the attention of

t he appellant to the follow ng findings the

pertinence of which should, upon remttal of the

case, also be considered by the exam ning division:

(1) Present clainms 9 and 11 refer to non-
reactive, strain-inducing conponents in the
substrate and woul d not appear to be
supported by the description which only
refers to additional conponents in the thin
film(Article 84 EPC). In addition, these
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two clains, although formally based on
claim 13 of the original application, do not
require an oxide including the component "M
- as was the case in claim13 of the
original application by virtue of its
reference to claim7 - and it is doubtful
whet her the original application supports

t he generalization made (Article 123(2) EPC)
Sim | ar considerations apply to claim12 by
virtue of its dependency on claim 11.

Present clainms 14 to 18 specify features
(pol ari zation reversing and induci ng neans,
a buffer layer, etc.) that do not appear to
be supported by the description (Article 84
EPC). In addition, contrary to clainms 25, 33,
34 and 36 as originally filed which required
particul ar substrate materials, present
claim 14 does not appear to require any
specific substrate material and the original
application would not support the
generalization inplied by the claim
(Article 123(2) EPC).

The features of present claim 33
(unspecified "M, stoichiometric quantity
defined in nol percent, etc.) are indefinite
and in any case do not appear to be
supported by the original application
(Articles 84 and 123(2) EPC). The wordi ng of
present claim38 (see lines 1 to 3) is also
indefinite (Article 84 EPC).

The production in claim34, lines 2 and 3 of
a titanium conponent fromonly barium and
acetate conponents is indefinite (Article 84
EPC) .
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(v) Present claim 11 woul d appear to be
superfluous by virtue of its dependency on
claim 10 which also refers to claim?9
(Article 84 EPC, first sentence). The same
deficiency is also noted with regard to
claim 33 (see clains 7 and 28)."

In reply to the Board' s communi cati on the appel |l ant
expressed its agreement wth the remttal of the case
to the departnment of first instance.

The argunents submtted by the appellant in support of
its requests, as far as they concern issues which are
rel evant to the present decision, can be summari sed as
fol | ows:

The thin filmconposite defined in claim1 exhibits an
extrenmely high energy density and has applicability in
t he production of mcro-mniature capacitors.
Contrarily to the exam ning division's opinion, the
storage capacity of a thin filmconposite can be given
in ternms of the capacitance neasured in Farads per
cubic centinetre. Docunment EP-A-0459575 cited in the

I nternational Search Report exenplifies in the passage
on page 2, lines 24 and 25 the trend towards
mniaturized el ectronic parts having a higher vol une
capacity. The remaining clains are directed to the
different fields of application and the different

nmet hods of preparation of the thin filmconposite of
claim1 and are supported by the correspondi ng passages
of the description.
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Reasons for the Deci sion

1

1308.D

The appeal is adm ssible.

Conpliance of claim1 wth the requirenments of
Article 84 EPC

The application was refused by the exam ning division
on the grounds that claim1 did not conply with the
requirenments of Article 84 EPC, the reasons being as
set out in point Il above. Each of the issues addressed
by the exam ning division under Article 84 EPCis
considered in the foll ow ng:

In the decision under appeal the exam ning division
objected to the interpretation of the relative term
“"thin" in the expression "thin filni of the

i ntroductory passage of claim1.

Claim 1 defines a conposite constituted by a substrate
and a dielectric thin-filmand having a relatively high
storage capacity expressed in terns of the capacitance
per unit volunme. The skilled person working in the
technical field of mcroel ectronic conmponents woul d

t herefore understand that the conposite defined in
claim1 operates, when electrically coupled to other
conponents, as a capacitor of the dielectric thin-film
type well known in the art. In addition, it is comon
knowl edge in this art that the dielectric filmof a
thin-filmcapacitor should be sufficiently thin to
provi de a significant capacitance, but thick enough to
preserve the physical characteristics of the film and
in particular to withstand rel atively high voltages
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wi t hout dielectric breakdown. Thus, the relative term
"thin" has for the skilled reader a sufficiently
precise neaning in the context of the claimand in
particular in the light of the use of the filmin a
capacitor of the dielectric thin-filmtype.

Consequently, the expression "thin filnl has a well -
recogni sed neaning in the context of the subject-matter
of claim1l and in the Board's view the use of the
relative term"thin" does not render the claimunclear
within the nmeaning of Article 84 EPC (see in this
respect T 860/93, QJ EPO 1995, 47, point 3.1 of the
reasons, and the Guidelines CI1Il, 4.5).

In the decision under appeal the exam ning division
al so objected to the definition of the subject-matter
of claiml in terms of the storage capacity of the
conposite.

The Board does not share the doubts expressed by the
exam ning division as to whether the storage capacity
measured in Farads per volune unit, i.e. the volunetric
capacitance, of a thin-filmconposite as cl ai ned
constitutes a conmmon paraneter in the field of

m croel ectronics. The volunetric capacitance of a
capaci tance el enment depends on the structural
characteristics of the elenent (materials, structural
and geonetrical arrangenent, size, etc.) and
constitutes a relevant paraneter in the design of

el ectronic devices, in particular when the devices
require mniaturization, see in this respect page 2,
lines 24 to 26 of EP-A-0459575 referred to by the
appel l ant; see also abstract and colum 1, lines 8 to
29 of US-A-4017885 and section "Introduction" and
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Figure 1 of "Dielectric Characteristics of a Conpl ex
Perovskite Miultilayer Ceram c Capacitor with Thin
Dielectric Layers", S. Takakura et al., Japanese
Journal of Applied Physics, Tokio, (JP), Vol. 34,

No. 9B (1995), pages 5335 to 5337 [XP 702899], both
docunents being cited fromthe Board' s own know edge.

As regards the definition of the clainmed subject-matter
in ternms of the storage capacity of the conposite
nmeasured in Farads per unit volune, it appears that
this paraneter can be clearly and reliably determ ned
by objective procedures common in the art (see the
docunents referred to in the forner paragraph), the
passage on page 24, lines 1 to 8 of the application
exenplifying for the measurement of the capacitance an
arrangenent including a conposite as clained. In
addition, claim1l defines the conposite not only in
terms of the storage capacity, but also in ternms of the
structure of the conposite (a substrate and a thin film
and of the conposition of the thin film (a barium
titanate as clainmed), and in the Board's view this
definition conplies with the requirenents of Article 84
and Rule 29(1) EPC, first sentence and constitutes an
adequat e characterisation of the clainmed conposite

wi thin the neaning of the established case | aw (see

T 94/82, QJ EPO 1984, 75, points 2.1 to 2.7 of the
reasons, and the consistent practice of the departnent
of first instance set out in the GQuidelines CI1I

4.7a).

Not wi t hst andi ng, the Board notes that the definition of
the clained conposite in terns of its storage capacity,
i.e. in terns of a paraneter relating to a physical

property of the conposite, requires that the disclosure
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of the invention enables the person skilled in the art
to obtain the clainmed conposite in the sense of
Article 83 EPC (see decision T 94/82, supra, point 2.5
of the reasons). This issue, however, does not appear
to have been consi dered by the exam ning division so
far.

Havi ng regard to the above, the Board does not share
t he doubts expressed by the exam ning division in the
contested decision as regards the clarity of the
definition of the claimed conposite in ternms of its

vol unetric capacitance.

In its decision the exam ning division also held that
claim1l defines a conposite in terns of its storage
capacity without defining the structural features by
whi ch the storage capacity can be achieved, and in
particular wthout specifying the increased specific
area of the substrate as an essential feature of the
subj ect-matter of the claim

The exam ning division referred in this respect to the
passage on page 10, lines 5 to 19 of the description of
the application as published in support of its view
that the structured substrate surface, i.e. the

i ncreased specific area of the substrate, is essenti al
for achieving the clained values of the storage
capacity of at least 0.3 F/cn?. However, the passage
states that "when produced by the nethods recited
herein, two-dinensional planar thin film conposites
have a capacitance generally up to 1.0, typically
greater than 0.3, nost typically between about 0.4 to
about 0.5 farads/cm" (page 10, lines 5 to 7), the

expression "two-di nensional planar thin film
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conposites” being used in the context of the passage to
di stingui sh these conposites from conposites having an
"enhanced area (of the three-dinmensional structure)”
(page 10, lines 14 to 16 together with page 7, line 19
to page 10, line 4 and Figures 2 to 8). In addition,
according to the sane passage the |atter conposites
have, as a consequence of the increased specific area
of the substrate, a capacitance "up to 100, typically
at least 1, nore typically at |east 50, nost typically
at least 100 farads per cubic centinmeter” (page 10,
lines 7 to 14). Therefore, according to the passage
cited by the exam ning division a storage capacity of
0.3 F/cn? can be achieved according to the methods of
the invention without a structured substrate surface,
the latter being only essential for achieving higher

val ues of the storage capacity according to a preferred
enbodi ment, and consequently, contrary to the exam ning
division's opinion, the clainmed values of the storage
capacity of at least 0.3 F/cn? are supported by the
menti oned passage, on its proper interpretation, within
the neaning of Article 84 EPC, second sentence.

As regards the test sanples considered in the |ast
sentence of the above-nentioned passage stating that
"capacitances neasurenents as recited herein are based
on 6 to 10 nF (nanofarads) per 1.3 mmdianeter x 110
(nanoneters) nmthick test sanples" (page 10, lines 18
and 19), these test sanples appear to have a storage
capacity bel ow the clai ned storage capacity val ues and
are not disclosed as constituting in thensel ves

enbodi nents of the invention as defined in present

claim 1.
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In view of the above, the Board cannot follow the

exam ning division's view that the feature relating to
the structured substrate surface is disclosed in the
description as constituting an essential feature of the
conposite defined in present claim1.

In addition, apart fromthe features specified in
claiml1, no other feature appears to have been

di sclosed in the description as constituting an

essential feature of the conposite defined in the claim
The Board is therefore satisfied that, as far as the
content of the application is concerned (see in this
respect T 1055/92, QJ EPO 1995, 214, points 4 and 5 of
the reasons; see also T 630/93, not published in QJ EPQ
points 3.1 and 3.2 of the reasons), the subject-matter

of claim1l appears to be supported by the description
within the meaning of Article 84 EPC

2.4 The Board observes in this context that the question of
whet her or not the clainmed values of the storage
capacity can actually be achieved foll ow ng the nethods
di sclosed in the application and referred to in the
par agr aph on page 10, lines 5 to 17 of the application
cited by the exam ning division pertain, by their very
nature, not to support by the description in the sense
of Article 84 EPC, second sentence, but to the issue of
sufficiency of disclosure within the nmeaning of
Article 83 EPC. The sane observation applies to the
further question of whether the conposites disclosed in
the remaining parts of the description, and in
particular in exanples 1, 2 and 2[bis] relating to
conposites of an unspecified storage capacity and in
t he passage on page 20, line 14 to page 21, line 18
relating to devices and cells incorporating thin-film

1308.D
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conposites, exhibit the storage capacity of the clained
conposite.

2.5 The objections raised by the exam ning division under
Article 123(2) EPCwith regard to claim1 of the
auxiliary requests considered in the decision have no
bearing on claim1 according to the present request.

2.6 The Board concludes that, w thout prejudice to other
amendnents that mght turn out to be appropriate or
even necessary as a consequence of findings that may
arise fromthe further exam nation of the application
(see T 1055/92, supra, second paragraph of point 5 of
the reasons, and T 630/93, supra, point 3.2 of the
reasons), in particular on the issues of sufficiency of
di sclosure (Article 83 EPC) and substantive
patentability (Article 52(1) EPC), present claiml
nmeets the requirenents set out in Article 84 EPC
together with Rule 29(1) EPC, first sentence.

3. Furt her prosecution

Having regard to the above, the reasons given by the
exam ning division for the refusal of the application
on the only ground that claim 1l does not satisfy the
requirenments of Article 84 EPC do not convince the
Board. The appellant's request for grant of a patent on
the basis of the present application docunents requires,
however, further exam nation as to the formal and
substantive requirenments of the EPC, and in particul ar
on the questions of whether the remaining clains
satisfy the requirenments of Articles 123(2) and 84 EPC
(see in particular point IV-(c) above), whether the
clainmed invention is sufficiently disclosed within the

1308.D
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nmeani ng of Article 83 EPC (see penultinmate paragraph of
point 2.2, and point 2.4 above), and whether the clains
define patentable subject matter in the sense of
Article 52(1) EPC with regard to the prior art (see
second subparagraph of point I1V-(a) above and the
docunents cited in the second paragraph of point 2.2
above).

Consequently, the decision under appeal nust be set
aside and, in view of the above considerations, the
Board finds it appropriate to exercise its power under
Article 111(1) EPC and to remt the case to the
departnent of first instance for further prosecution.

Request for oral proceedings

Si nce the decision under appeal is to be set aside and
t he appel l ant has agreed with the course of action
proposed by the Board in respect of the remttal of the
case to the first-instance departnment for further
prosecution (see points IV-(b) and V above), there is
no need to appoint oral proceedings at this stage of

t he procedure.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

P. Martorana M P. Stock
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