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Summary of Facts and Submn ssions

1914.D

The appellant (applicant) filed an appeal against the
deci sion of the Exam ning Division to refuse the
application for |ack novelty having regard to the
docunent D1 = EP-A-609 084. The Exam ning D vision
found also that the term"rotatably | ocked" enployed in
claim1 was not originally disclosed and in any case
known from docunent D1.

Fol | owi ng the comuni cation of the Board of 20 March
2002 the applicant filed with letter of 10 May 2002
anended clains 1 to 16 and requested that the decision
under appeal be set aside and a patent be granted on
the basis of these clains, an anended description
(anended pages 2a, 13, 26 and 35 as filed with letter
of 10 February 1998 and anended pages 2, 2a, 6 and 18
as filed wwth letter of 10 May 2002) and draw ngs as
originally filed.

Caiml as filed with letter of 10 May 2002 reads as
fol | ows:

"A surgical instrunent (400) conprising a first menber
(412) extending distally froma proxi mal end and having
an opening (413) in a distal region for admtting

ti ssue, a second nenber (416) disposed within said
first nmenber for noving a cutting inplenent and causing
it to cut tissue that is exposed to said inplenent

t hrough said opening, a hub (432) and a knob (430)
attached to said proxinmal end of said first nenber
(412) to rotate said first nenber (412) and sel ectively
change a rotational orientation of said opening wth
respect to said hub (432) characterized in that said
knob (430) is axially novable froma first position in
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whi ch said knob (430) is nmounted in a rotatable
engagenent with said hub (432) to a second position in
whi ch said knob (439) engages with and is rotatably

| ocked with respect to said hub (432)."

| V. The appel |l ant argued that the pivotal issue in the case
concerned the neaning of the term"rotatably | ocked".
"Lock" meant to fasten, to make secure or unaccessible
by or as if by nmeans of |ocks; "rotatably | ocked" neant
that the rotation was prevented under all norma
conditions, that is, unless the |lock was destroyed. In
t he case of docunent D1 the ratchet-Ii ke means could be
opened by direct application of force in the direction
of rotation. On the contrary in the case of a door
| atch, the | ock could not be opened by direct
application of force in the direction of opening of the
door. Locks were designed to prevent that a device
coul d be opened by direct application of force in the
usual direction of opening. There were no degrees of
| ocking but only 2 discrete states: |ocked or unl ocked.
The ratchet-1ike neans of docunment D1 was not a | ock:
its function was to allow and not to prevent rotation.
To be "l ocked" did not nean that there was nerely a
stabl e position but that the novenent in a
predeterm ned direction was actually prevented as |ong
as the | ock was in place.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Amendnent s

The anmended claim 1l is derived fromthe original claim
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together with the description, page 35, |ast paragraph,
and Figures 15 to 20. The dependent clains 1 to 15
correspond to the respective originally filed clains.
Claim16 originates fromoriginal claim31

Contrary to the point Il.5 of the decision, the clause
"rotatably |l ocked" is originally disclosed in the
original claim1, lines 14 and 15.

Novel ty

Docunment D1 di scl oses a surgical instrunment conprising
a first nmenber (12)extending distally froma proxim
end and having an opening (13) in a distal region for
admtting tissue, a second nenber (14) disposed within
said first nmenber for nowing a cutting inplement (15)
and causing it to cut tissue that is exposed to said

i npl ement through said opening, a hub (56) and a knob
(86) attached to said proximl end of said first
menber, said knob being nounted in a rotatable
engagenent with said hub to rotate said first nenber
and sel ectively change a rotational orientation of said
opening with respect to said hub.

Caiml differs therefromin that said knob is axially
novable froma first position where it is rotatably
engaged with said hub to a second position in which
said knob engages with and is rotatably | ocked with
respect to said hub (see Figures 16 and 17, tabs 474,
476 and boss 478).

Contrary to the findings of the decision under appea
the expression: "rotatably |ocked" in claim1l does not
extend to cover also the ratchet-Iike connection of
docunent D1, which allows selective rotation in
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recesses and avoi ds accidental rotation by requiring
the application of a predetermned force in the
direction of rotation in order to rotate the device.
Rot at abl y | ocked neans that the rotation is prevented
I ndependently of the force applied: in order to allow
rotation the renoval of the lock is necessary. On the
contrary, a ratchet-1like connection has no | ock.

I nventive step

The problemto be solved by the invention is therefore
to be seen in allowng the user to tenporarily and
reliably define the direction of the opening for
admtting tissue on the outer tube, so as to avoid
accidental rotation of it relative to the grip, see
page 30 of the description, fromline 22. The probl em
of the invention is not disclosed by the avail able
prior art.

The avail abl e state of the art contains no hints which
can |l ead the person skilled in the art to the invention
as clained. Even if the person skilled in the art would
cone across the problemof reliably avoiding rotation
of the opening of the device of docunent D1, he woul d
not arrive to the invention in an obvi ous way because
he would nore likely use a typical |ocking nechani sns
consi sting of a l|atch-slot coupling, instead of
providing an axially novable knob |ike the clained

I nventi on.

Accordingly, the subject-matter of claim1 involves an
i nventive step

Caiml and clains 2 to 16 appended thereto neet
therefore the requirenments of the EPC.
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6. It still remains to be exam ned whet her the anended
description and the figures neet the requirenents of
the EPC (see e.g. points | and V of the reasons of the
deci si on under appeal and CGuidelines Part C,

Chapter 11, 4.18). In this respect, the Board intends
to make use of the power conferred to it be

Article 111(1) EPC and to remt the case to the

Exami ning Division for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution.

The Regi strar: The Chai r man:

A. Counillon W D. Wi ld
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