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Summary of Facts and Subm ssi ons
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The appeal is directed against the decision dated

4 Decenber 2000 of an opposition division of the EPO
whi ch revoked the European Patent EP-B-0489 867, based
on the international patent application WO 91/04443, on
the ground of Article 123(2) EPC.

The appeal was | odged by the proprietor of the patent
(appellant) on 7 February 2001 and the appeal fee paid
the sane day. The statenent of grounds of appeal was
received on 10 April 2001. Together therew th, new
pages 2 and 3 of the description and two new sets of
twenty-five clains, one being the clean copy and the
ot her a marked copy so as to show the anmendenents made,
were submtted as nmain and sole basis for the appeal.

The new set conprises three indepedent clains, which
read as foll ows:

"1, A process for renoving harnful constituents

fromsolid waste material conprising the steps of:

continuously feeding a particulate m x of
solid waste material containing the harnfu
constituents and a conbustible excitation material for
provi di ng heat energy into a reaction chanber (16),

i ntroduci ng oxygen only into the chanber
(16) to produce and naintain therein an oxygen
at nospher e,

reacting the mx in the chanber (16) in the
oxygen at nosphere by heating the mx to a tenperature
greater than 1,093°C (2,000°F) at which a reaction of
the mx wll be self-sustaining and maintaining the
sel f-sustaining reaction until the solid waste materi al
becones a nolten slag and effluvia is produced
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conpri sing gaseous effluent and particul ate effl uent,
the tenperature within the chanber (16) above the
nol ten sl ag being high enough to destroy substantially
all of the harnful constituents of the effluvia
rel eased by the formation of the nolten sl ag,

cooling the nolten slag to nmake a solid slag
product that binds the harnful constituents not in the
effluvia; and

conducting the effluvia generated by the
formati on of the nolten slag fromthe reaction chanber
(16) through a water-cooled conduit (65) connected to
t he reaction chanber (16) and to a second chanber (18)
and rapidly cooling the effluvia by at |east 538°C
(1,000°F) in the water-cooled conduit (65) and in the
second chanber (18) to cause particul ate effl uent
therein to precipitate out of the effluvia and into the
second chanber (18)."

"17. An apparatus for renoving harnfu

constituents fromsolid waste material, conprising:

a reaction chanber (16),

nmeans (54) for continuously feeding a
particulate mx of the solid waste material and a
conbusti bl e excitation material as a source of heat
energy into the reaction chanber (16),

| ance nmeans (70) for introducing oxygen
only, from an oxygen source (68), into the reaction
chanber (16) to produce an oxygen atnosphere therein,
and for maintaining the oxygen atnosphere within the
reacti on chanber (16),

means (30, 32, 40) for heating reaction
chanmber (16) to react the mx in the chanber (16) to a
tenperature greater than 1,093°C (2,000°F) in the
presence of the oxygen atnosphere until the solid waste
beconmes a nolten slag and effluvia is produced
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conpri sing gaseous effluent and particul ate effl uent,
the tenperature within the chanber (16) above the bath
of nolten slag being high enough to destroy
substantially all of the harnful constituents of the
effluvia generated by the formation of the nolten sl ag,

means (66) for cooling and conducting excess
nolten slag fromthe reaction chanber (16),

wat er - cool ed neans (65) for conducting the
effluvia generated by the formation of the nolten slag
fromthe reaction chanber (16) into a second chanber
(18), the water-cool ed conducting neans (65) being
connected to the reaction chanber (16) and to the
second chanber (18) and said water-cool ed conducting
means (65) and said second chanber (18) being adapted
for rapidly cooling the effluvia by at |east 538°C
(1,000°F) in the water-cool ed conducting neans (65) and
in the second chanber (18) to cause particul ate
material in the effluvia to precipitate in the second
chanber (18),

means for treating the effluvia to renove
substantially all of the remaining particulate and
harnful constituents to achi eve acceptabl e envi ronnet al
quality, and

means (316) for releasing the treated
gaseous effluent into the atnosphere.™

24. A process for renoving harnful constituents
fromsolid waste material conprising the steps of:
feeding particulate solid waste nmateri al
contai ning the harnful constituents into a reaction
chanber (16),
i ntroduci ng oxygen only into the chanber
(16) to produce and naintain therein an oxygen
at nospher e,
heating the solid waste material within the
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reaction chanber (16) to a tenperature greater than
1,093°C (2,000°F) at which a reaction of the mx wll
be sel f-sustaining and mai ntai ning the self-sustaining
on until the solid waste naterial becones a nolten sl ag
and effluvia is produced conprising gaseous effl uent
and particulate effluent, the tenperature within the
chanber (16) above the nolten slag being high enough to
destroy substantially all of the harnful constituents
in the effluvia released by the formati on of the nolten
sl ag,

conducting excess nolten slag fromthe
reacti on chanmber (16) and cooling the conducted nolten
slag to make a solid slag product that binds the
harnful constituents not in the effluvia,

conducting the effluvia generated by the
formati on of the nolten slag fromthe reaction chanber
(16) through a water-cooled conduit (65) connected to
the reaction chanber (16) and to a second chanber (18)
and rapidly cooling the effluvia by at |east 538°C
(1,000°F) in the water-cooled conduit (65) and in the
second chanber (18) to cause particulate effluent
therein to precipitate out of the effluvia and into the
second chanber (18),

further treating the effluvia to renove
substantially all of any renmaining particulate and
harnful constituents of the effluvia to achieve
acceptabl e environnental quality, and

rel easing the treated gaseous effluent into
t he atnosphere.”

Dependent claim 11 reads as foll ows:
"11. The process according to claim1l wherein the

effluvia is rapidly cooled in the water-cool ed conduit
(65) and the second chanber (18) by reducing its
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tenperature by at |east 538°C (1,000°F) in |ess than
2 seconds.”

In his response to the statenent of grounds, the
opponent (respondent) submitted that the new

i ndependent clains 1, 17 and 24 and the dependent
claim1l infringe Article 123(2) EPC, since both the
feature "water-cool ed" and the essential cooling of the
effluvia in the conduit (65) joining the reaction
chanmber to the second chanber were not disclosed in the
original docunents of the patent in suit, which only
indicate that the essential cooling and the resulting
precipitation of the particul ates occur in the second
chanber .

In a witten subm ssion received on 4 April 2002, the
appellant replied that only the clean copy of the
previously filed clains should be considered, since
claim 17 of the marked version contained an error. He
al so pointed out the passage, page 19, lines 7 to 9 of
t he description, which nmentions the water cool ed
exhaust tube 65 and filed a declaration of the General
Manager of the patentee, in which calculations are

di sclosed in order to denonstrate that it is possible
to achieve a rapid cooling of the effluvia of at |east
538°C in both the tube 65 and the second chanber.

Oral proceedi ngs took place on 28 January 2003.

The appel l ant essentially argued that, in the patent
application as originally filed, see in particular the
pages 22 and 37, the rapid cooling of the effluvia was
clearly disclosed as occuring in the whole section
conprising the exhaust conduit of the reaction chanber
and the second chanber



VI .

- 6 - T 0165/ 01

The respondent objected that in these originally filed
docunents there is indeed passages which indicate that
cooling occurs in the exhaust tube, but no passage

whi ch di scloses that a rapid cooling takes place in
sai d tube.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of clains 1 to 25 filed with the statenent of
grounds of appeal on 10 April 2001.

The respondent requested that the appeal be dism ssed,
auxiliarily to remt the case to the first instance for
further prosecution.

Reasons for the Decision

1

0434.D

The appeal is adm ssible.

The respondent has no | onger contested the original

di scl osure of a "water cool ed exhaust tube" during the
oral proceedings. It can therefore be concluded that
this objection, which was raised in the ground of
appeal , has been dropped. In fact, page 19 of the
patent application as originally filed indicates that
"the effluvia also flows through water cool ed exhaust
tube 65 to chanmber 20". The appellant admtted that
this |l ast reference was wong and shoul d be corrected
into "(chanber) 18", as clearly shown by the rest of
t he description and the draw ngs.

The second and remai ni ng objection of the appellant,
nanely that there is no disclosure of a rapid cooling
i nsi de the exhaust tube, cannot be foll owed:
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It is true that, in sone passages of the description
and in some clains, as originally filed, it is

i ndicated that "the second chanber is adapted for
rapidly cooling the effluent therein to cause
particulate material to precipitate out of the
effluent” or that one step of the process was a "rapid
cooling of the effluent within second chanber to cause
the particulate to precipitate out of the effluent”.
However, such a disclosure does not exclude that the
rapid cooling also takes place el sewhere, the nore so
as, in these above passages, the nention of a rapid
cooling is always linked with that of the precipitation
of the particul ates.

As a matter of fact, two passages of the description
provide further informations, nanely that:

"The effluvia flows up the tube 65 to the second
chanber. The effluvia rapidly drops in tenperatur as it
| eaves reaction chanmber and flows through chanber 18
(...). This drop in tenperature within 3 feet and in
about 2 seconds causes the particules to drop
out."(Page 22, lines 14 to 20), and:

"Specifically, the effluvia is rapidly cooled as it
passes from chanber 16 into and out of chanber 18"
(Page 37, lines 9 to 11).

These two passages can only be understood as neaning
that the rapid cooling begins as soon as the effluent

| eaves the reaction chanber, that is to say it begins
in the exhaust tube 65, and continues until the chanber
18 has been passed t hrough.

Therefore, contrary to the respondent's point of view,
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the originally filed docunments of the patent in suit
provi de a clear support for the fact that a rapid
cooling occurs not only in the second chanber, but al so
in the exhaust tube 65 of the reaction chamnber.

4. Therefore, the requirenment of Article 123(2) EPC is net
and the clains are all owabl e under this article.

5. However, the first instance has not yet exam ned the
guestions of novelty and inventive step of the subject-
matter of these anmended cl ains. Under these
ci rcunst ances the board does not deemit appropriate to
decide on this issue itself, but, in accordance with
the auxiliary request of the respondent, nakes use of

the power given to it by Article 111 (1) EPC to remt
the case to the first instance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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