BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMTS OFFI CE

rnal distribution code:
] Publication in QJ

] To Chairmen and Menbers
X] To Chairnen

] No distribution

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

DECI SI ON
of 25 July 2003

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 0146/01 - 3.5.1
95114264. 5
0689113

G05B 19/ 418

EN

Nunerically controll ed machi ne tool managenent system

Appl i cant:

M TSUBI SH DENKI KABUSHI KI KAI SHA

Opponent :

Headwor d:

Nunerical control system M TSUBI SH

Rel evant | egal provisions:
EPC Art. 111(1)

Keywor d:

"Remttal for further prosection”

Deci si ons cited:

Cat chword

EPA Form 3030 06. 03



9

Européisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0146/01 - 3.5.1

DECI SI ON

of the Technical Board of Appeal 3.5.1

Appel | ant :

Repr esent ati ve:

Deci si on under appeal :

Conposition of the Board:

of 25 July 2003

M TSUBI SH DENKI KABUSHI KI KAl SHA
2-3, Marunouchi 2-chome

Chi yoda- ku

Tokyo 100 (JIP)

Popp, Eugen, Dr.

MEI SSNER, BOLTE & PARTNER
W dennmayer st rasse 48

D- 80538 Minchen (DE)

Deci si on of the Examining Division of the
European Patent O fice posted 12 Septenber 2000
refusi ng European application No. 95114264.5
pursuant to Article 97(1) EPC

Chai r man: S. V. Steinbrener

Menmber s: R Randes
E. Lachaci nski



-1 - T 0146/ 01

Summary of Facts and Subm ssi ons

2892.D

This is an appeal against the decision by the Exam ning
Division to refuse the present European patent
application because independent claim1l of the single
request |acked an inventive step in view of the
fol |l owi ng docunents:

D1: EP-A-0 236506

D3: PATENT ABSTRACTS OF JAPAN vol . 012, no. 214
(P -718), 18 June 1988 & JP-A-63010202 (H TACH ),
16 January 1988

The Exam ning Division held that the basic principle of
executing work directive data stored on an external
portabl e storage neans was di sclosed in D1, where
process control data was | oaded into an NC nmachi ne by
nmeans of a renovabl e ROM cassette. The techni cal
probl em coul d be seen in finding an inproved nmanagenent
systemto nmanage process data of an NC- machi ne. The
skilled person would thereby arrive at the technical
field of process managenent and at the process
operation managi ng system di sclosed in D3. By conbining
t he teachings of the two docunents the skilled person

would arrive at the invention.

In response to the statenent of the grounds of appeal,
in which the Appell ant defended the refused claim1,
the Board in an annex to the sumons to oral
proceedi ngs expressed the opinion that it was inclined
to agree with the decision of the Exam ning D vision.
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Before the oral proceedings the Appellant filed a main
request and four auxiliary requests with anmended cl ai ns
to replace the refused set of clains. In the oral
proceedi ngs, held before the Board on 25 July 2003, the
Appel lant filed an English translation D3;; of the
Japanese application docunment corresponding to the
Japanese abstract D3. The Board accepted the
translation D3, being introduced into the proceedi ngs
and provisionally considered its content. The Appel | ant
argued that the teaching of D3;; could not affect the
inventive step of the invention defined in the requests.
However at the end of the oral proceedings, taking into
account the observations of the Board, the Appellant

filed a single request, containing a new claim1.

Thus the Appellant finally requested that the decision
under appeal be set aside and that a patent be granted
on the basis of the single request, containing clains 1
to 5, submtted at the oral proceedings.

| ndependent claim 1 of the single request reads as
fol | ows:

"“A nunerical control systemfor controlling a machine
tool (14) in a machine tool managenent system

conpri si ng:

control neans (10, 12) and external portable storage
means (1) for storing operation data;

adapti ng nmeans (20), operable when said external
portabl e storage neans (1) is connected thereto, for
readi ng data from said external portable storage neans
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(1), the storage neans (1) containing operator
identification data;

wher ei n

sai d adapting neans (20) are also adapted to wite data
into said external portable storage neans (1), and

said control neans (10, 12) including a batch processor
means (8), for providing paraneters and t ool
information, for carrying out a sequence of operation
for running work directives, including a cutting
program a predeterm ned nunber of tinmes in accordance
wi th batch processing data provided in said storage
means (1) including said work directive data (37), and
wherein

a cutting program processor (9) is provided for
perform ng ordinary processing, said control means
(10, 12) adapted to allow an operator to switch from
said ordinary processing wth said cutting program
processor (9) to batch processing with said batch
processor (8) and vice versa, and wherein further

a nmessage display unit (17) is provided, said contro
nmeans (10, 12) adapted to cause displayi ng of work
directive data for batch processing or to cause

di spl aying of work directive data for ordinary
processi ng and gui ding the operator correspondingly".

At the end of the oral proceedings the Chairman of the
Board announced the deci sion.
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Reasons for the Decision

1
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The appeal satisfies the requirenents nmentioned in
Rul e 65(1) EPC and is consequently adm ssi bl e.

Al though in the Board's viewthe filing of new evidence
at a very late stage, as in the present case during
oral proceedi ngs, should be avoided as far as possi bl e,
in exercising its discretion to admt late filed
docunents the Board has to take account of the specific
facts of the case under consideration, in particular of
the conplexity of the new subject-matter submitted, the
nature and the current state of the proceedi ngs, and
the need for procedural econony. In the present case
concerning ex parte proceedi ngs the Board found in the
oral proceedings that the content of docunent D3,

subm tted by the Appellant/ Applicant could not be
considered to be too conplicated, since it related to

t he correspondi ng Japanese abstract already taken into
account by the Exam ning Division. Mreover, since the
text of the abstract was sonmewhat unclear as to how the
| C card was used and what kind of information was read
fromthe card and/or witten into its nmenory, it
appeared that it would be wong to take a final
decision relying on the short text of the abstract only,
in particular in a case where a conplete transl ation of
t he original docunent was offered and was i medi ately
avai lable. Finally it appeared to the Board that D3,
probably could be considered as a nore rel evant

docunent than D1 and therefore certainly should not be
rejected in view of its possible inportance with
respect to patentability.
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Since claim1l of the final single request has been
anmended, mainly by addition of the features of clains 4
and 5 which were appended to refused claiml, it is
apparent that anmended claim 1 identifies new aspects of
the invention which were not considered by the

Exami ning Division in the appeal ed decision. It is true
that the Exam ning Division at the end of its decision
stated that dependent clains 2 to 6 were not inventive,
since their subject-matter was obvious to a skilled man.
A detail ed exam nation of the added features has
however not been made and their inpact on the other
features of the claimand the overall effect of the new
subj ect-matter has not been anal ysed. Thus a reasoned
decision in a case where the application is based on
the subject-matter of anmended claim1l, and in
particul ar an assessnment of the inventive step in this
respect, has not yet been provided.

The subm ssion of the translation D3;; of the Japanese
application docunent and the filing of amended claim1
has substantially changed the case to be considered
conpared to the case as it stood before the Exam ni ng
Division. Since it is not usual for a Board of Appeal
to consider a new case as sole instance, the Board, in
the present circunstances, considers it appropriate to
exercise its discretion to remt the case to the

Exam ning Division pursuant to Article 111(1) EPC for
further prosecution. In the present case it al so
appears appropriate, should a decision favourable for
t he Appel l ant be taken, that the Exam ning D vision

i nvestigate, whether the present divisional application
neets the requirenments for divisional applications
mentioned in the Guidelines, CVI, paragraph 9, in
particul ar paragraph 9. 6.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

2892.D



