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Summary of Facts and Subm ssi ons

0198. D

The Appellant (Proprietor of the patent) | odged an
appeal on 26 January 2001 agai nst the decision of the
Qpposition Division posted on 17 Novenber 2000 revoking
Eur opean patent No. 537 269 and filed a witten
statenment setting out the grounds of appeal on 27 March
2001.

Notice of Opposition had been filed by the Respondent

(Opponent) requesting revocation of the patent in suit
inits entirety on the grounds of Article 100(a), (b)

and (c) citing inter alia docunent

(5) US-A-2 447 587.

The deci sion under appeal was based on an anended set
of twenty clainms for all the designated Contracting
States except ES submtted on 22 Septenber 2000,
claim1l reading as foll ows:

"1. A conpound for use as a nedi canent, wherein the
conmpound:
i.) 1is represented by the formul a:

> —ra
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and pharmaceutically acceptable salts thereof,

wherein Ais O NH, or N-(Cl-C4 al kyl);

wherein B is hydrogen, CHL-Ar, (Cl-C6)-straight or
branched al kyl, straight or branched al kenyl of up to
si x carbon atoms, (C5-C7)-cycloal kyl, (C5-C7)-
cycl oal kenyl or Ar substituted (Cl-C6)-al kyl or alkenyl,

or

wherein L and Q are independently hydrogen, (Cl-C6)-
straight or branched al kyl or straight or branched

al kenyl of up to six carbon atons;

wherein T is Ar or substituted cycl ohexyl with
substituents at positions 3 and 4 which are

i ndependently selected fromthe group consisting of
hydr ogen, hydroxyl, O (Cl-C4)-al kyl or O (al kenyl of up
to four carbon atons) and carbonyl;

wherein Ar is selected fromthe group consisting of 1-
napht hyl, 2-naphthyl, 2-furyl, 3-furyl, 2-thienyl, 2-
pyridyl, 3-pyridyl, 4-pyridyl and phenyl having one to
three substituents which are independently sel ected
fromthe group consisting of hydrogen, halo, hydroxyl,
nitro, Cr3, (Cl-C6)-straight or branched al kyl or
straight or branched al kenyl of up to six carbon atons,
O (Cl-C4)-straight or branched al kyl or O (straight or
branched al kenyl of up to four carbon atons), O benzyl,
O phenyl, am no and phenyl;
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wherein Dis U, E is either oxygen or CH U, provided

that if Dis hydrogen, then Eis CHUor if Eis oxygen

then D is not hydrogen;

wherein U is independently selected from hydrogen, O

(C1-C4)-straight or branched al kyl or O (straight or

branched al kenyl of up to four carbon atons), (Cl-C6)-

straight or branched al kyl or straight or branched

al kenyl of up to six carbon atons, (C5-C7)-cycloalkyl

or (C5-C7)-cycl oal kenyl substituted with (Cl-C4)-

straight or branched al kyl, straight or branched

al kenyl of up to four carbon atons, 2-indolyl, 3-

i ndolyl, [(Cl-C4)-al kyl or al kenyl of up to four carbon

atons]-Ar or Ar; and

wherein J is hydrogen or Cl1L or C2 alkyl; Kis (Cl-C4)-

straight or branched al kyl, benzyl or cycl ohexyl net hyl;

or wherein J and K may be taken together to forma 5-7

menbered heterocyclic ring which may contain an O S,

SO or SO, substituent therein;

wherein the stereochem stry at carbon position 1 is R

or S; and

provi ded that when E and A are oxygen and J and K

together forma 5 to 7 nmenbered ring which does not

contain an O S, SO or SO, substituent therein, then
when Dis (Cl1-C6) |lower alkyl, B is not benzyl or
(C1-C6) |ower alkyl;

further provided that when E and A are oxygen and J and

K together forma five nenbered ring which does not

contain an O S, SO or SO, substituent therein, then
when D is phenyl, B is not hydrogen, nethyl, ethyl,
i sopropyl or benzyl;

further provided that when E and A are oxygen and J and

K together forma six nmenbered ring which does not

contain an O S, SO or SO, substituent therein, then
when D is nethoxy, Bis not tert-butyl or nethyl;
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further provided that when A is oxygen, D is hydrogen
and J and K together forma five nenbered ring which
does not contain an O S, SO or SO, substituent therein
t hen:

when E is nmethylene, B is not hydrogen, ethyl,

met hyl , benzyl, propyl, cyclohexyl or 2,2-

di et hyl propyl ; and

when E is (3,4,5-trinmethoxy)benzyl diradical, B is

not hydrogen;
further provided that when A is oxygen, B, D and J are
hydrogen, and E is (3,4,5-trinmethoxy)benzyl diradical,
t hen:

K is not isobutyl or benzyl:
further provided that when A is oxygen, D and J are
hydrogen, and E is nethyl ene, then:

when B is hydrogen, Kis not nethyl; and

when B is ethyl, Kis not nethyl, isobutyl or

benzyl,
and further excluding the follow ng conpounds
represented by the fornul a:

> —ra

wherein the substituents J, K, A, B, E and D are
defined as foll ows:

0198. D
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J K A B E D
ethyl ethyl N-ethyl ethyl CH-l=propene hydroegen
ethyl methyl HN-methyl ethyl CH—methyl hydregen
ethyl methyl N-ethyl ethyl CH-methyl hydragen
ethyl methyl H-methyl methyl CH-1l-propens hydrogen
ethyl methyl H-ethyl ethyl CH-l-propene hydrogen
ethyl methyl | N-ethyl methyl CH-3,4~- hydrogen
dimethoxyph
methyl ethyl N-methyl methyl ct-l-—methyirp = hydrogen L
methyl ethyl N-methyl ethyl CH-methyl hydmgen i
methyl ethyl |N-ethyl ethyl CH-methyl hidzcgen
ethyl athyl N-methyl methyl C]'I—meth;rl hydrogen
ethyl ethyl N-methyl methyl CH-l-propene "]T;-'druqen
ethvl ethyl N-methyl ethyl CH-methvyl hydrogen ]
ethyl ethyl N-ethyl ethyl | CH-methyl hydrogen
ethyl ethyl N-prapyl propyl CH=methyl hydrogen
ethyl propyl |N-methyl methyl CH-methyl hydrogen

ii.) and is inmmunosuppressive."

The Opposition Division held that the clainmed invention

did not involve an inventive step.

The Appellant submtted that claim 1 as anended before
the Opposition Division was supplenented with a

di scl ai mer excl udi ng specific conpounds disclosed in
docunent (5). In accordance with the jurisprudence of

t he Boards of Appeal, where there is an overlap between
the prior art and the clainmed subject-matter defined in
generic terns, a specific prior art could be excluded
even in the absence of literal support for the excluded

subject-matter by way of a disclainer.

In a comuni cation according to Article 12 of the Rul es
of Procedure of the Boards of Appeal, the Board drew
the attention of the parties to the fresh decisions of
t he Enl arged Board of Appeal G 1/03 and G 2/03 (QJ EPO
2004, 413) relating to the matter of allowability of

di sclainmers. Both Parties were given the opportunity to
nodi fy their requests in view of those decisions, if

they so w shed.
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Wi le the Appellant did not reply to the conmunication,
t he Respondent objected to the anendnent nade to
claiml in the opposition proceedi ngs which consi sted
in introducing a disclainmer in table form This

di sclaimer did not restore novelty by delimting the

cl ai m agai nst an accidental anticipation as required by

t he above decisions of the Enlarged Board of Appeal.
According to present claim1, the conpounds of the
patent in suit were broadly used "as nedi canent”; the
conmpounds of docunent (5) were used in the sane field
since they were pharmaceutically useful. Thus, docunent
(5) was no longer an accidental anticipation and the

di sclaimer in present claim1l based thereon did not
satisfy the requirenent of the decision G 1/03, thereby
violating Article 123(2) EPC.

The Appellant requested in witing that the decision
under appeal be set aside and the patent be naintai ned
on the basis of the request submtted on 22 Septenber
2000 before the Opposition Division.

The Respondent requested that the appeal be dism ssed.

Oral proceedi ngs before the Board were held on

27 January 2005 in the absence of the Appellant who,
after having been duly sunmoned, had infornmed the Board
in his letter dated 10 January 2005 that he woul d not
attend. At the end of the oral proceedings the decision
of the Board was given orally.
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Reasons for the Decision

2.2

0198. D

The appeal is adm ssible.

Amendnents (Article 123(2) EPC)

Claim1l as anended is directed to conpounds for use as
a nmedi canent as defined in the general formula given
therein. One of the anmendnments made to that claimin
opposi tion proceedi ngs consists in incorporating a
fresh disclainmer in table format the end of the claim
excl udi ng individual conpounds fromthe subject-matter
claimed. The Appellant and the Respondent concur on the
fact that this disclainmer has no basis in the
application as filed, but that it is an attenpt to
delimt the clainmed subject-matter from docunment (5).
Nor is there dispute between the parties that this
docunent is prepublished state of the art according to
Article 54(2) EPC

Fol l owi ng the decisions G 1/03 and G 2/03 of the

Enl arged Board of Appeal (loc. cit.) a disclainmer vis-
a-vis a prepublished state of the art is allowable

wi t hout changi ng the subject-matter of the application
as filed, within the neaning of Article 123(2) EPC,
when it restores novelty by delimting a claimfrom an
accidental anticipation. An anticipation is considered

accidental when the disclosure of the docunent in
question is "so unrelated and renote that the person
skilled in the art would never have taken it into

consi deration when working on the invention". \Wen an
anticipation is taken as accidental, this nmeans that it
appears fromthe outset that the anticipation has
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nothing to do with the invention (loc. cit. points
2.2.2 and 2.3.4 of the reasons of the decisions).

2.3 Therefore, in the present case, the issue arises
whet her or not docunment (5) is an accidental
anticipation in the sense of the decisions G 1/03 and
G 2/03.

The conpounds of docunent (5) have "val uable

t herapeutic properties” (colum 1, line 17) and are
"good therapeutics” (colum 2, line 49). The conpounds
clained are "for use as a nedi canent” and
"pharmaceutical acceptable salts thereof” are covered
(see present claiml1, lines 6 and 17). Thus, docunent
(5) belongs to the sanme technical field, nanely to the
field of pharmaceuticals, as does the clainmed invention.
Since this docunent has not "nothing to do with the
invention"” and is not "so unrelated and renote" from
the invention that it would never have been taken into
consideration, it is not an accidental anticipation

wi thin the nmeaning of the decisions G 1/03 and G 2/03.

Docunent (5) not being an accidental anticipation, it
is not allowable to incorporate a disclainmer into
claiml1l to delimt the subject-matter clainmed fromthat
docunent. However, the Appellant has done so by
incorporating into this claimthe fresh disclainmer in
table format the end of the claim

2.4 For these reasons, the incorporation of that disclainer
into claiml is an anendnent contravening the
provisions of Article 123(2) EPC with the consequence
that the Appellant's request mnmust be rejected.

0198. D
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

0198. D



