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Summary of Facts and Subm ssi ons

1745.D

The appel | ant (patent proprietor) has appeal ed agai nst
t he decision of the opposition division revoking the
Eur opean patent No. 821 784 (application

No. 96 911 156.6, International publication Nunber

WO A-96/33399), relating to a capillary mcrocuvette.

Claim 1l of the patent as granted reads as foll ows:

"An integral capillary mcrocuvette (1) conprising a
body nenber (2) and a cavity (3) including a nmeasuring
zone (4) within the body nenber (2), the cavity (3)
bei ng defined by two opposite, substantially parallel

i nner surfaces (5,6) of the body nenber, an outer

peri pheral edge (7) including a sanple inlet (8) and an
i nner peripheral zone (9) having a channel (10) of

hi gher capillary force then the neasuring zone (4),
both ends of the channel (10) conmunicating with the
exterior of the mcrocuvette (1)."

Clainms 2 to 8 of the patent as granted are dependent

fromclaiml.

In the opposition proceedings, Articles 100(b) and
100(a) (Articles 54 and 56) EPC were cited as grounds
for opposition and during these proceedi ngs reference
was nmade, anongst others, to the foll ow ng docunent:

D12: US-A-4 088 448
Docunent D12 had been nentioned in the International

application WO- A-96/ 33399. Wth respect to docunents
ot her than docunment D12 cited during the opposition
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proceedings, in its summons to oral proceedings, the
opposi tion division expressed the opinion that a
channel of the inner peripheral zone having a higher
capillary force than the neasuring zone was not known.
In the decision under appeal the opposition division
however held that the subject matter of claim 1l was not
novel with respect to docunent D12. The opposition

di vision considered in particular that both ends of the
| eft of the three stepped zones shown in Figure 5 of
docunent D12 comuni cate with the exterior of the

m crocuvette, the left zone being of |ess depth and

t hus exerting higher capillary force. The m ddl e zone
can be interpreted as the nmeasuring zone within the
meaning of claim1 of the patent. Furthernore, the
cuvette according to Figure 5 of docunent D12 discl oses
a flow pattern as shown in the patent and use of the
channel as a neasuring zone was not excluded by claim1l

of the patent.

The opposition division observed in its decision, with
reference to the summons to oral proceedings, that
docunents cited during the opposition proceedi ngs other
t han docunment D12 were | ess relevant than this docunent,
t here being no channel of the inner peripheral zone of

hi gher capillary force than the neasuring zone di scl osed
therein. Furthernore, in the assessnment of the division,
t he objections of the opponent under Article 100(b) EPC
including that relating to "capillary force" were

unf ounded.

In the appeal proceedings, oral proceedi ngs were
requested by both parties on an auxiliary basis.
Subsequent to issue of sunmpbns consequent to these
requests, the respondent (opponent) w thdrew the
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opposition and was thus no | onger a party to the
proceedi ngs and did not attend the oral proceedings. In
its subm ssions, the former respondent had submtted
the term"capillary force” in the context of the
channel of claim1 nmeans no nore than some cross
sectional reduction of the cavity. Wth respect to
substantive patentability of the subject matter of
claiml the respondent referred solely to docunent D12,
| ack of novelty being all eged.

The case of the appellant can be sumrari sed as foll ows:
Request s

Mai nt enance of the patent as granted or alternatively
on the basis of claim1l according to one of the
auxiliary requests 1 to 4.

Argunent s

Suf fici ency

The termcapillary force is a synonymof capillarity
and clearly defined in the patent in dispute. Thus the
invention is sufficiently and clearly descri bed.

Novel ty

Docunent D12 does not show any cuvette conprising a
channel of higher capillary force as required by claim1l
of the patent. According to docunent D12, no significant

stepping of the side walls is provided in the end
portion of the cavity so that no channel of higher
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capillary force communicating with the exterior is
present .

| nventive step

Onm ng to the presence of the channel, the present
invention provides a flow pattern for the sanple which
avoi ds bubbl es being generated. Sol ving this probl em by

the clained features involves an inventive step.

During the oral proceedings, the appellant explained
that the skilled person woul d understand the teaching of
docunent D12 in relation to Figure 5 to nmean that sanple
was drawn fromthe receiving cavity to the neasurenent
cavities, which is a different construction to that

cl ai med, not recognising the possibility of bubble
formation. Figures 5 and 6 do not show that both ends of
the leftnost cavity comrunicate with the exterior

The wording of claim1 of the patent as granted is given
in section Il above, the wording of claim1l according to
the auxiliary requests is not given as this is not
necessary for the decision (see section 6 of the
reasons).

At the end of the oral proceedings, the board gave its

deci si on.
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Reasons for the Decision

1

1745.D

Adm ssibility of the appeal

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

Article 100(b) EPC - Sufficiency

In the context of the termchallenged by the forner
respondent, i.e. "capillary force", the passage from
line 55 of colum 2 to line 19 of colum 3 of the patent
for exanple, includes disclosure that the channel is
filled along its entire length due to its high capillary
action. After filling of the channel the sanple liquid
propagates into the rest of the cavity in a flow pattern
whi ch prevents air bubbles being captured in the
measuri ng zone. The channel nmay have any appropriate
shape of formas long as the capillary force of the
channel is higher that the capillary force of the
measuring zone. In the light of this disclosure and in
agreenent with the opposition division and the appel |l ant,
the board is satisfied that the disclosure of the patent
is sufficiently clear and conplete for the skilled
person to carry out the invention and accordingly that
the requirements of Article 100(b) EPC are net.

Prior art Docunent D12

Vari ous neasuring cuvettes are described in this
docunent, for exanple according to Figure 1 a body 10 is
provided with a cavity 11 intended to accommpdate a
liquid sanple. In Figures 3 and 4, there are two
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channel s 13 which extend from opposite sides of the
cuvette and open into the cavity.

The cuvette according to Figures 5 and 6 of docunent D12
has a cavity 14 of varying depth, realized by stepping
one of the surfaces of the cavity to formlevels 15
spaced different distances fromthe opposite surface.
The nunber of such |evels can be varied and the height

di fference between the levels is determ native for the
nmeasuring exactitude. The outernpst cavity can serve as
a receiving cavity which is devoid of reagent and from
whi ch a sanple can be drawn at a suitable rate into the
ot her cavities.

If the cuvette has a receiving cavity into which the
sanple is drawn by vacuum gravity or capillary force
and from which the sample is supplied, by capillary
force, to a plurality of cavities containing different
reagents and/or gels a | arge nunber of anal yses can be
rapi dl y made.

Mai n request - Novelty (Article 54 EPC

The opposition division relied in its chain of argunent
establishing |lack of novelty of the subject matter of
claim1 on two rather doubtful Iinks, nanely (1) the

| eftrost neasuring cavity in Figure 5 of docunent D12
being able to be interpreted as a channel within the
meaning of claim1 and (2) the drawing of Figure 5
showi ng clearly that both ends of the |eftnpst neasuring
cavity communicating with the exterior of the cuvette.
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Wth respect to the first link the board can see no
reason for interpreting the leftnost cavity in the
enbodi nent of Figure 5 as a channel because this figure
sinmply di scloses a stepped neasuring cavity of varying
depths. Significantly and as argued by the appell ant,
docunent D12 explicitly even teaches a receiving cavity,
which is the termapplied to the outernost cavity at the
right in Figure 5, fromwhich sanple is supplied to the
ot her cavities, contrary to what woul d happen were, if
as assunmed by the opposition division, the |eftnost
cavity really to be a channel according to the wording
of claim1l of the patent in dispute. The board thus
reached the view that there is no reason in docunent D12
to call the leftnost cavity a channel, but should the
skill ed person nonethel ess wish to use the term
“channel” in relation to this figure, it could at nost
be applied to the rightnost receiving cavity because
sanple is supplied to the other cavities therefrom

Moreover, with respect to the second |link, Figure 5 1is
schematic but nonetheless in its upper part shows that
the | eftnost cavity does not communicate with the
exterior. In view of the heavier lining used, any

di scl osure of the contrary is also questionable in the

| oner part of the figure. The sectional viewin Figure 6
also fails to show any details of the inner lateral wall.
Thus in the view of the board, the skilled person m ght
be able to derive fromwhat is understandable fromthe

i nconcl usive figures, consistent with supplying sanple
fromthe receiving cavity to the other cavities, at nost
t hat docunent D12 di scloses that the | eftnost cavity
conmuni cates wi th another cavity.
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I n devel oping its reasoning about the |eftnost cavity of
Figure 5 of docunent D12, the opposition division also
went on to specul ate about the channel not being
excluded as a neasuring zone in claiml, but since as
poi nted out in points 4.2 and 4.3 the leftnost cavity is
not a channel as cl ainmed, such specul ati on need not be
pursued further in assessing the novelty of the subject
matter of claiml with respect to the disclosure of
docunent D12.

Thus the board agrees with the subm ssion of the
appel l ant that no channel as defined in claiml is
provided in the teaching of docunment D12.

The board has not been presented with any reason for
guestioning the view of the opposition division that the
other cited prior art is less relevant than docunment D12,
concurring especially with the view of the division that
there the channel as clainmed is not disclosed therein.

The subject matter of claiml is therefore novel within
the neaning of Article 54 EPC

Mai n request - Inventive step (Article 56 EPC)

Docunment D12 as been viewed as pertinent prior art right
fromthe international application and the board
considers this docunent an appropriate starting point
for the assessnment of inventive step. The probl em sol ved
by the novel features of claim1l is avoiding formation
of air bubbles. Since this problemis not even

recogni sed i n docunent D12, the board does not see any
hint at all towards providing a channel as defined in
claiml at the periphery of any of the various cavities
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di scl osed in docunment D12 including the stepped cavity
of Figure 5. Contrary to the view of the opposition
division that the sane flow pattern as in the patent in
i ssue is disclosed in docunment D12, the disclosure of
this docunment that it is the receiving cavity from which
sanple is supplied to the other cavities | eads away from
the flow pattern of the patent. Thus no convi ncing
chal l enge to inventive step of the subject matter of
claim 1l can be advanced on the basis of document D12.
Since the remaining cited prior art also |acks a channel
as clainmed, no suggestion towards the invention can be

derived therefrom

In view of the foregoing, the board is thus satisfied
that the subject matter of claim1, and that of

claims 2 to 8 which depend therefrom can be considered
to involve an inventive step within the neani ng of
Article 56 EPC.

Auxi liary requests

1745.D

Since the main request was accepted by the board,
consideration of the clains of the auxiliary requests is
not necessary.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is naintained unanended.

The Regi strar: The Chai r man:
P. Martorana E. Turrini
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