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Summary of Facts and Subm ssi ons
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This is an appeal by the proprietor of European Patent
no. 0 583 920 agai nst the decision of the Opposition
Division to revoke the patent.

The respondent opposed the patent on the ground that
the invention did not involve an inventive step. In the
first-instance proceedi ngs, after the Qpposition

Di vi sion had sunmoned the parties to oral proceedi ngs
in order to discuss this ground of opposition, the
patent proprietor filed newclainms 1, 4 and 11 and
requested, as only request, that the patent be
mai nt ai ned on the basis of these clains. It was

expl ained in the acconpanying letter (dated

12 Septenber 2000) that the clainms had been anmended "in
order to correct an apparent inconsistency with Fig.1".

Wth fax dated 6 Cctober 2000 the patent proprietor's
representative infornmed the Opposition Division that he
woul d not be attending the oral proceedings and
requested that the proceedi ngs be determ ned on the
basis of the witten subm ssions.

Oral proceedi ngs before the Opposition Division were
hel d on 13 October 2000 in the absence of the patent
proprietor. The Opposition Division decided to revoke

t he patent because the anendnents to claim1l had caused
the protection conferred to be extended, contrary to
Article 123(3) EPC

The patent proprietor (appellant) |odged an appeal
agai nst this decision. Together with the statenent
setting out the grounds of appeal (dated 21 March 2001)
new versions of clainms 1, 4 and 11 according to a main
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and an auxiliary request were fil ed.

The clains according to the main request were said to
be formulated with a viewto elimnating any confusion
whi ch may have been caused by inconsistencies in the
claims on which the decision under appeal was based,
and were "consistent with the clains originally granted
and conport with the description of the invention as
included in Figure 1".

The clains according to the auxiliary request were said
to include identical |anguage to that of the clains
originally granted with the exception that certain
reference nunmeral s had been anended in order to clarify
i nconsi st enci es.

In a letter dated 25 Septenber 2001 the respondent
(opponent) argued that the clains according to the
appel lant's main request infringed Article 123(3) EPC
and that the changes to the reference signs caused
confusion and were not supported by the description,
contrary to Article 84 EPC

In a comuni cation pursuant to Article 110(2) EPC the
Board expressed its prelimnary opinion that none of

t he amendnents to the granted clains was "occasi oned by
grounds of opposition”, as required by Rule 57a EPC.
Therefore, neither the claimfornulation according to
the patent proprietor's main request nor according to
the auxiliary request could serve as a basis for
consideration by the Board. It was however pointed out
that the situation would change if the appellant were
to request consideration of the patent in the granted
ver si on.
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VIIl. By letter dated 7 January 2003 the appell ant requested
that the patent be considered in the granted version.

I X. The respondent requested with letter dated
25 Septenber 2001 that the appellant's then valid main
and auxiliary requests be refused. The respondent's
request is now understood by the Board as aimng at the
di sm ssal of the appeal.

Reasons for the Decision

1. The appel | ant requests that the patent be considered in
the version as granted. The deci sion based on the
OQpposition Division's finding that the scope of
protection has been extended nust therefore be set
asi de.

2. Since the Opposition Division has not yet decided on
t he grounds of opposition invoked by the respondent,

the case is remtted to the Cpposition Division for
further prosecution.

Or der

For these reasons, it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:
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D. Sauter S. Stei nbrener
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