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Summary of Facts and Subm ssi ons

2445.D

The opponent appeal ed agai nst the decision of the
opposi tion division concerning the maintenance of
Eur opean patent No. 0 309 689 in anended formin
accordance with the proprietor's second auxiliary
request filed on 7 July 2000 during oral proceedings
before the opposition division.

Prior art docunents:

D1: EP-A-0 305 169,

D2: EP-A-0 228 620,

consi dered during the proceedi ngs before the opposition
division, remain relevant to the present appeal.

The clains of the proprietor's main request filed with
the letter of 11 August 2003 read as foll ows:

(i) claim1 for DE and GB only:

"An optical pickup for picking up signals froma signal
surface of an optical disk (6), conprising:

a) a laser light source (1) for emtting a | aser
beam

b) splitting neans (15B) for splitting said |aser
beamemtted fromsaid | aser |light source (1) into
three |ight beans,
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c) an object lens (5) disposed in front of said
optical disk (6), for focusing said three |ight
beanms comng fromsaid splitting neans (15B) on
sai d signal surface of said optical disk (6);

dl) diffraction means (15A) for diffracting return
light beans reflected fromsaid signal surface;
and

e) phot odet ect or neans (11) disposed in a direction
of diffracted return |light beans from said

diffraction neans, for detecting said diffracted
return |ight beans;

said optical pickup further conprising:

f) a first surface (15A) of a hol ogram (15)
constituting said diffraction neans, and

g) a diffraction grating (15B) formed on a second
surface of said hologram (15), said diffraction
grating (15B) constituting said splitting neans,

wherein in said optical pickup,

d2) said diffraction neans (15A) is disposed between
said splitting neans (15B) and said object |ens

(5)."

Clainms 2 to 5 are dependent on the preceding clains.

(ii) claim1 for FR only, as granted:

2445.D



2445.D

- 3 - T 0087/ 01

"An optical pickup for picking up signals froma signal

surface of an optical disk (6), conprising:

a)

b)

d)

f)

9)

a laser light source (1) for emtting a | aser
beam

splitting nmeans (2;15B) for splitting said | aser
beamemtted fromsaid | aser |light source (1) into
three |ight beans;

an object lens (5) disposed in front of said
optical disk (1), for focusing said three |ight
beanms comng fromsaid splitting neans (2) on said
signal surface of said optical disk (1);

di ffraction neans (10A; 15A) di sposed between said

splitting neans (2) and said object lens (5), for

diffracting return |light beanms reflected fromsaid
signal surface (1);

phot odet ect or neans (11) disposed in a direction
of diffracted return |light beans from said
diffraction neans, for detecting said diffracted
return |ight beans, said optical pickup further
conpri si ng:

a first surface (10A; 15A) of a hol ogram (10; 15)
constituting said diffraction neans, and

a diffraction grating (15B) fornmed on a second
surface of said hologram (15), said diffraction
grating (15B) constituting said splitting nmeans."

Dependent clains 2 to 5 as granted.
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The clains according to the appellant's first auxiliary
request filed with the letter of 11 August 2003 differ
fromthe clainms according to the main request in that,
in paragraph c) of claiml for DE and GB only, the
expression "an object |ens" has been replaced by the

expression "a single object lens.™

The clains according to the appellant's second
auxiliary request filed wwth the letter of 11 August
2003 differ fromthe clains according to the main
request in that the feature according to paragraph d2)
of claim1l1l for DE and GB only has been anended to read:
"said splitting neans (15B) is di sposed between said

di ffraction nmeans (15A) and said object lens (5)".

The clains according to the appellant's third auxiliary
request filed with the letter of 11 August 2003 differ
fromthe clainms according to the main request in that
the clains for DE and GB only have been cancell ed.

Oral proceedings were held on 11 Septenber 2003.

The argunents of the appellant opponent can be

sumuari sed as foll ows:

The wording of clainms 1 for DE and GB only of the main
and first auxiliary request did not specify that the
three |ight beans focused by the object lens (5 were
directly coming fromthe splitting nmeans (15B). There
was thus no difference between the optical pickup

di scl osed in docunment D1 and the optical pickup
according to said clains.
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The disposition of the splitting nmeans (15B) specified
in feature (d2) of claiml for DE and GB only of the
second auxiliary request was an alternative to, and not
covered by, the disposition of this neans according to
granted claim 1. The clains of the second auxiliary
request extended the protection conferred by the
granted patent, contrary to Article 123(3) EPC

The starting point for the invention according to
claiml1l for FRonly of the third auxiliary request was
the prior art nmentioned in colum 1 of the patent with
reference to Figure 1 as a conventional three-beamtype
optical pickup. The pickup according to claiml
differed fromthe prior art pickup in that the beam
splitter (3) and the lenses (7 and 8) were replaced by
one hol ogram (di ffraction means 10). Docunent D2

di scl osed an optical pickup (Figure 4) which differed
fromthe prior art acknow edged in D2 (Figure 1) in
that the beamsplitter (46) and the wedge prisnms (51
and 52) were replaced by one hol ogram (diffraction
grating 75). The skilled person faced with the probl em
of providing an optical pickup which was |ess costly
and easier to align and mniaturize than the prior art
pi ckup, had a reason to | ook at docunment D2 because it
related to the sane problemas the invention. The

sol ution taught by D2 was independent of the type of
track error detection. The integration of two gratings
at different sides of a plate was conmon practice in
optics. Caiml of the third auxiliary request |acked
an inventive step in view of the conbination of the
prior art pickup of Figure 1 of the patent with the

t eachi ng of D2.
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The argunents of respondent proprietor can be
summari sed as foll ows:

Feature (c) according to claiml for DE and GB only of
the main request did not specify any neans between the
splitting nmeans and the object |ens and should be read
in the light of the exanples described in the patent
according to which the main beam produced by the
splitting nmeans was not influenced by the hol ogram

(10, 15A) and the first order beans were not inmaged on
the surface of the disk. The optical pickup according
to D1 conprised a collimating |l ens (5) which influenced
the directions of the beans passing through it, but did
not focus the light comng fromthe splitting neans,
and an objective lens (6) which focused on the disk the
ight beans comng fromthe collimating | ens. D1, which
formed part of the prior art according to Article 54(3)
EPC, did not directly and unanbi guously discl ose an
object lens according to feature (c) of claiml.

D1 disclosed two I enses (5 and 6) for focusing the

I ight beans comng fromthe splitting nmeans on the
surface of the optical disk and not a single object
lens as set out in claiml for DE and GB only of the
first auxiliary request.

The optical pickup according to claim1l for DE and GB
only of the second auxiliary request which corresponded
to the pickup according to Figure 5 of the patent did
not extend the protection conferred by the patent. This
pi ckup differed fromthe pickup according to granted
claiml by the disposition of the hologramw th respect
to the object |lens. However, the skilled person reading
toget her the description and claim1 of the patent
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understood that this claimwas intended to cover the
optical pickup according to Figure 5 of the patent.

The subject-matter of claim1 for FR only according to
the third auxiliary request was novel and inventive.
The prior art according to Figure 1 of the patent could
not be used for assessing the inventive step of claiml
because it was internal prior art and it was not clear
whet her it corresponded to a published docunment or was
on the market fifteen years ago. The functions provided
by the diffraction grating (75) in D2 were different
fromthe functions of the arrangenent of the beam
splitter (3) and the lenses (7 and 8) in the optical

pi ckup according to the prior art of Figure 1 of the
patent. Splitting neans and diffraction neans di sposed
on the opposite sides of a hologramas set out in
claim1 were disclosed neither in Figure 1 of the
patent nor in D2. There was no obvi ous reason why the
skilled man woul d have repl aced the above arrangenent
by the diffraction grating of D2 and at the sane tine
woul d have di sposed said grating and the splitting
nmeans of Figure 1 of the patent on a single plate.

The appel | ant requested that the decision under appeal
be set aside and the European patent No. 0 309 689 be
revoked in its entirety.

The respondent requested that the appeal be dism ssed
and that the patent be maintained in anended form
according to the main request or one of the first to
third auxiliary request, all as filed with the letter
dated 11 August 2003.
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Reasons for the Decision

1

The appeal is adm ssible.

Main request - Claiml for DE and GB

2445.D

Docunment D1 was published after the date of filing of

t he opposed patent. It is common ground that D1 forns
part of the state of the art under Article 54(3) EPC
regarding claiml for DE and GB of the main request. It
is likew se not contested by the proprietor that D1

di scl oses an optical pickup which according to the
enbodi nent of realisation of figures 12 and 13 (see
colum 9, line 21 to colum 10, |ine 35) conprises al
the features set out in claiml1l for DE and GB of the
mai n request, except feature (c) according to which an
object lens (5) is disposed in front of an optical disk
(6) for focusing three |light beans comng froma
splitting nmeans on the signal surface of the optical

di sk (6).

An optical pickup in which diffraction nmeans are

di sposed between splitting neans and an object lens is
only supported by the enbodi ment of realisation

di sclosed in the patent in suit with reference to
Figure 2. According to this enbodi ment, the |ight beam
emtted by the laser diode is split by a diffraction
grating (splitting neans 2) into three |ight beans
which are transmtted to diffracting nmeans (hol ogram 10)
and then focused by the object |ens. Accordingly,
feature (c) of claiml1l for DE and GB of the main
request cannot be interpreted on the basis of the
description of the patent as restricted to an object

| ens which focuses three |ight beans directly com ng
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fromthe splitting neans of the pickup, but it nore
generally covers an object |ens which focuses on an
optical disk three light beanms split by said splitting
means (2). The pickup according to claim1 and the

pi ckup di scl osed by D1 nust be interpreted in the same
way. Therefore, the enbodi nent of Figures 12 and 13 of
D1, in which the three light beans split by the
diffraction grating (4a) are transmtted to the
objective lens (6) via both the hologram (3) and the
collimating lens (5) for focusing on the optical disk
(7), should be understood as disclosing an opti cal

pi ckup in which the objective lens (6) focuses on the
surface of the disk the three Iight beans comi ng from
the splitting neans (4a).

There is nothing in the patent for supporting the
proprietor's allegations that according to claim1l the
split main beam was not influenced by the hol ogram (10)
and the split first order beans were not inmaged on the
disk. It is irrelevant, contrary to the proprietor's
view, that the objective lens (6) in Figure 13 of D1
focuses on the optical disk the beans nade parallel by
the collimating lens (5). Accordingly, D1 discloses an
optical pickup conprising feature (c) of claiml1l for DE
and GB of the main request. This claimthus |acks
novelty (Article 54(3) EPC).

First auxiliary request - Claim1l1 for DE and GB

2445.D

Claim1l for DE and GB of the first auxiliary request
nmerely differs fromclaim1l for DE and GB of the main
request in that the expression "an object |ens" has
been replaced by the expression "a single object |ens".
In the enbodi nent of Figures 12 and 13 of D1, the |ens
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(5) is acollimting |lens which renders parallel the
three |ight beans passing therethrough and the three
beans forned by the diffraction neans (4a) are only
focused on the surface of the optical disk (7) by the
singl e objective lens (6). Accordingly, claim1l for DE
and GB of the first auxiliary request |acks novelty for
t he sane reasons as those given in respect of claim1l
for DE and GB of the main request.

Second auxiliary request - Claiml for DE and GB

2445.D

Claim1 for DE and GB of the second auxiliary request
differs in substance fromclaim1l as granted in that
the feature according to which the diffraction neans
are "di sposed between said splitting neans (2) and said
object lens" are replaced by the feature "said
splitting neans (15B) is disposed between said
diffraction neans (15A) and said object lens (5)".
Claim1 for DE and GB of the second auxiliary request

t hus corresponds to the optical pickup described in the
enbodi nent of realisation according to Figure 5 of both
the application as originally filed and the patent in
suit. However the subject-matter of this clai mdoes not
result froma limtation of the subject-matter of
claim1 as granted.

The proprietor, referring to the Case Law of the Boards
of Appeal (T 108/91, Q) 1994, 228, and non published
decisions T 31/93, T 774/97, T 1011/96, T 762/95 and

T 116/99), argued that claim1l for DE and GB of the
second auxiliary request did not contravene

Article 123(3) EPC because, in view of Article 69 EPC
and its Protocol on Interpretation, the skilled person
readi ng together the description and claim1 of the
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patent in suit would understand that said claimcovered
the optical pickup according to the enbodi nent shown in
Figure 5 of the patent.

In decisions T 108/91 and T 31/93 (point 2), a feature
included in claim1l during the exam nati on proceedi ngs
did not correspond to what was originally disclosed. It
was i medi atel y apparent that what was defined in
granted claim 1l when interpreted on the basis of the
description and drawi ngs could not be that for which
protection was sought. The replacenent of the incorrect
feature by the correct one was considered, on a fair
interpretation of the claimin the light of the
totality of the disclosure, as not extending the
protection. In decisions T 774/ 97 (point 4) and

T 1011/96 (point 2), claim1l as granted contains

uncl ear expressions. The Board considered that the
amendnents nmade i n appeal proceedings solely serving to
remove inconsi stencies between the subject-matter of
the granted claimand the acconpanying description did
not infringe Article 123(3) EPC. According to decision
T 762/ 95 (point 2), no extension of the protection
conferred resulted fromthe correction of an
inconsistency in a granted claimif the correction was
ei ther apparent fromthe claimitself or fromthe true
construction of the claimin the context of the
specification. According to decision T 116/99 (point 2),
t he scope of a claimnust be assessed taking into
account not only the clains but also the description
and the drawi ngs. Interpreted in this way, the
amendnents to claim1l as granted (which covered a fue
additive per se) to specify a fuel conposition
conprising the additive did not extend the protection
conferred.
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In the present case, claim1l as granted results from

t he conbination of clains 1 to 4 as originally filed
and its subject-matter is clearly understandable in
itself without needing any interpretation on the basis
of the description. It is true however that the optical
pi ckup specified in claim1l as granted is supported
neither by the exanple of realisation according to
Figure 2 of the patent, fromwhich it differs by the
restriction that the splitting neans is fornmed on a
second surface of a hologram nor by the exanple of
reali sation according to Figure 5 of the patent, which
shows an inverted disposition of the splitting neans
and the hologramin respect of the object |ens.

However, in the present case, which is distinguishable
fromthe situation in the decisions cited by the
proprietor, it is not imrediately apparent to the
skilled reader that the optical pickup according
granted claim1, which corresponds to the subject-
matter of originally filed claim4 as dependent on
originally filed claims 1 to 3, does not correspond to
t he pickup for which protection was sought. Nor is it

i edi at el y apparent which one of the two descri bed
enbodi nents of optical pickups the proprietor m ght
have intended to protect. Accordingly, the Board judges
that claim1 as granted woul d be understood by the
skill ed reader as specifying the optical pickup
identified by its own wording and shoul d not be
interpreted as covering the enbodi ment of realisation
of Figure 5 of the patent in suit. CQaim1l for DE and
@B of the second auxiliary request thus extends the
protection conferred by the patent as granted.
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In decision G 1/93 (QJ 1994, 541), the Enl arged Board
of Appeal pronouncing on the question of "limting

ext ensi ons" observed that "Article 123(3) EPCis
directly aimed at protecting the interests of third
parties by prohibiting any broadening of the clains of
a granted patent, even if there should be a basis for
such a broadening in the application as filed" and that
"the ultimate responsibility for any anendnment of a
patent application (or a patent) always renains that of
the applicant (or the patentee)” and judged that even
in the case of "limting extensions"” a patent which
infringes Article 123(3) had to be revoked. In the
present case, granted claim 1 does not contain a
"limting extension". The Board however sees no good
reason in the fact that its subject-matter may be
different fromwhat the proprietor declared he had
intended to cover for adopting a |l ess strict attitude
than in the case of "limting extensions". Accordingly,
claiml1 for DE and GB of the second auxiliary request

i s not acceptabl e.

Third auxiliary request

2445.D

Claim1l for FRonly of the third auxiliary request is
identical to claim1 as granted. According to the
appel l ant, the conventional three-beamtype optical

pi ckup described in the patent in suit (colum 1,
lines 6 to 43) with reference to Figure 1 forms the
cl osest prior art.

The proprietor stated during the oral proceedings that
t he optical pickup according to Figure 1 of the patent
was nerely cited as the background art in view of
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Rule 27(1)b EPC and corresponded to internal prior art
whi ch was not public at the filing date of the patent.

5.2 The Board observes that the prior art according to
Figure 1 was described in the patent as a conventi onal
t hree-beam type optical pickup. The skilled reader wl|
t hus understand fromthe patent that this pickup has
been used or produced on such a scale that it had
becone conventional before the filing date of the
application for the present patent and thus forned part
of the general know edge of the skilled person. The
Board considers that the retraction of the proprietor
at a late stage of the appeal proceedings, during the
oral proceedings, is unfair and deprives the appellant,
who had been relying on the truth of the disclosure
that Figure 1 of the patent showed prior art, of the
possibility of searching for a published docunent
di scl osing a pickup according to Figure 1. The Board
judges therefore that the prior art according to
Figure 1 of the patent, which was cited and
acknow edged in the patent as the closest prior art for
t he purpose of formulating the technical problem set
out in the description, forns the correct starting
point for the assessnent of the invention and can be
used for assessing inventive step, at |least for the
pur poses of this deci sion.

6. According to the prior art of Figure 1 of the patent, a

conventional three-beamtype optical pickup conprises
the follow ng features of claiml1l:

- a laser source (diode 1) for emtting a | aser
i ght beam

2445.D



- 15 - T 0087/ 01

- a diffraction grating (2) for splitting said | aser
beaminto three |ight beans,

- an object lens (5) for focusing the three |ight
beanms comng fromthe diffraction grating on the
surface of an optical disk (6) and

- a phot odetector assenbly (9) for detecting the
light beans reflected fromthe surface of the disk

6.1 In contrast with the pickup set out in claiml, the
three light beans reflected on the surface of disk are
according to Figure 1 deflected by a beamsplitter (3),
and not by diffraction nmeans, towards the photodetector
assenbly; and said diffraction grating and diffraction
means are not formed on respective surfaces of a

hol ogram

6.2 According to description of the patent (colum 1,
lines 44 to 54), the high nunber of optical elenents
used in the prior art of Figure 1 renders the
conventional pickup bul ky and costly, not easy to
mniaturize and adjust. Starting fromthis prior art
t he objective probl em addressed by the invention can
t hus be seen as providing a three-beam optical pickup
whi ch renedi es these drawbacks. According to claim1,
the problemis solved by using a first surface of a
hol ogram constituting a diffraction neans for
diffracting the Iight beans reflected fromthe surface
of the disk, formng the splitting neans on the second
surface of the hol ogram and di sposing the diffraction
nmeans between the splitting nmeans and the object |ens.

2445.D
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D2 (Figure 4; colum 9, line 29 to colum 10, |ine 22
and colum 11, lines 20 to 35) discloses an optical

pi ckup in which a hol ographic diffraction grating (75)
receives the beamemtted by a | aser source (43) to
produce a zeroth-order diffracted beamwhich is focused
by an objective lens (44) on the surface of an optical
disk (41). The diffraction grating is responsive to the
beamreflected fromthe disk (via the objective |ens)
to produce a plurality of sidewards diffracted beans
directed to a detector assenbly (45). This pickup is an
i nprovenent to a bul ky and heavy prior art pickup
(Figure 1 of D2) in which the |ight beamreflected from
the disk was split by wedge prisns (51, 52) into two
beans directed to the detector assenbly (colum 2,
lines 10 to 19; columm 6, lines 12 to 53).

According to the appellant, the skilled man starting
fromthe prior art according to Figure 1 of the patent
woul d i mredi ately recogni ze that the technical problem
namely replacing a bulky and costly optical assenbly in
an optical pickup, is the same as the technical problem
solved by the pickup of Figure 4 in D2 in view of its
own prior art (Figure 1 of D2). It would then be
obvious to replace the splitter (3) and the lenses (7
and 8) in the prior art pickup of figure 1 of the
patent by the diffraction grating (75) of D2 and to
arrive at the optical pickup of claiml. The Board
cannot share the appellant's view

In Figure 1 of the patent, three |light beans are
focused on, and reflected from the surface of the
optical disk. The beamsplitter (3) is used to transmt
to the object Ilens the three |ight beans comi ng from
the splitting means, and to reflect the three |ight
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beans reflected fromthe disk through the | enses (7

and 8) to formspots on the detector assenbly. In
contrast with that, according to D2 one, and only one,
light beamis focused on, and reflected from the disk
The diffraction means (75) in D2 are configured so as
to produce and transmt to the objective | ens a zeroth-
order diffraction beamand are responsive to the single
light beamreflected fromthe optical disk to produce a
plurality of sidewards diffracted beans.

It is clear that the straightforward replacenent of the
beam splitter (3) and the lenses (7 and 8) in the prior
art of Figure 1 of the patent by the diffraction
grating of D2 would not, by itself, result in a

hol ogram as specified in features (f) and (g) of
claim1, whose first and second surfaces respectively
constitute diffraction neans and splitting neans.

Thus, the conbination of the prior art according to
Figure 1 of the patent with the teaching of D2 does not
lead to the optical pickup set out in claiml1, and does

not render it obvi ous.

Accordingly, the argunments of the appellant have not
convinced the Board that the subject-matter of claiml
for FRonly of the third auxiliary request was obvi ous
to the person skilled in the art. The Board therefore
concl udes that the subject-matter of this claimshal

be considered as involving an inventive step within the
meani ng of Article 56 EPC.

In the Board's judgenent, the patent in suit, in the
version for FR only, and the invention to which it
rel ates satisfy the requirenents of the Convention.
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For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the departnent of first
instance with the order to maintain the patent on the
basis of clainms 1 to 5, description and draw ngs as
granted for the designated Contracting State FR only,
and to revoke the patent for the designated Contracting
States DE and GB, in accordance with the third
auxiliary request of the proprietor.

The Regi strar: The Chai r man:

D. Sauter W J. L. \Weeler
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