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Summary of Facts and Subm ssi ons

0496.D

The patent proprietors (the appellants) | odged an
appeal against the decision of the opposition division
dat ed 22 Novenber 2000, whereby the European patent

No. O 552 267, was revoked. Basis for the revocation
were a main request and three auxiliary requests in two
versions, one for all designated Contracting States
except ES and GR (non-ES, non-GR States) and one for ES
and GR. None of them were found by the opposition
division to comply with the requirements of Articles 84
and 123(2) EPC. They al so offended Rule 57a EPC.

The appellants filed a statenent of grounds of appeal
requesting that the decision of the opposition division
be set aside and the patent be naintained on the basis
of one of a new nmain and new four auxiliary requests
for the non-ES, non-CR States filed with said
statenent. They requested the opportunity to submt
"process clainms" for ES and GR at an appropri ate stage
of the proceedings. Oral proceedings were al so

request ed.

Clainms 1 and 2 of the main request read:

"1. A filanentous bacteriophage exhibiting nultiple

di splay of a foreign peptide, including, in a
proportion of its major coat protein sub-units, display
of a foreign peptide of at |east 9 am no-acids that
elicits a biological response, and including, in

bal ance, unnodified (wild-type) filanentous phage maj or
coat protein, said bacteriophage having only one copy
of the major coat protein gene VIII inits genone."

"2. A bacteriophage according to claim1l, wherein the
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peptide has 9 to 20 am no-acids."

Claims 1 and 2 of the first auxiliary request read
exactly as clains 1 and 2 of the main request.

Claim 1l of the second auxiliary request was al so
directed to a filanentous bacteriophage and differed
fromclaim1l of the main request essentially in that
t he expression "the remaining proportion of its major
coat proteins consists of" was introduced between the
terns "bal ance” and "unnodified".

Claim 2 of the second auxiliary request read exactly as
claim2 of the main request.

Claims 1 and 2 of the third auxiliary request read:

"1l. A nmethod for preparing a filanmentous bacteriophage
including, in at |least a proportion of its major coat
protein sub-units, multiple display of a foreign
peptide of at least 9 am no-acids that elicits a

bi ol ogi cal response, which conprises introducing a

uni que restriction enzyne site into gene VIII

subcl oning the thus nodified gene VIIl into a
control | abl e expression vector, inserting one or nore
cassettes encoding the or each peptide into the vector,
and assenbling the protein product of the resultant
vector into the wld-type bacteriophage."”

"2. A nmethod according to claiml1l, wherein the peptide
has 9 to 20 am no-acids."

Claim1l of the fourth auxiliary request was al so
directed to a nethod for preparing a fil anentous
bact eri ophage and essentially differed fromclaim1 of
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the third auxiliary request in that (i) the portion of
the claim”including [..] display of" was anended to
read "exhibiting nmultiple display of a foreign peptide,
wherein a proportion of its major coat protein sub-
units display"” and (ii) the expression "and wherein, in
bal ance, the remai ning proportion of its major coat
proteins consist of unnodified, wild type, filanentous
phage proteins, and wherein said bacteriophage has only
one copy of the major coat protein gene VIII inits
genone, " was added between the terns "response" and
"whi ch".

Claim2 of the fourth auxiliary request read exactly as
claim?2 of the third auxiliary request.

Wth letter dated 30 May 2002, the opponents (the
respondents) submtted that the new main request
contravened the requirenments of Articles 123(2) and
(3), 84 and Rule 57a EPC. They al so requested oral
pr oceedi ngs.

On 2 Decenber 2002, the board issued a comrunication
pursuant to Article 11(2) of the rules of procedure of
t he boards of appeal with a prelimnary view of sone of
the issues to be discussed.

In particular (see point 10 of the comunication), the
board noted that in their letter of 4 Septenber 2000,
the appellants had referred to a passage of the
priority docunment, nanely, page 4, 12 lines fromthe
bottom which, according to their views, provided an
adequat e support for the am no-acid range of "9 to 20"
as referred to in claim2 of the main request and each
of the auxiliary requests.
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The board indicated that this passage appeared not to
have any inplicit or explicit support in the
application as originally filed. In this respect, the
board drew the attention of the appellants to the fact
that, for the purpose of Article 123(2) EPC, the
content of the application as filed did not include any
priority docunment (cf T 260/95 QJ EPO 1989, 105 and

G 11/91 QJ EPO 1993, 125, in particular point 7).

Wth letter dated 3 February 2003, the appellants
infornmed the board that they did not intend to appear
at the oral proceedings scheduled to take place on

7 March 2003.

Wth letter dated 7 February 2003, the respondents
conditionally withdrew their request for oral
proceedi ngs and provi ded additional comrents with
respect to the third auxiliary request, said request
being said to contain abandoned subject-matter.

Wth comruni cation dated 17 February 2003, the board
infornmed the parties that oral proceedi ngs were
cancel | ed.

The appel l ants requested that the decision under appeal
be set aside and the patent be naintained on the basis
of one of the five requests on file.

The respondents requested that the appeal be di sm ssed
and the patent be revoked. They al so made the auxiliary
request that the case be remtted to the opposition

di vision for consideration of conpliance with

Articles 100(a) and (b) EPC if any request was found to
conply with Articles 123(2) and (3), 84 and Rule 57a
EPC.
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Reasons for the Decision

Procedural nmatters

1. The appel |l ants' announcenent of their intention not to
attend oral proceedings is to be seen as an inplicit
wi t hdrawal of their request that these be appoi nted.
The appel |l ants have al so chosen not to file a reply to
t he board's comuni cation and not to file anended
cl ai mrequests.

2. As the respondents' request for oral proceedings is
conditional, and the matter is decided in their favour,
t he provisions of Article 113(1) EPC are conplied wth.

Article 123(2) EPC

3. The ami no-acid range of "9 to 20", found as an
essential feature in claim2 of all requests on file,
was first introduced as an anendnent in the clains
during the opposition proceedings and was found in al
cl ai mrequests on the basis of which the decision to
revoke the patent was taken.

4. Al t hough neither the opposition division nor the
respondents have objected to this particular feature,
the board has the power to assess inter alia whether
this anendnent, which is present in each of the
requests on file, conplies with the requirenents of
Article 123(2) EPC

5. The appel l ants indicated a passage of the priority

docunent, nanely, page 4, 12 lines fromthe bottom as
a support for the feature of the am no-acid range of "9
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to 20" in claim2 of all requests. Said passage reads:
"The peptide may be antigenic, (..). Its length should
be sufficient to raise the response but insufficient to
nodi fy the bacti ophage's (sic) properties undesirably
or to prevent incorporation, e.g. 9 to 20 am no-acids."”

However, according to the case | aw of the boards of
appeal, for the purpose of Article 123(2) EPC, 'the
content of the application as filed" does not include
any priority docunment (see T 260/85 supra and G 11/91
supra). It has thus to be assessed whet her the
application as originally filed contains the sane
passage or provides a support of a different kind.

The application as filed does not contain the sane
passage but a rel ated passage (see lines 25 to 32 on
page 5 of the published international application

WD 92/07077) which differs fromthe passage of the
priority docunment in that it does not end with the
terns, "e.g. 9 to 20 am no-acids" but with the only
terns "e.g. at least 9 am no acids", no range being
given. This corresponds to claim2 as originally filed
which simlarly made reference to "at |east 9 am no-
aci ds".

Mor eover, there is no information whatsoever in the
application as filed on the basis of which a person
skilled in the art would directly and unanbi guously
understand that in order 'to be sufficient to raise the
response but insufficient to nodify the bacteriophage's
properties undesirably or to prevent incorporation (as
mentioned in the priority docunent) the peptide's
 ength nust be in the range of 9 to 20 am no- aci ds.
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9. The board concludes that, while the lower limt ("at
| east 9 am no-acids") finds a basis in the application
as filed, the limtation to 20 am no-aci ds as upper
val ue finds no basis. Nor have the appellants been able
to provide such a basis.

10. Thus, the introduction of the feature in question in
claim2 of each and every of the requests at issue
resulted in the patent being anmended in such a way that
it contains subject-matter which extends beyond the
content of the application as filed.

11. Therefore, already for the above reason none of the
requests on file conply with the requirenents of

Article 123(2) EPC. Under these circunstances, there is
no need to exam ne all other outstanding issues.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Wl i nski L. Galligan
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