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Summary of Facts and Subm ssi ons

1397.D

Eur opean patent No. 0 628 303, based on European
application No. 94 303 517.0 and claimng a priority
date of 11 June 1993, was granted on the basis of

18 cl ai ns.

| ndependent claim 1 as granted read as foll ows:

"1. A process for the preparation of a conposition
suitable for topical application to human skin
characterised in that a dispersion in an oil of
particles of a netallic oxide having an average primary
particle size of less than 0.2 mcronetre is mxed with
one or nore enulsifiers and an aqueous phase under
conditions in which an enmulsion is fornmed and with a
hydr ophi li ¢ organi c sunscreen wherein the conposition
contains up to 10 per cent by weight netallic oxide and
up to 7 per cent by weight hydrophilic organic

sunscreen. "

Oppositions were filed against the granted patent by
respondent 1 (opponent Ol) and respondent 2 (opponent
2). The patent was opposed under Article 100(a) EPC
for lack of novelty and inventive step and

Article 100(b) EPC for insufficiency of disclosure.

The foll ow ng docunents were cited inter alia during
t he proceedi ngs before the Qpposition Division and the

Board of Appeal

(5) GB-A-2 260 130
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(8) Product box of "Marbert sensitive bronzing cream
beari ng copyright date of 1991

(9) Eidesstattliche Versicherung (Statutory
declaration) fromProf. Dr Mtitschke (10) Recipe
sheets, 21 January 1992

(11) Manufacturing instructions, 21 January 1992

(12) Data sheets

(13) Certificates of Analysis 1 and 2

(18) Cosnetics & Toiletries, 107(10), 1992, pages 136
to 142

(22) J.P. Hewitt; "Titanium Di oxide: A Different Kind
of Sunshield"; DCl; Septenber 1992; pages 26 to 32

By its decision pronounced on 11 Cctober 2000, the
OQpposition Division revoked the patent under
Article 102(1) EPC

It held that the patent in suit did not neet the

requi rements of inventive step.

In its reason for the decision, the opposition division
hel d that the objection of insufficiency of disclosure
raised in respect of the term "hydrophilic sunscreen”
used in the clains was ill-founded since the neaning of
this termwas well-known to those skilled in the art.
Moreover, in view of the exanples and the expl anations
given in the contested patent specification it was



1397.D

- 3 - T 0075/ 01

entirely clear what was neant by a "hydrophilic

sunscreen” in the context of the clained i nvention.

The opposition division concluded that all three
requests before it were novel since the feature "a

di spersion in an oil of particles of a netallic oxide
havi ng an average primary particle size of |ess than
0.2 mcronetre” was nowhere disclosed in the cited
state of the art in conbination with the other features
of the claimed process.

In particular, the opposition division considered that
the probative value of the pieces of evidence (8) to
(13) was sufficient to prove that the "Marbert
sensitive" sunscreen was on the market prior to the
priority date of the patent in suit but insufficient to
prove the allegation of public prior use, nanmely that
the clained process in the patent was antici pated by

t he process of producing the known sunscreen product
“Marbert sensitive". The itens of evidence (8) to (13)
produced by respondent 2 included a sanple of the
sunscreen product "Marbert sensitive", nunbered (8) in
t he proceedi ngs, and docunents (9) to (13) relating to
its conposition and a nethod for its preparation.

The opposition division was al so of the opinion that an
anal ysis of the sunscreen would reveal its conmponents,
so that a conposition suitable for topical application
to human skin characterised in that it contained
particles of a netallic oxide (titanium dioxide) having
an average primary particle size of |less than 0.2
mcrometre mxed with one or nore enulsifiers (eg

gl ycerol, carboner), water and a hydrophilic organic
sunscreen (Phenyl benzi m dazol e sul phonic acid) wherein
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t he conposition contains up to 10 per cent by wei ght
nmetal lic oxide (about 5% and up to 7 per cent by
wei ght hydrophilic organic sunscreen (about 1% was
made available to the public.

As to inventive step, it concluded that the clained
process did not involve an inventive step. It was of
the opinion that a person skilled in the art, know ng
t he nethod of preparing sunscreens disclosed in
citation (5) and al so knowi ng the known sunscreen
product (8) or that described on page 141 of citation
(18), would have considered it obvious to prepare such
sunscreens by form ng an emnul sion invol ving the steps
of mxing a dispersion in an oil of particles of a
metallic oxide of small particle size with one or nore
enul sifiers and an aqueous phase under conditions in
whi ch an enul sion is forned, and adding a hydrophilic
organi ¢ sunscreen. The nore so because no surprising

benefit was associated with the clai ned process.

In the opposition division's view, the same concl usions
applied to auxiliary requests 1 and 2, which did not

contain any new inventive features.

The appel | ant (patentee) | odged an appeal against the
sai d deci sion

It filed auxiliary requests A, B and C together with
its grounds of appeal.

Claim1l of the set of clains of auxiliary request A
corresponds to claim1l of the set of clains as granted
restricted to the five hydrophilic organic sunscreens
recited in the description of the patent application as
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filed on page 4, lines 31 to 35, nanely Benzophenone-4,
p- Am nobenzoi c acid, Triethanol am ne salicylate,
Phenyl benzi m dazol e sul phoni c aci d, DEA Met hoxy

ci nnamat e.

Claim1l of the set of clains of auxiliary request B
corresponds to Claim1l of the set of clains as granted
restricted to titaniumdioxide particles as netallic
oxi de and containing the additional optional feature
that the particles are "optionally coated with

i norgani c and/ or organic material .

Mor eover, conpared to the set of clains as granted a
new dependent claim(claimb5) was added.

Claim1l of the set of clains of auxiliary request C
corresponds to Claim1l of the set of clains as granted
restricted to hydrophilic sunscreen as organic

sunscr een.

Oral proceedings were held before the Board on 8 June
2004.

The appel |l ant submtted that the conclusions as to
novelty reached by the Opposition Division hold good
also with respect to docunent (22) filed by respondent
2 during the appeal proceedings.

Inits view, the Opposition Division's reasoning for

i nventive step was, however, based on an ex post facto

anal ysi s because, contrary to the Opposition Division's
approach, the skilled person had no reason to choose

t he process of docunent (5) as closest prior art as

t hi s docunment was not concerned by the preparation of a
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sunscreen having a high SPF (sun protection factor)
value by mxing two different type of sunscreens,
nanely a netallic oxide and a hydrophilic organic

sunscr een.

As none of the prior art processes were concerned by
the preparation of such sunscreen conpositions, it
considered that there was nothing on file which
rendered the process of the contested patent obvious.

In its opinion, the use of a dispersion in an oil of
the netallic oxide particles in the process |ed

nor eover to unexpected results, as illustrated by the
conparative tests filed with its grounds of appeal.

The objection relating to insufficiency of disclosure
was not maintained during the appeal proceedings.

Respondent 1 (opponent 1) considered, for the first
time during the oral proceedings, that docunent (22)
was novelty- destroying for the process of the patent
in suit, mainly because the |ast paragraph of the
article recited that the pre-dispersed titanium di oxide
particles described in the article "offer the

manuf acturers an opportunity to formulate highly

ef fective broad-spectrum products, either alone or in
conbi nation with organi c UV absorbers”.

As to inventive step, respondent 1 and respondent 2
(opponent 2) shared the Qpposition D vision's analysis
and concl usions. They subm tted noreover that, contrary
to the appellant's view, the inproved SPF val ue

achi eved when using netallic oxide particles as a

di spersion in oil could not be regarded as an
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unexpected effect as docunent (22) precisely taught the
advant ages of using the netallic oxides particles in
such a form

The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted (main request), or, as auxiliary requests 1 to
3, that the patent be maintained on the basis of one of
the auxiliary requests AL Bor C filed with letter
dated 19. 03. 2001.

Respondents 1 and 2 requested that the appeal be
di sm ssed.

Reasons for the decision

1

1397.D

The appeal is adm ssible.

Public prior use

The Board agrees with all the findings of the
OQpposition Division as to the public prior use (see
above under 111, and the Opposition D vision's
decision, pages 5 to 8, point 2.2).

In that respect, the Board notes that the appellant has
nei ther denied the Qpposition Division's decision in

t hat respect nor provided any reasoned response to the
evi dence whi ch had been subm tted.

Accordingly, in the absence of any elenent in this
respect, there would appear to be no need to devel op
t hese aspects further.
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Mai n request

Novel ty

The Board agrees with the Opposition Division's
positive conclusions as to the novelty of the subject-
matter of the patent in suit over the then avail able
prior art docunents.

The subm ssions of respondent 1 relating to novelty
over document (22) made during the oral proceedings do
not contain any new matter not properly dealt with in
the Opposition Division's decision.

In particular, docunent (22) does not concern
sunscreens containing netallic oxide in conbination
wi th "hydrophilic" organic sunscreens. |t cannot

t herefore describe any process for preparing such
conpositions either.

Mor eover, having regard to the Board' s conclusions in

t he assessnent of inventive step (see bel ow,

point 3.2), there would appear to be no need to devel op
t hese aspects further.

Accordingly, the Board concludes that the subject-
matter of the main request fulfils the requirenents of
novelty (see above under I1l, and the Opposition

D vision's decision, pages 5 to 8, point 2.2).
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| nventive step

The contested patent relates to a process for the
preparation of a conposition suitable for topical
application to human skin containing a conbinati on of

i norgani c and organi c sunscreen. The process is
characterised in that a dispersion in an oil of
particles of a netallic oxide having an average primary
particle size of less than 0.2 mcronetre is mxed with
one or nore enulsifiers and an aqueous phase under
conditions in which an emulsion is fornmed and with a
hydr ophi li ¢ organi c sunscreen wherein the conposition
contains up to 10 per cent by weight netallic oxide and
up to 7 per cent by weight hydrophilic organic
sunscreen (page 2, lines 3 and 4, 19 to 23).

The Board considers that the sunscreen "Marbert
sensitive" (8), which corresponds precisely to a
conposition obtainable by the process of the patent in
suit, represents the closest prior art.

This sunscreen is a conposition suitable for topica
application to human skin which contains particles of a
netal lic oxide (titanium dioxide) having an average
primary particle size of less than 0.2 m cronetre m xed
with one or nore emulsifiers (eg glycerol, carboner),
wat er and a hydrophilic organic sunscreen
(Phenyl benzi m dazol e sul phonic acid) wherein the
conposition contains up to 10 per cent by wei ght

nmetal lic oxide (about 5% and up to 7 per cent by

wei ght hydrophilic organi c sunscreen (about 1% (see
above under 111, and the Opposition D vision's

deci sion, pages 5 to 8, point 2.2).
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As acknow edged by the Qpposition Division, the process
for preparing the sunscreen conposition is however not
di sclosed in the available prior art.

Accordingly, the problemto be solved by the subject-
matter of claiml of the main request of the patent in
suit as agai nst docunment (8) can only be seen in the
provi sion of a process for preparing such a sunscreen

conposi tion.

This problemis solved by m xi ng together a dispersion
in an oil of particles of a netallic oxide having an
average primary particle size of less than 0.2
mcrometre with one or nore enulsifiers and an aqueous
phase under conditions in which an enulsion is forned
and with a hydrophilic organic sunscreen wherein the
conposition contains up to 10 per cent by weight
nmetallic oxide and up to 7 per cent by weight

hydr ophi li ¢ organi ¢ sunscreen.

In the light of the description and exanples of the
patent in suit, the Board is satisfied that the probl em
has been pl ausi bly sol ved.

Thus the question to be answered is whether the
proposed sol ution woul d have been obvious to the
skilled person in the light of the prior art.

In fact, in order to prepare a sunscreen such as
"Marbert sensitive" containing |less than 10 per cent of
a nmetallic oxide having an average primary particle
size of less than 0.2 mcroneter, |less than 7 per cent
of a hydrophilic, sunscreen, water and an enul sifier,
the skilled person has in fact no other choice than to
m X these ingredients together.
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This is exactly and nerely what the process of claim1l
of the contested patent recites.

The only feature of the process which contains
additional technical information relates to the formin
which the nmetallic oxide is used, nanely in the form of

a dispersion in an oil.

This is therefore the only feature which renders the
process novel over the common general know edge and for
whi ch an inventive step has to be assessed.

In that respect, the conparative exanpl es provided by
the appellant with its grounds of appeal show that the
use in the process of the netallic oxide in the form of
a dispersion in an oil rather than in the formof a
powder | eads to a sunscreen preparation having a
greater SPF.

It is however known, for instance from docunments (5)
and (22), that a greater SPF value is achi eved when
using the netallic oxide in the formof a dispersion in
an oil rather than in the formof a powder ((5)

page 11, lines 21 to 25, Exanple 1; (22) page 26, right
columm, lines 16 to 21 and 25 to 30).

Accordingly, the Board is satisfied that the skilled
person faced with the problemof the provision of a
process for preparing a sunscreen conposition according
to (8 would be able to choose to use the netallic
oxide in the formof a dispersion in an oil wthout
inventive activity just by follow ng the teaching of
the prior art as illustrated by docunents (5) and (22).
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The Board therefore does not agree with the main

argunment submtted by the appellant that the choice of
this particular formof the netallic oxide involves an
inventive step because it represents a sel ection anong
various possibilities, nanely as a slurry, as a powder

or as a dispersion in water.

As di scussed above, the skilled person had a cl ear
incentive to choose this formin the light of the prior
art.

As to the argunent that a synergetic effect is obtained
when a netallic oxide sunscreen is conbined wth a

hydr ophi lic organi c sunscreen, the Board notes that no
evi dence of any effect in this respect is on file since
the closest prior art for any conparison would remain
(8), which discloses such a conbination, and that this
aspect relates noreover to the product per se which is
not the subject-matter of the patent in suit.

In the light of these facts, the Board can only
conclude that the subject-matter of claim1l of the main
request does not involve an inventive step as required
by Article 56 EPC.

Under these circunstances, there is no need to consi der
t he remaini ng cl ai ns.
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Auxi liary requests

First auxiliary request

This request differs fromthe nmain request in that
claim1l of the set of clainms as granted has been
restricted to the five hydrophilic organic sunscreens
recited in the description of the patent application as
filed on page 4, lines 31 to 31, nanely Benzophenone-4,
p- Am nobenzoi c acid, Triethanol am ne salicylate,
Phenyl benzi m dazol e sul phoni c aci d, DEA Met hoxy

ci nnanat e.

Accordingly, in the light of this clear basis in the
application as originally filed, the Board does not
agree with respondent 1's subm ssion that this
claimcontravenes the requirenent's of Article 123(2)
EPC because this amendnment was equivalent to a positive
di scl ai mer.

Thi s request does not however contain any new feature
conpared to the nmain request which distinguishes the
subj ect-matter of claim1 over the prior art since (8)
contains specifically one of the hydrophilic sunscreens
recited in anmended claim1, nanely Phenyl benzi m dazol e
sul phoni ¢ aci d.

Accordi ngly, the conclusions under 3.2.6 hold good for
this request as well.
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Second auxiliary request

This request differs fromclaim1l of the set of clains
as granted in that it has been restricted to titani um
di oxi de particles as netallic oxide and in that it
contains the additional optional feature that the
particles are "optionally coated with inorganic and/or

organic material"

Mor eover, conpared to the set of clains as granted a
new dependent claim(claimb5) was added.

As, per definition, neither the introduction of an
optional feature in a main claim nor the addition of a
suppl ement ary dependent claimcan restore novelty

and/ or inventive step of an independent clai mwhich has
been attacked under these grounds, this request has to
be rejected under Rule 57a EPC since these anendnents
cannot be considered as having been occasi oned by
grounds of appeal.

The appel l ant did not provide any counter-argunents in
this respect.

Third auxiliary request

This request differs fromthe nmain request in that
claim1l of the set of clainms as granted has been
restricted to a hydrophilic organic sunscreen as

or gani ¢ sunscr een.

Accordingly, in the light of the basis for this
restriction provided by the exanples of the application
as originally filed, the Board does not agree with
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respondent 1's subm ssion that this claimcontravenes
the requirenents of Article 123(2) EPC because this
amendnent was equivalent to a positive disclainer.

In the absence of any el ement explaining why this
restriction would involve an inventive step for the
process of the patent in suit, the Board nust concl ude
that this restriction is nmerely an arbitrary one, which
lies therefore within the conpetence of the skilled

per son.

For the se reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Townend G Ranpold
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