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Summary of Facts and Subm ssi ons

0670.D

Thi s appeal is against the decision of the exam ning
division to refuse the application on the ground that
the subject-matter of independent clainms 1 and 22 did
not nmeet the requirenents of Article 56 EPC.

The appel |l ant (applicant) |odged an appeal against the
deci sion and paid the prescribed fee. The appel | ant
requested that the decision under appeal be set aside
and a patent granted on the basis of:

A main request, filed with the grounds of appeal,
conprising a new set of claims 1 to 17;

A first auxiliary request, subsequently filed in a
"suppl enmental grounds of appeal ™, conprising new
clainms 1 to 16; and

A second auxiliary request, filed in the "suppl enental
grounds of appeal”, conprising newclainms 1 to 17.

In a comuni cation under Article 11(1) of the Rul es of
Procedure of the Boards of Appeal, sent together with
the summons to oral proceedi ngs under Article 116 and
Rule 71(1) EPC, the Board inforned the appellant that
whilst it was allowable to file new clains at the
appeal stage in an attenpt to overcone the findings of
t he i mpugned decision, the newclainms in the
appellant's three requests did not appear to serve this
pur pose.

In particular, the nature of the independent clainms was
di scussed. It was pointed out that the refused
application contained two i ndependent clains, a claim
to a signal transport systemand a claimto a
correspondi ng nmet hod. However, each of the appellant's
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requests in the appeal contained three independent
clainms in the sane category: a new claimto a broadband
conmuni cations nodule and two new clainms to a signal
transport system It was stated that these clains did
not even neet the requirenents of Rule 29(2) EPC since
t he subject-matter of the clainms to the signa

transport systemwas essentially for the sane system

Regardi ng the content of the clains, the Board pointed
out that at |east one of the clainms in the main and
first auxiliary request did not contain the feature of
t he "separate" paths, which was present in the refused
claims and which appeared to be the pivotal point in

t he reasoning for overturning the decision. This threw
i nto doubt why the appellant regarded the decision
under appeal as wong, and, indeed, the relevance of
nost of the argunents in the grounds of appeal.

It was also stated that the appellant had offered no
expl anation for this choice of clains, and had gi ven no
expl anation for the origin of the amendnents.

Finally, it was stated that in order to avoid

di scussing clainms that the appellant did not intend to
mai ntain, the Board considered it to be in the interest
of procedural econony to hold oral proceedings to

deci de the case. The appellant was requested to

consi der the previously nmentioned deficiencies, and to
provi de a cl ear explanation of any requests.

Not wi t hst andi ng, all of the above, the Board nmade an
attenpt to identify the issues of patentability that
m ght have needed to be di scussed at the oral

pr oceedi ngs.
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The appel lant did not respond to the sumons, but, in a
fax that arrived at the Board's registry on the norning
of the oral proceedings, the representative inforned
the Board that he would not attend the oral proceedings
and requested that the Board nake a final decision on

t he basis of the subm ssions nmade up to that point.

The oral proceedings took place in the appellant's
absence.

| ndependent claim2 of the main request reads as
fol |l ows:

"A signal transport systemfor the delivery of video
signals to a plurality of devices (16), for the return
of nodul ated anal og signals fromat | east one of the
plurality of devices, converting the nodul ated anal og
signals into digital signals, and transmtting the
digital signals to a signal destination (34),
conpri si ng:
a video signal source (10) operable for generating
a plurality of video signals;
a broadband conmuni cati ons nodul e (14) operable
for:
receiving the plurality of video signals;
transmtting the video signals to at |east
one devi ce; and
recei ving the nodul ated anal og signal s
having digital content fromat |east one device;
a downstream path for carrying the electric video
signals to the broadband conmuni cati ons nodul e;
an interface (30) for converting the anal og
signals to digital signals;
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an optical network unit (32) operable for
converting the digital signals fromthe interface into
optical signals; and

an upstream path connected to the optical network
unit for carrying the optical signals to the signal
destination.”

| ndependent claim9 of the main request reads as
foll ows:

"A signal transport systemfor the delivery of video
signals in a downstream path to a plurality of devices
(16), for the return of nodul ated anal og signal s having
a digital content fromat |east one of the plurality of
devices (16), and transmtting the nodul ated signals in
an upstream path separate fromthe downstream pat h,

t hrough an optical network (32) to a signal destination
(34), conprising:

a video signal source (10) operative for
generating video signals to be transmtted over the
downstream pat h

an optical transmtter (12), operable for
converting the video signal into an optical video
signal, and transmtting the optical video signal over
t he downstream path; and

a broadband communi cati ons nodul e (14) conpri sing:

an optical receiver (40) operable for
receiving the optical video signals fromthe optica
transmtter on the downstream path and converting the
optical video signal to an electrical video signal;

afilter (42) operable for filtering the
el ectrical video signal

a coaxial cable interface (44) operable for
transmtting the electrical video signal to a plurality
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of devices (16) and receiving the return nodul ated
anal og signals having a digital content fromthe at
| east one device and transmtting the return anal og
signals to the filter; and

a converter (46) operable for converting the
nodul at ed anal og signal into a digital signal and
transmtting the converted signal to an optical network
unit (32) for transmssion of the digital signal to the
signal destination through the upstream path.”

Claim2 of the first auxiliary request adds to claim2
of the main request the features of the coaxial cable
interface and a filter. Claim8 of the first auxiliary
request corresponds to claim9 of the main request.

Claims 2 and 9 of the second auxiliary request add to
claims 2 and 8 of the first auxiliary request the
features of a transmssion |ine and a separate "opti cal
or comuni cations network or the |ike".

Reasons for the Decision

0670.D

The appell ant has had, in accordance with Article 113(1)
EPC, an opportunity to present its comments on the
objection to the new clains under Rule 29(2) EPC, but

has not availed itself of this opportunity. Under these
ci rcunstances, the Board can consider the issue of

adm ssibility under the above-nentioned provision in
order to decide on this case notw thstanding the
appel l ant's absence at the oral proceedings.

According to the decision of the Adm nistrative Counci
of 13 Decenber 2001 amending Rule 29(2) EPC (QJ EPO
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2002, 2), the anended Rule entered into force on

2 January 2002 and applies to all European patent
applications in respect of which a conmunication under
Rul e 51(4) EPC has not yet been dispatched by that date.
Since the present appeal concerns an application that
has been refused, and hence for which there has not

been a conmuni cati on under Rule 51(4) EPC, the anmended
rul e applies.

Amrended Rul e 29(2) EPC specifies that, wthout
prejudice to Article 82, a European patent application
may contain nore than one i ndependent claimin the sane
category (product, process, apparatus or use), only if
the subject-matter of the application involves one of
the foll ow ng:

(a) a plurality of inter-related products;

(b) different uses of a product or apparatus;

(c) alternative solutions to a particular problem
where it is not appropriate to cover these
alternatives by a single claim

The Board judges that clainms 2 and 9 of the main and
second auxiliary request and clains 2 and 8 of the
first auxiliary request do not fulfil any of the
conditions (a) to (c) above.

At first sight it would appear that condition (a) could
not cover the present case of clains to a signal
transport system (apparatus) because it nentions only
inter-related "products”, and a distinction is nmade

bet ween products and apparatus in the opening part of

t he Rul e.
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However, an early proposal to the Adm nistrative
Council for the anmendnent of Rule 29(2) EPC, docunent
CA/ 128/ 01 Rev. 1, explains what was nmeant by inter-
rel ated "products” by giving the follow ng exanples
(see page 2, point 6):

- pl ug and socket;

- receiver — transmtter;

- internedi ate(s) and final product;

- gene — gene construct — host — protein —
medi canent .

These exanpl es were subsequently incorporated into the
Decenber 2003 version of the CGuidelines for Exam nation
at G111, 3.2

Since clains to a plug and a socket or to a transmtter
and a receiver are apparatus clains, the Board
concludes that inter-related "products” is neant to

i ncl ude apparatus clains, and hence system cl ai is.

However, the Board does not consider that condition (a)
applies to the two apparatus (product) clains for the
signal transport systemin the present case because
they are not inter-related. It can be inferred fromthe
exanples that inter-related products are neant to be

di fferent objects that conpl enent each other, or
sonmehow wor k together. However, in the present case,
the two different clainms to the signal transport system
are for essentially the sanme object and not for objects
that work together. Hence, the Board judges that they
are not inter-related products.
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Condition (b) does not apply either because the clains
are not for uses of a product or an apparat us.

Condition (c) allows clains that are "alternative
solutions to a particular problent. However, the clains
to the signal transport system overlap considerably
despite the slightly different wording of many of the
common features. The Board does not judge that these
clains relate to "alternative" solutions in the sense
of different or even nutually exclusive possibilities,
but to one and the sane solution with slightly
different wording and |l evel of detail.

Mor eover, even "alternative" solutions are only all owed
under the condition that "it is not appropriate to
cover these alternatives by a single clainf. The
crucial question is when is it "not appropriate"?

The exanples given in CA/ 128/ 01 Rev. 1 are of no direct
hel p in answering this question because they concern
chem cal clains, nanely:

- a group of new chem cal conpounds;

- two or nore processes for the manufacture of such
conmpounds.

However, the idea of "not appropriate” was initially
expressed in CA/128/01 Rev. 1 as "not possible or not
practical"™ in a list of justifiable exceptions and
exanples. This list was destined for the CGuidelines for
Exam nation, but was subsequently split, in CA 128/01
Rev. 2, into the exceptions, which went into the Rule
(with "not possible or not practical" replaced by "not
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appropriate”), and the exanples, which went into the
Gui delines. Nevertheless, the intention was that if it
is possible to cover alternative solutions by a single
claim then the applicant should do so.

This also follows fromthe reasons given for anmendi ng
Rul e 29(2) EPC. CA/128/01 Rev. 1 states (see page 1
point 1; page 2, point 5; page 3, point 7) that the
amount of work involved in exam ning an application is
hi ghl y dependent on the nunmber of independent cl ains,
and that the aimof the anendnent to the Rule was to
reduce the roomfor interpretation and avoid |engthy
substanti ve argunent.

The Board can appreciate the desirability of this

obj ective. Overlapping independent clains indeed cause
| engt hy substantive argunment since each different

conbi nati on and/or different wordi ng of features
normal ly requires a separate analysis of patentability.
O course, if this work is necessary, then it has to be
done, but the Board judges the thrust of the reasoning
to be that the work has to be done only if it cannot be
avoi ded, which is how the idea of "appropriate"” in the
anended Rule is to be interpreted.

In the present case, the Board does not see any reason
why it shoul d not be possible, practical, or otherw se
not be appropriate to cover the subject-matter of the
signal transport system by a single independent claim
G ven the above-nentioned overlap and simlarities in
the features of the clainms, the Board judges that it
woul d have been entirely appropriate to select a common
wording for the essential features of the alleged
invention and to have drafted a single independent
claimw th dependent clains as necessary.
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5. The final version of CA/128/01 (i.e. CA/ 128/ 01 Rev. 2)
makes it clear (see page 2, point 6) that the anendnent
to Rule 29(2) EPC should have the effect of shifting
t he burden of proof onto the applicant. Thus when an
obj ection under Rule 29(2) arises, it is up to the
applicant to argue convincingly why additional
i ndependent clains can be maintained. In the present
case, however, the applicant made no substantive reply
to the points raised in the conmunication and did not
attend the oral proceedings.

6. Since none of the requests filed in the appeal are
judged to neet the requirenments of Rule 29(2) EPC, none
of the requests are adm ssible and the appeal is
di sm ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener
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