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Summary of Facts and Subm ssi ons

0074.D

This is an appeal fromthe decision of the exam ning
division to refuse the European patent application
nunber 96 937 949.4, originally filed as International
appl i cati on PCT/ CA96/ 00752, with publication nunbers
0 861 545 and WD 97/ 18658 respectively. The decision
was di spatched on 24 August 2000. The reason given for
refusing the application was that the clained subject-
matter |acked an inventive step in the |ight of
docunent

D1: US 5450408 A.

Notice of appeal was filed and the fee paid on

26 Cct ober 2000. Anended i ndependent clainms 1 and 16
were submtted with a statement setting out the grounds
for the appeal on 22 Decenber 2000.

In a prelimnary communi cation the board gave its view
that there was a significant difference between the

i nvention as described and the disclosure of D1.
However there was a lack of clarity in both the clains
and the description and consequent possible objections
under Articles 52(2) and 83 EPC. Further anendnents to
bot h description and clainms were submtted in response.

The board issued an invitation to oral proceedings
acconpani ed by a comruni cati on whi ch pointed out
several outstanding objections, and which indicated
that the oral proceedings could perhaps be cancelled if
all these objections could be overcone. After further
subm ssions and tel ephone consultations, the board

deci ded to cancel the oral proceedings.
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The appel | ant requests that the decision of the
exam ning division be cancelled in its entirety and a
patent granted on the basis of the follow ng text:

Cl ai ns: 1 to 19 submtted on 10 Novenber 2004;

Descri ption: pages 1 to 35 submitted on 29 Cctober
2004;

Dr awi ngs: sheets 1 and 2 as originally fil ed.

The single independent claim 1l reads as foll ows:

"A nethod of determ ning the existence of a

comuni cation point-to-point |ink between a pair of
devi ces conpri si ng:

(a) collecting traffic counters fromdevices in the
networ k by readi ng such counters fromthe devices

t hensel ves and so nmeasuring traffic output from one
device of the pair of devices;

(b) collecting traffic counters fromdevices in the
networ k by readi ng such counters fromthe devices

t hensel ves and so nmeasuring traffic received by the

ot her device of the pair of devices;

(c) calculating a neasure of the simlarity between the
traffic output of one device of said pair of said
devices and the traffic received into the other device
of said pair of said devices and declaring the

exi stence of the comunication point-to-point link in
the event that said neasure of simlarity is in excess
of a predeterm ned threshold.™
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Reasons for the Decision

1.1.2

1.1.3

0074.D

Adm ssibility of the amendnents

The description

At page 2, line 22 to page 3, line 9 a sunmary of the

di scl osure of the prior art docunent D1, together with

a remark on a particul ar drawback of the system

di scl osed therein, has been introduced. This summary

and the acconpanying remark do not go beyond what the
skill ed person woul d have understood from D1 and
therefore, in accordance with the | ong-standing case

| aw of the Boards of Appeal, its introduction is not to
be considered to extend the contents of the application.

Page 5, lines 9 to 11: The wording of the original
application at page 4, lines 20 to 22, has been
corrected to make clear that a "subnetwork™ is not a
"device", in accordance with the normal understandi ng

of the person skilled in the art.

Page 5, line 36 to page 6, line 1: In the origina
application the terns "link" and "path" were used
largely indiscrimnately. The board pointed out inits
first conmmunication that while the skilled person would
conclude fromthe main enbodi nent of the invention as
described that a point-to-point, i.e. direct, link was
i ntended rather than a path possibly including

i nternedi ate nodes, there was a lack of clarity in this
use. The description has been anended to define
explicitly the term"path" in the application to be
restricted to point-to-point links. Since the board
concl udes that the skilled person would have under st ood
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fromthe application as filed that the term "path"
shoul d be interpreted as "point-to-point |ink", the
addition of this explicit definition does not add
subject-matter to the application and is therefore
adm ssi bl e.

At page 8, lines 5 to 25, the term"traffic" has been
defined in terns which now correspond to the skilled
person's understanding of that term and confined to

t he context of a comuni cation network. Exanpl es of
"traffic" and "activity" in the original application
whi ch were not conpatible with the new definition have
been del et ed.

Page 13, lines 22 to 29: The definition of "device" has
been anended to correct an obvious error in the
application as filed whereby a device was a

comuni cations port rather than possessed such a port,
and noreover to limt the definition to the only kind
of device for which an inplenentation of the invention
i s described, nanely where each device has a traffic
counter. As this has the effect, at nost, of
restricting the scope of the invention to that subject-
matter disclosed sufficiently clearly and conpletely
for the invention to be carried out (Article 83 EPC)

t he board considers that these amendnents do not extend
the contents of the application beyond that which was
filed.

At page 23, line 7, a redundant and confusing sentence

(original application page 22, lines 13 to 16) has been
del eted. The skilled person would have recogni sed that

this sentence did not make any contribution to the

di scl osure of the application.
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At page 31, line 29, a simlarly redundant and
confusi ng phrase (original application page 30,
lines 23 and 24) has been del et ed.

At page 35, line 2, a section of the original
application (page 33, line 33, to page 35, |line 20)
containing a series of speculative alternative
applications for simlar techniques to that disclosed
in the main enbodi nent has been del et ed.

The cl ai ns

Claim1, the single independent claim is based on
original claim16. In addition to the original features,
it qualifies "link" by "point-to-point”. This nerely
enphasi ses the normal usage of the term™"link"” in the
technical field, as for exanple in the I SO OSI network
nodel , where layer 2 is the "data link |ayer".

The original "nmeasuring the volume of traffic output”
has been replaced by "neasuring traffic output”, and
simlarly for the input feature. This is disclosed and
supported in the description by original page 3,

lines 19 to 21 ("Preferably the traffic paraneter
nmeasured is its volune, although the invention is not
restricted thereto,"”) and page 7, lines 16 to 19, which
gi ve two exanpl es, nunbers of frames and nunbers of
packets.

The feature of "collecting traffic counters ... by
readi ng such counters fromthe devices thensel ves" has
been added. This feature is disclosed in the original
description at page 4, line 32, to page 5, line 3.
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1.2.4 The feature "declaring the existence of the
conmuni cation link in the event the volunes are
approximately or identically the sanme" of original
claim 16, has been replaced by "cal culating a neasure
of the simlarity between the traffic output ... and
the traffic received ... and declaring the existence of
t he conmuni cation point-to-point link in the event that
said neasure of simlarity is in excess of a
predeterm ned threshold.” This is disclosed in the
original description at page 11, lines 30 to 34,
page 17, line 1 to page 18, line 18, and page 29,
line 7 to page 30, line 21.

1.2.5 Al features of the dependent clains are clearly
di sclosed in the original description and clains, with
t he exception of present claim 16, which has not been
updated to take account of the fact that step (a) of
claim 1l has been redefined.

2. Clarity

2.1 As a result of the amendnents subm tted, the
description no |longer contains references to
specul ative potential enbodinments of the invention and,
with two m nor exceptions, is conpatible with the
cl ai med subject-nmatter. The exceptions are page 4,
lines 3 to 19, which corresponds to a previous
formulation of claiml1, and page 34, lines 29 to 34,
whi ch uses bl ood circulation as an exanple of a network.

The board notes however that there are a nunber of
errors in the current description apparently resulting
fromthe replacenment of pages w thout taking account of

0074.D
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the fact that content has noved from one page to
anot her. This appears to affect pages 9, 11, 12, 25, 27,
28 (which is mssing) and 31.

Mor eover, the clainmed subject-matter is itself now
clear, with the exception noted below. In particular it
is clear that the invention relates to comunication
networ ks and that the nethod serves to detect |inks

bet ween devi ces rather than paths which m ght include

i ntermedi at e nodes.

Dependent claim 16 is not clear; as noted above it has
not been changed to take account of anmendnents to

claim 1.

The board concludes that, with the exceptions noted,
the application satisfies the requirenments of

Article 84 EPC. The further objections which the board
raised in its conmunication of 17 Novenber 2003 as a
consequence of the lack of clarity of the application
at that tinme have therefore al so been overcone.

Novel ty and inventive step

The exam ning division selected D1 as the docunent
showi ng the prior art closest to the invention. Dl and
the application are concerned with the sane problem
namely how to determ ne the topology of a
conmuni cati ons network. Both docunents, furthernore,
achieve this aimby nmeasuring paraneters of the traffic
on the network. However, they are based on entirely
different assunptions as to the paraneters available to
be neasured. D1 assunes that each packet of data on the
network contains unique identifiers (addresses) of the
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device which transmtted the packet originally and its
destination, and that packets on the network can be
nmoni tored and anal ysed to read this information. The
present application does not nake this assunption; on
the other hand it presupposes that each device on the
network has a traffic counter, and can report the
anount of traffic input and output to a network nonitor.
Since the present independent claimspecifies the
traffic counters, and no such counters can be deduced
from D1, the board concludes that the clainmed subject-
matter is novel with respect to the disclosure of DI.
Mor eover, since D1 relies on anal ysing packets for the
cont ai ned addresses, it provides no hint of a nethod
such as presently claimed, which does not require this
capability.

None of the prior art cited in the search report

di scusses traffic counters as specified in the current
i ndependent claim The only indication that such
traffic counters were prior art is contained in the
patent application itself (page 5, lines 28 and 29 of
the present text, "A network of devices such as the
above is not novel.") Even starting fromthis statenent
of prior art, however, the board judges that it would
require an inventive step, in the absence of any hints
inthis directionin the prior art, to consider using
correlations between traffic neasurenents at different
devi ces to deduce the network topol ogy.

Accordingly the board concludes that the clai ned

subject-matter is new and involves an inventive step.
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4. The board therefore concludes that the decision under
appeal is to be set aside. In the light of the various
obj ections still outstanding however (Reasons 2.1 and
2.3), the board considers that the case should be
remtted to the exam ning division for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the exam ning division for

further prosecution.

The Regi strar: The Chai r man:

D. Magliano A S Cdelland
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