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Summary of Facts and Subm ssi ons

1855.D

The grant of European patent No. 0 696 304 in the nane
of E.1. Du Pont de Nenours and Conpany in respect of
Eur opean patent application No. 94 915 412.4 filed on
28 April 1994 and claimng US priorities of 30 Apri
1993 and 19 April 1994 (US 08/ 054208 and US 08/ 230052
respectively) was announced on 4 March 1998 (Bulletin
1998/ 10) on the basis of 20 clains.

| ndependent Clains 1, 18 and 19 read as foll ows:

"1l. A polyneric conposition conprising (a) a first
pol yam de prepared froman aromatic carboxylic
acid conponent and an al i phatic di am ne conponent,
said aliphatic diam ne conponent being a m xture
of hexanet hyl ene di am ne and 2- net hyl
1, 5- pent anet hyl ene di am ne; (b) a second pol yanm de
selected froman aliphatic polyamde, a
sem aromati c polyam de different fromsaid first
pol yam de, or m xtures or blends thereof; and (c)

a mneral filler.

18. A fiber formed fromthe conposition of Caiml.

19. A nolded article formed fromthe conposition of
Caim1l1."

Claims 2 to 17, and 20 were dependent on Clains 1 and
19, respectively.

On 4 Decenber 1998, a Notice of Opposition was filed by
Anoco Corporation in which revocation of the patent in
its entirety was requested on the grounds of |ack of
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novelty and |ack of inventive step (Article 100(a) EPC),
of insufficiency of disclosure (Article 100(b) EPC) and
extension of subject-matter (Article 100(c) EPC)

The obj ections were supported inter alia by the
fol |l ow ng docunents:

D2: US 08/054208 (1st priority docunent);

D3: US 08/230052 (2nd priority docunent);

D4: WO A-95/20630;

D5: English translation of JP 072162223 and priority
docunent JP94/006937;

D6: US-A-5 064 716;

D7: WO A-91/ 15537,

D8: WD A-92/10525;

D9: US-A-4 607 073;

D10: US-A-4 937 315; and

D11: US-A-4 937 322.

By a deci sion announced orally on 12 Cctober 2000 and
issued in witing on 10 Novenber 2000, the Opposition
Division held that the grounds of opposition did not

prejudi ce the nmai ntenance of the patent in anended form
t he amendnments consisting in the incorporation of the
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expression "crystalline or partially crystalline"
before "first polyamde" in Claim1l as granted.

The decision explicitly nentioned that the main request
did not contravene Articles 123(2), 123(3) and 84 EPC.
It held, in particular, that the statenent that the

sem aromati ¢ polyam de (b) was different from pol yam de
(a) was nerely a clarification, which enphasized the
fact that (a) and (b) were different pol yam des, as
their | abel as first and second pol yam de al r eady
suggested. It thus concluded that this amendnent could
not contravene Article 123(2) EPC.

Concerning Article 100(b) EPC, the decision held that,
al t hough the designation of the conponent (a) in the
Exanpl es as 50/ 50% 6T/ DT m ght be taken as referring to
a bl end of honopol yam des 6T and DT in equal anounts,
it was clear from Exanples 1 to 17 read in conbination
with lines 44 to 46 on page 5 of the patent and from
the reference to the conparative pol yam de ARLEN C2000
defined as 66/ 6T (55/45% and said to be a copol yam de
(cf page 5, lines 51 to 53 of the patent), that the
conponent (a) to be used was a copol yam de and not a
bl end. The decision further held that Caim9 did not
suggest that the conponent (a) m ght be a
honopol yam de. Thus, the disputed patent and the
invention it concerned were considered as sufficiently
di sclosed to be carried out by a person skilled in the
art.

Concerni ng the objection of |lack of novelty, the

deci sion stated that the patent in suit was entitled to
the priority of the first priority docunment D2 and t hat
t heref ore docunent D4 coul d not be considered as an
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i nt ermedi ate docunent according to Articles 54(3) and
(4) EPC. It further stated that novelty was given over
docunent D6, since that document did not refer at al
to crystalline or partially crystalline pol yam des.

Concerning inventive step, the decision nentioned that
t here was agreenent that document D8 shoul d be
considered as closest state of the art. The subject-
matter of the patent in suit was distinguished from
that of D8 in that D8 did not teach to adm x a second
pol yam de of aliphatic or sem aromatic type in the

pol yam de conposition

Starting from D8, the technical problemwas then seen
as to inprove thermal properties i.e., the Tg, the
exotherm c cold crystallization peak tenperature (Tcc)
and the surface appearance of the pol yam de conposition
while reducing its noisture sensitivity.

The decision stated that docunents D9, D10 and D11
which all taught to nodify the nononeric conponents of
t he pol yam de by replacing terephthalic acid by other
aromati c acids such as isophthalic acid (cf. D9) and/or
by repl aci ng the hexanet hyl ene di am ne by | onger chain
di ami nes (D9) or sterically hindered diam nes (D10,

D11) in order to inprove the noul ding properties of

pol yam des coul d not suggest the blending of different
pol yam des for solving the technical problem underlying
the patent in suit.

Thus, the Opposition Division cane to the concl usion
that the object of the patent in suit involved an

i nventive step.
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A Notice of Appeal was filed on 9 January 2001 by the
Appel | ant/ Qpponent (the nane of which had been changed
from Anoco Corporation to BP Anoco Corporation, |ater
BP Corporation North America, Inc) with sinultaneous
paynent of the prescribed fee. Wth the Statenent of

G ounds of Appeal filed on 20 March 2001, the Appell ant
subm tted a new docunent referred to as D12 (English
transl ation of the Japanese patent application JP-A-61-
162 550). It also argued essentially as foll ows:

(1) Concerning Article 100(b) EPC

(i1.1) According to Claim1l as maintained,
conponent (a) was a copolyanm de. Claim9 on
t he ot her hand suggested that a
honmopol yam de m ght be present in conponent

(a).

(1.2) In the Exanpl es of the disputed patent the
pol yam de (a) was defined as 50/50% 6T/ DT.
This was likely to denom nate a m xture of
two distinct polycondensates rather than a
copol ycondensat e.

(1.3 The reference made by he Qpposition Division
tolines 44 to 46 on page 5 of the patent
was not convincing since it mght refer to

t he second pol yam de.

(1.4 The further reference made by the Opposition
Di vision to ARLEN C2000 was not convi ncing
either in view of the anmbi guous definition
given on page 4, lines 28 to 31 of the
patent for conponent (b).
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Thus the patent in suit did not
unanbi guously define the conponent (a) to be
used in the clained conposition.

Furthernore, only terephthalic and

i sopht halic acids were nentioned as aromatic
acids for conponent (a). The patent
specification was therefore not enabling in
respect of the other aromatic acids to be
used in conponent (a) of the clained

conposi tion.

Concer ni ng novel ty:

According to priority docunent D2, the

pol yam de (a) was based on terephthalic/and
or isophthalic acid and the pol yam de (b)
shoul d be an aliphatic pol yam de.

Thus Clainms 1 to 20 enjoyed only the second
priority date of 19 April 1994, and D4

bel onged to the state of the art according
to Articles 54(3)(4) EPC

Docunent D4 di scl osed a pol yam de
conposition conprising a polyanmde resin (1)
derived fromterephthalic acid or a m xture
t hereof with isophthalic acid, hexanethyl ene
di am ne and 2-net hyl pentanet hyl ene di am ne,
an aliphatic polyanm de resin and an
inorganic filler. Thus, it destroyed the
novelty of Claim1 of the opposed patent.
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D6 woul d al so be novelty destroying for the
subject-matter of Claim1l. The fact that D6
taught to not use crystalline pol yam des
implicitly inforned the skilled person that
the possibility existed that conponent (a)
could be crystalline or at |east partially

crystalline.

Concerning inventive step:

Docunent D8 coul d be considered as the

cl osest state of the art. It appeared,
however, that the technical problem defined
by the Opposition Division was not
effectively solved by the conpositions
according to the patent in suit, since no
data concerning the noisture sensitivity had
been reported and since the conpositions
according to Exanples 12 and 16 exhibited a
wor se surface appearance than that of
control 5 (prior art).

Thus, only an inprovenent of Tg and
crystallization tenperature Tcc should be
taken into account in the fornulation of the
techni cal probl em

M xi ng and bl endi ng of pol yam des for
tailoring properties thereof was usual
practice. It would al so be expected that the
Tg and Tcc of bl ends of m scible pol yam de
woul d be between the respective val ues of

t he individual conponents.
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(iii.4) The aim of docunent D9 was to develop a
pol yam de conposition having good thernal
mechani cal and chem cal properties and good
noul di ng properties. D9 enconpassed the
possibility to conmbine two sem aromatic
pol yam de resins.

(iii.5) Thus, in view of D9, it was obvious for the
skilled person wishing to inprove the
properties of the conpositions of D8 to add
a second sem aromatic polyam de resin
t her et o.

(1ii1.6) The conbination of D8 with either D10 or D11
woul d al so suggest to add an aliphatic
pol yam de resin in the conposition of D8.
Docunent D12 further taught to m x aromatic
pol yam des with mneral fillers.

(iii.7) Thus, Caim1l |acked inventive step. The
sanme conclusion would apply to Clains 2 to
20.

The argunents presented by the Respondent in its letter
dated 27 Septenber 2001 may be summarized as foll ows:

(1) Concerning Article 100(b) EPC

(i1.1) The nonencl ature used in the patent in suit
for defining the pol yam de 6T/ DT was
conventional in the art for pol yam de
copol ycondensates. In that respect, the
pol yam de ARLEN C2000 was al so a
copol ycondensat e.
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It was thus clear that the polyamde (a) to
be used was copol ycondensate and not a
bl end.

It was acknow edged that there was a
clerical error in Cdaim?9, which should be
in fact dependent on Claim2. In view of the
statenents in the description of the patent
(cf. page 3, lines 26 to 28 and page 4,
lines 1 to 2), it was, however, clear that
the requirements of Article 83 EPC were net.

The skilled person would have no difficulty
in adapting the process disclosed for

i sophthalic and terephthalic acids to other
aromatic acids used in the manufacture of
pol yam des.

Concer ni ng novel ty:

It was clear that subject-matter within the
scope of Claim1l1 of the patent in suit
relating to conpositions conprising a first
pol yam de prepared from i sophthalic and/or
terephthalic acid, hexamethyl ene diam ne and
2-met hyl pent anet hyl ene di am ne, an

ali phatic polyamde and a mneral filler was
entitled to claimpriority fromD2. Such
conpositions were the only conpositions
described in D4. Thus, it followed that D4
was not novelty destroying for the subject-
matter of Claiml.
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(ii.2) Docunment D6 was totally silent about the use
of a sem crystalline or crystalline
pol yam de as conmponent (a) and could not be
prejudicial to novelty of Caim1.

(i) Concerning inventive step:

(iii.1) The problemto be solved was to provide
conposi tions having Tg and Tcc in the right
range for noul ding wi thout |oss of high
surface gl oss. This problemwas sol ved by
bl ending a sem aromatic or aliphatic
pol yam de with the 6T/ DT copol yam de.

(iii.2) In that respect it was surprising that the
val ues obtained for Tg and Tcc were
significantly | ower than woul d be expected
froma linear interpolation. Furthernore al
t he exanpl es but one showed an excel |l ent
surface gl oss.

(iv.3) None of the cited docunments suggested
bl ending with a second pol yam de as a
solution to the technical problem D7, D8,
D9, D10 and D11 relied on chem cal
nodi fication of a single polyamde to
i mprove noul di ng properties of polyam de
conpositions. D12 did not appear to add
anything to the teachings of D7 and D8. Thus
the clains of the opposed patent involved an

i nventive step.

VII. Wth letter dated 16 April 2003, the Representative of
t he Respondent infornmed the Board that it would be

1855.D
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acconpani ed at the Oral Proceedings by M. WIIliam
Hanby, a registered US patent attorney and by M.

G orgi os Topoul os as a technical expert and that M
Hanby and M Topoul os m ght address the Board under the
Representative's supervision and control concerning

| egal argunents and technical aspects, respectively.
Wth letter dated 16 June 2003 the Respondent further
filed two sets of clains representing a first and a
second auxiliary request, respectively.

VIII. Oal proceedings were held on 18 June 2003.
At the beginning of the oral proceedings, the
Respondent filed a further set of clains representing a
third auxiliary request.

During the oral proceedings the Appellant referred in
substance to its argunents submtted in the Statenent
of Grounds of Appeal, but it also nade further

subm ssions concerning the clarity of Claim1l of the
set of clainms on which the decision of the Opposition
Di vision was based and the sufficiency of disclosure of
the invention, which nmay be sunmarized as foll ows:

(1) Concerning clarity:

(i1.1) According to D6 (cf. colum 5, lines 4 to
17) copol yam des based on hexanet hyl ene
di am ne, terephthalic acid, isophthalic
acid, and 2-net hyl pentanethyl ene di am ne
m ght be anorphous, even if the |evel of
terephthalic units was high

(i1.2) In that respect, Caim1 contained no

[imtation concerning the respective anounts

1855.D
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of terephthalic acid, hexanethyl ene diam ne,
and 2-net hyl pentanethyl ene di am ne and no
indication of a |level of crystallization,
whi ch m ght be very low. Thus, it was not

cl ear where the border should be placed

bet ween an anor phous pol yam de according to
D6 and a partially crystalline pol yam de
according to the patent in suit, both being
based on the sanme constituents.

Thus, the expression "partially crystalline”
used in Caim1l was vague and di d not
clearly define the matter for which
protection was sought. It could not be used
to distinguish the clainmed subject-matter
from docunent D6.

Concerning Article 100(b) EPC

It could not be excluded that transam dation
reacti on occurred between the pol yam de
conponents. Thus it was not clear whether

t he conposition nmust in fact contain only
one copol yam de resulting fromthe reaction
of (a) with (b), or a blend of (a) with (b).

It was further unclear as to whether the
conponent (a) should be a sem aromatic
copol yam de or a blend of two pol yam des.
The reference to lines 23 to 32 on page 4 of
the patent in suit, which defined the
conponent sem aromati c pol yam de (b) as the
pol ycondensati on product of an aromatic

di carboxylic acid and an aliphatic di am ne
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and the further reference to blends or

m xture of sem aromatic pol yam des and

al i phatic pol yam des (cf. page 4, |lines 28
to 31) showed that the nonenclature used for
t he product Arlen C2000 (i.e. 55/45%

pol yam de 66/ 6T; cf. page 7, line 31) indeed
m ght also refer to blend of pol yam des.
Since a simlar nonencl ature had been used
for defining the polyamde (a) used in the
exanpl es of the patent in suit (cf. page 7,
line 23) it was not clear whether this
conponent should a be sem aromatic

copol yam de or a blend of two pol yam des.

The Respondent, while essentially relying onits
witten subm ssions, presented further argunents
concerning the issues of clarity, sufficiency of

di scl osure, novelty and inventive step which nay be
summari zed as foll ows:

(1) Concerning clarity:

(i1.1) The expression "partially crystalline" had
t he sane nmeaning as sem crystalline, which
was well known in the art. Anorphous
pol yam des coul d i ndeed be clearly
di stingui shed from such sem crystalline
pol yam des in that they did not exhibit a
| evel of crystallinity which could be
detected by conventional nethods (e.g.
Differential Scanning Calorineter).
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Thus no lack of clarity arose fromthe
i ncorporation of the expression "partially
crystalline” in Claiml.

Concerning Article 100(b) EPC

Even if sonme transam dation m ght occur in
the preparation of the claimed conposition,
t he bl end of conponents (a) and (b) was
still detectable in the final product.

It was also clear in view of lines 29 to 31
on page 4 that the sem aromatic pol yam de
(b) mght be a copolyam de. This was further
exenplified by the use of the product Arlen
C2000.

The nonencl ature used for designating this
product corresponded to the one used in the
art for copol yam des. Since the sane

nonmencl ature had been used for designating
t he conponent (a) used in the exanples of
the patent in suit, it was clear that this
conponent was a copol yam de and not a bl end.

Concer ni ng novel ty:

Firstly, docunent D6 nade no reference to
the use of a crystalline or partially
crystalline sem aromati ¢ copol yam des and,
secondly, it did not disclose the
incorporation a mneral filler in the

pol yam de bl end.
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Thus D6 coul d not be considered as a novelty
destroyi ng docunent.

Concerning inventive step:

Docunments D7 or D8 could be used as starting
points for the assessnent of inventive step.

These docunents related to sem aromatic
pol yam des conpositions having hi gh heat

di stortion tenperature (HDT), high Tg, and
hi gh strength. These conpositions were,
however, difficult to nold since their Tg
and Tcc were too high.

Starting from D7 or D8 the technical problem
was to inprove the noul ding properties of

t hese conpositions, while maintaining good
thermal , nmechani cal and surface aspect
properti es.

Al'l the exanples of the patent in suit
showed that this technical had been
effectively solved. In addition, Exanples 1
to 15 illustrated that the use of an

al i phatic pol yam de as conponent (b) led to
an unexpected increase of the surface gl oss
of the noul ded parts, while Exanples 16 to
17 showed that the use of a sem aromatic
pol yam de resulted in noul ded parts having
an acceptabl e surface appearance and an

i nproved coefficient of linear therma
expansi on (CLTE)
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Even if prima facie it could be considered
as obvious to add a further polyamde to
obtain blend having a Tg and a Tcc between

t he respective val ues of the polyam des
used, the crystallization behaviour of such
bl ends, the mscibility of the conponents as
wel |l as the influence of transam dation

reacti on could not have been foreseen.

Furthernore, the values obtained in the
conpositions according to the patent in suit
for Tg and Tcc did not correspond to a nere
interpolation fromthe respective val ues of
each pol yam de conponent.

As previously submtted in the |etter dated
27 Septenber 2001, docunents D9 to D11 could
not suggest the solution proposed by the
patent in suit. The sane was true for |ate
filed docunent D12, which nerely taught to
conbi ne a sem aromati c pol yam de resin
containing a very specific amunt of
aromati c conmponents with a specific anount
of filler in order to obtain conpositions
havi ng good noul di ng and t her nonmechani cal
properties. In particular, D12 contained no
suggestion of blending with a second

pol yam de resin.

The Appel l ant requested that the decision under appeal

be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed,

or, inthe alternative, that the patent be maintained

on the basis of the first or second auxiliary requests
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filed wwth letter of 16 June 2003, or of the third
auxiliary request filed at the oral proceedings.

Reasons for the Deci sion

1

2.2

2.3

1855.D

The appeal is adm ssible.

Mai n request

Article 123(2) EPC

Claiml differs fromCaim1l as originally filed by
the incorporation of the feature (i) that the sem -
aromati ¢ pol yam de used as second pol yam de (b) is
different fromthe first polyamde (a), and of the
feature (ii) that the first polyamde (a) is
crystalline or partially crystalline.

Al t hough feature (i) has no explicit basis in the
application as originally filed, it is however inplicit
fromthe expression "first polyam de" and "second

pol yam de" used for qualifying respectively the

pol yam de (a) and the polyam de (b) that these

pol yam de resins nust be different. Thus, in the
Board's view, the incorporation of the term"different”
nmerely enphasizes this fact and does not provide a
technical contribution to the subject-matter of the

cl ai med i nventi on.

Amendnent (ii) finds its support on page 3, lines 15 to
16 of the application as originally filed.
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Claims 2 to 20 correspond to Clains 2 to 20 as
originally filed.

Thus, it follows fromthe above that Cains 1 to 20
neet the requirenents of Article 123(2) EPC

Article 123(3) EPC

Claims 1 to 20 differ fromCains 1 to 20 as granted
only by the fact that the feature (ii) as indicated in
par agraph 2.1 above has been incorporated in Caiml.

Since the incorporation of this feature anpbunts to a
[imtation of the clainmed subject-matter in conparison
to that of the granted patent, no objection under
Article 123(3) EPC arises in respect of Clains 1 to 20.

Clarity

When amendnents are made to a patent during an
opposition, Article 102(3) EPC requires consideration
as to whether the anmendnments introduce any
contravention of any requirenent of the Convention,
including Article 84 EPC. However, Article 102(3) EPC
does not all ow objections to be based upon Article 84
EPC, if such objections do not arise out of the
amendnents made (cf. also T 301/87; QJ EPO 1990, 335).

In the present case the only anmendnment nade in the
course of the opposition was the incorporation of the
expression "crystalline or partially crystalline"
before the term "first polyamde"” in Caim1l as

gr ant ed.
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Thus, the question boils down as to whether this

expression introduces unclarity in Caiml.

The introduction of the term"crystalline" was not

di sputed by the Parties and the Board sees no objection
of lack of clarity arising fromthe introduction of
this termin Cdaiml.

At the oral proceedings the Appellant submtted that
the feature "partially crystalline"” introduced
unclarity since, in its opinion, no clear distinction
could be nade between an anor phous pol yam de and a
partially crystalline polyamde. Inits view, the
relative term"partially"” did not define a lower |imt
of crystallinity, and such a vague term could not be
used for distinguishing the clainmed subject-matter from
docunent D6, which in particular referred to
copol yam des having the sane starting conponents as the
first polyam de according to the patent in suit, but
bei ng presented as anorphous in D6 (cf. D6, colum 5,
lines 4 to 17).

In the Board's view, this argunment is not convincing

for the foll ow ng reasons:

The argunent of the Appellant is essentially based on
docunent D6, which, however, refers to conpositions
conprising a semcrystalline polyam de and an anor phous
pol yam de (cf. D6, colum 4, lines 6 to 18).

Thus, the disclosure of D6 itself evidently presupposes,
that a clear distinction can be nade between a
sem crystalline polyam de and an anor phous pol yam de.



4.6.3

1855.D

- 20 - T 0037/01

In that respect, D6 discloses that the term "anor phous
pol yam de" is well known to those skilled in the art
and the characteristic lack of crystallinity in

anor phous pol yam des can be shown by a conventi onal

nmet hod such as differential scanning calorinmetry (cf.
D6, colum 4, lines 19 to 25).

Thus, docunent D6, on the basis of which the objection
of lack of clarity was raised, establishes, on the
contrary, that it is clear for the skilled person where
and how the borderline between a semcrystalline

pol yam de and an anor phous polyam de is to be found.

Since the terns "semcrystalline"” and "partially
crystalline" are indeed synonyns, it follows fromthe
above that no objection of lack of clarity arises from
the incorporation of the term"partially crystalline”
in Caiml.

Thus, the anmendnent to the clainms do not introduce any
unclarities. Accordingly the requirenments of Article 84
EPC are conplied with

Sufficiency of disclosure

In the Board's view, there can be no doubt that the

pol yam de (a) used in the exanples of the patent in
suit is a copol yam de obtai ned from hexanet hyl ene

di am ne, 2-nethyl pentanethylene di am ne, and
terephthalic acid, since the nonenclature used in the
patent in suit for designating this polyamde (i.e.

50/ 50% 6T/ DT) unanbi guously corresponds to the one used
in the art for copolyamdes. This is also further
evident fromthe fact that a simlar nonenclature
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55/ 45% 66/ 6T has been used for characterizing the
product Arlen C2000 of Mtsui Japan which is known as a
copol yam de of hexanet hyl ene di am ne, adipic acid, and
terephthalic acid (page 7, line 31). It thus follows
that the skilled person is clearly taught to use a
copol yam de as conponent (a) for carrying out the

cl ai med i nventi on.

The Appel lant has further argued that the patent in
suit contains no indication as to how to prepare a
conponent (a) from aromatic dicarboxylic acids other
t han isophthalic and terephthalic acid so that the
skilled person would not know how to prepare such a

conponent (a).

In that respect it is noted by the Board that the
patent in suit contains a very detailed description of
a process for nmaking a copol yam de (a) while using

i sophthalic or terephthalic acids as aromatic

di carboxylic acids (cf. page 3, lines 34 to 49), so
that it is credible to the Board that the skilled
person, using common technical know edge, woul d,

wi t hout undue burden, know how to adapt this process to
ot her aromatic dicarboxylic acids (anal ogy process).

The Appel lant has further questioned the feasibility of
t he preparation of the clained conposition by arguing

t hat transam dati on woul d occur and woul d prevent that
a blend of the two pol yam de conponents be obt ai ned.

Even if, as admtted by the Respondent, sone degree of
transam dati on could occur, the issue raised by the
Appel lant is an issue which would normally be decided
in the light of relevant experinmental evidence, show ng
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that the level of transam dation is such that no bl end
of the two pol yam des can be obtai ned. No such evidence
has, however, been submtted by the Respondent,

al t hough t he Respondent has the onus of the proof of
its allegation (cf. T 182/89, QJ EPO 1991, 391).

Thus, it has not been shown to the satisfaction of the
Board that there is a deficiency in the patent in suit
in the sense of Article 100(b) EPC. Consequently, the
ground of opposition under Article 100(b) EPC cannot
succeed.

Novel ty

Docunents D4 and D6 have been cited by the Appellant in
support of its objection of |lack of novelty agai nst
Claim1 of the patent in suit.

Docunent D4 has been published on 3 August 1995 i.e.
after the filing date of the patent in suit (i.e.

28 April 1994), but D4 clains the priority of the JP
pat ent application 94/006937 of 26 January 1994, i.e. a
priority date between the filing dates of the two US
patent applications (i.e. 30 April 1993 and 19 Apri
1994), the priority of which is clainmed by the patent
insuit. It is thus necessary prior to assessnent of
novelty in view of D4 to determine (i) whether D4 is
entitled to its priority, and, in the affirmative, (ii)
to which extent the patent in suit is entitled to the
priority date of the first US patent application (D2).

The Respondent has not contested that docunent D4 is
entitled to the priority of the JP 94/006937. It is
al so evident in view of the conparison between Clains 1
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to 6 of the JP-A-07216223 i.e. the Japanese patent
corresponding to the Japanese patent application

JP94/ 006937 (cf. D5 pages 1 and 2) and Clains 1 to 6 of
D4, that D4 is entitled to the priority of this
Japanese patent application.

6.2.2 Priority docunent D2 relates to conpositions conprising
a first crystalline or partially crystalline polyam de
prepared fromterephthalic or m xtures thereof with
i sophthalic acid, hexanethyl ene diam ne and 2- net hyl
pent anet hyl ene di am ne, and an aliphatic pol yam de and
a mneral filler (cf. D2, page 3, lines 8 to 34).

6.2.3 While Cdaiml of the patent in suit is directed to
conpositions in which the first copol yam de is not
restricted to those obtained fromterephthalic acid or
m xtures thereof with isophthalic acid and while it
further relates to conpositions in which the second
pol yam de may be a sem aromatic pol yam de, it
neverthel ess enjoys the priority of D2 for the part of
the clained subject-matter also disclosed in D2, i.e.
t he conpositions nentioned in paragraph 6.2.2 above
(Article 88(2) EPC).

6.2.4 It thus follows that document D4 belongs to the state
of the art according to Article 54(3)(4) for the patent
in suit only in respect of the subject-matter not
disclosed in D2, i.e. the conpositions according to
Claim1l of the patent in suit based on a first
pol yam de obtained froman aromatic di carboxylic acid
other than terephthalic acid or m xture thereof with
i sophthalic acid, and the conpositions conprising a
sem aromatic pol yam de as second pol yam de (cf. also
T 352/ 97 of 24 Cctober 2000, not published in QI EPO) .

1855.D
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Docunent D4, however, relates only to polyam de resin
conpositions conprising (A 30-90 wei ght percent, based
on conponents (A) and (B), of a polyam de resin
containing (i) 10-99 wei ght percent, based on
conponents (i) and (ii) of an aromatic pol yam de

contai ning a carboxylic acid conmponent derived from
terephthalic acid or a mxture of terephthalic and

i sophthalic acid in which the isophthalic acid
constitutes 40 nole percent or less of the m xture, and
an aliphatic diam ne conponent derived froma mxture
of hexamet hyl ene di am ne and 2-net hyl pentanet hyl ene
diam ne; and (ii) 1-90 wei ght percent, based on
conponents (i) and (ii), of an aliphatic pol yam de
resin and (B) 10-70 wei ght percent, based on conponents
(A) and (B), of an inorganic filler (cf. D4, Cdaiml).
Consequently, D4 cannot destroy the novelty of daiml
of the patent in suit.

Docunment D6 belongs to the state of the art according
to Article 54(2) EPC. It discloses conpositions
consisting essentially of about 50 to about 95 percent
by wei ght of an ethyl ene vinyl alcohol copol ynmer having
a copolynerized ethyl ene content of about 20 to about
60 nol e percent and a degree of saponification of at

| east about 90 % and about 5 to about 50 percent by
wei ght of a pol yam de bl end consisting essentially of
about 30 to about 90 percent by weight of at |east one
anor phous pol yam de characterized by the |ack of an
endothermc crystalline nelting peak as neasured by
differential scanning calorinmetry and further
characterized by a glass transition tenperature of up
to about 160°C, and about 10 to about 70 percent by

wei ght of at | east one sem crystalline polyam de which
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is mscible wwth the ethyl ene vinyl al cohol copolyner.
The anor phous pol yam de may be a copol yner of
hexanet hyl ene di am ne and 2- net hyl pent anet hyl ene
diamine with iso- or terephthalic acids, or mxtures of
t hese acids, and the semcrystalline polymer is an

al i phatic pol yam de sel ected from pol yam des prepared
fromlactans or am no acids, polyam des obtained by
condensation of aliphatic diacid with aliphatic

di am nes or copolynmers thereof. D6 further nentions
that fillers may be added to the conpositions (cf. D6,
Clains 1, 4; colum 5, lines 46 to 60; colum 7,

lines 56 to 59).

Firstly, the copol yam de of hexanet hyl ene di am ne and
2- met hyl pent anet hyl ene diamne with iso- or
terephthalic acids used in the conposition of D6 is
anor phous instead of being crystalline or partially
crystalline as required by Claim1l of the patent in
suit, and, secondly, D6 is totally silent on the nature
of the filler used (i.e. mneral or organic). Thus, it
is evident that D6 does not disclose a conposition
according to Caim1 of the patent in suit.

The further argunment of the Appellant that the fact
that D6 teaches to not use crystalline pol yam des
inmplicitly inforned the skilled person that the
possibility existed that conponent (a) could be
crystalline or at least partially crystalline is not
convincing either. A docunent can only be novelty
destroying provided it discloses directly and

unambi guously the clainmed invention. This unamnbi guous
di scl osure does not enconpass such hypot heti cal

enbodi nents which are contrary to the teaching of this
prior art docunent, and which, consequently, the
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skill ed person woul d have no technical notive to
consider (cf. decision T 943/93; of 30 August 1994, not
published in QJ EPO).

Consequently, D6 does not destroy the novelty of the
subject-matter of Claim1l1 of the patent in suit.

It thus follows fromthe above that the subject of
Claim1 is novel over the cited prior art. The sane
conclusion applies to the subject matter of dependent
Clainms 2 to 17 and to the subject matter of Cains 18,
and 19 to 20 which relate to a fiber or a noul ded
product made from a conposition according to Caiml,
respectively (Article 54 EPC)

The patent in suit, the technical problem

The patent in suit is concerned with sem aromatic
pol yam de conpositions conprising mneral filler.

Such conpositions are known from docunment D8 which the
Board, in common with the Parties and the Opposition
Division, regards as the closest state of the art.

Docunment D8 relates to conpositions conprising
partially crystalline copolyam des forned from an
aromatic carboxylic acid and a m xture of hexanethyl ene
di ami ne and 2-net hyl pentanethyl ene di am ne. The
aromatic carboxylic acid is terephthalic acid or a

m xture of terephthalic acid and isophthalic acid. The
copol yam des have a nelting point of greater than 280°C

and |l ess than 330°C, especially greater than 300°C. The
copol yam des may be bl ended with stabilizers, flane
retardants, snoke depressants, plasticizers, conductive
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and/or anti-static agents, |ubricants and noul d rel ease
agents, nucleating agents, dyes and pignments, fillers
including glass fibres, mnerals, toughening and ot her
nodi fyi ng agents, and other additives that nmay be used
in polyam de conpositions. A wide range of fillers may
be used e.g. in amounts of 0.5-200 parts of filler per
100 parts of copolyam de. Exanples of such fillers
included silica, nmetasilicates, alum na, talc,

di at omaceous earth, clay, kaolin, quartz, glass, mca,
titani um di oxi de, nol ybdenum di sul phi de, gypsum iron
oxi de, zinc oxide, fibres (e.g. glass, ceramc fibres).
The conpositions may be used in the manufacture of
products using nelt processing techni ques, especially
products intended for use at tenperatures that are

hi gher than those typically used with other pol yam des

e.g. parts requiring resistance to tenperatures of 260°C
or above. Alternatively, they may be spun into fibres
(cf. D8, Cains 1, 5, 6, 19, 20; page 6, lines 5 to 26).

According to the patent in suit sem aromatic, sem -
crystalline pol yam de conpositions, while exhibiting a
hi gh tenperature resistance (high HDT), tend to
crystallize very slowy, require high nmould
tenperatures and are often unsuitable for applications
requiring a glossy surface (cf page 1, line 17 to

page 2, line 5).

Starting from D8, the technical problem my thus be
seen in the provision of sem aromatic pol yam de
conpositions having inproved noul dability and
crystallization properties (reflected by a | ow Tcc),
i.e. allowing the use of |lower nmould tenperature, while
exhi biting high tenperature resistance (reflected by a
high Tg and a high HDT)) and good surface properties
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(gl ossy surface) (cf. page 2, line 6 to 13; page 3,
lines 1 to 2).

The sol ution proposed according to Caim1l of the
patent in suit is to add an aliphatic polyam de resin
or a different sem aromatic polyam de to the
conposition conprising the crystalline or partially
crystalline sem aromati c pol yam de.

Wil e the conmpositions of Exanples 1 to 15, and 17 of
the patent in suit exhibit a |low Tcc, high Tg and HDT,
and a glossy surface, it is true, as submtted by the
Appel | ant, that the conposition of Exanple 16 results
in a mtte surface appearance. It is, however, noted by
the Board that the conposition of Exanple 17, which
differs fromthat of Exanple 16 only by the

i ncorporation of glass fibres in the conposition
exhibits a glossy surface, although glass fibres are
generally known to degrade the surface appearance. Thus,
in the Board's view, this occasional |ack of success
cannot inpair the credibility of the solution proposed
by the patent in suit. It thus follows that the Board
is satisfied that the technical problemis effectively
sol ved by the claimed neasures.

| nventive step

It remains to be decided whether the solution of the
techni cal probl em was obvious to a person skilled in
the art having regard to the relevant prior art.

Al t hough D8 discloses a long list of additives which
m ght be used in the conpositions (cf. point 7.3 above),
it is totally silent on the incorporation of further
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pol yam des such as aliphatic polyam des or sem aromatic
pol yam des. Furthernore, it teaches to add nucl eating
agent in order to inprove the crystallization rate of
the conpositions (cf. page 15, lines 20 to 22). Thus,
docunent D8 itself cannot suggest the solution of the
techni cal probl em

Docunment D7 relates to conpositions conprising a

pol yam de obtained fromterephthalic acid,
hexamnet hyl ene di am ne, 2-nethyl pentanethyl ene di am ne
and optionally 2-ethyl pentanethyl ene diamne, and a
filler such as talc, mca, glass fibres or asbestos
fibres. Wiile the aimof D7 presents some simlarity to
that of the patent in suit i.e. in providing
conpositions having a high HDT of at |east 240°C and
high crystallization rate allow ng the use of |ow nould
tenperatures, D7 firstly solves this problem by using a
speci fic anpbunt of hexanethylene diamne i.e. from40
to 90% by nole in the di am ne conponent of the single
pol yam de and, secondly, gives no indication of the
surface appearance of the noul ded parts obtai ned (cf.
D7; page 2, line 29 to page 4, line 28). Thus, D7
cannot lead to the solution of the technical problem

Docunents D9, D11 and the late filed docunent D12 which
relate to conpositions conprising a sem aromatic

pol yam de and a mneral filler, all teach to nodify the
starting conponents of the sem aromatic polyanm de, i.e.
t he di carboxylic acid conponent and/or the diam ne
conponent in order to inprove the nouldability of such
conposi tions while naintaining good thernonmechani cal
properties (cf. D9, colum 2, line 48 to colum 3,

line 61; cf. D11, Caim1l; colum 1, lines 29 to 64;
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colum 5, lines 7 to 37; cf. D12, page 3, line 31 to
page 4, line 14).

8.4.1 The reference to the possibility of adding other
pol yam des, such as nylon 12, nylon 11, nylon 69, nylon
610 or nylon 66 which are aliphatic polyamdes (cf. D11,
colum 5, lines 43 to 60) is nentioned in passing and
in particular is not associated with any suggestion of
what the effect of such addition m ght be, let alone
that it would contribute to the solution of the
techni cal probl em

8.4.2 Hence, neither of these docunents would offer to the
skilled person a hint to the solution of the technical
pr obl em

8.5 The information contained in docunents D10 and D6 is
even | ess relevant, since D10 refers only to
conpositions based on anor phous pol yam des, and since
docunent D6 ains to provide thernoformble ethylene
vi nyl acetate conpositions by adding therein a
pol yam de bl end.

8.6 In other words, it follows fromthe above that the
solution of the technical problem does not arise in an
obvious way fromthe state of the art.

8.7 Consequently, the subject-matter of Claiml1, and by the
sane token that of dependent Clains 2 to 17 involves an
i nventive step. Furthernore, the subject-matter of
Clains 18, and 19 to 20, which are respectively
directed to a fibre and a noul ded product obtained from
a conposition according to Claim1l also involves an
inventive step (Article 56 EPQC)
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Or der

For these reasons it

The appeal is dism ssed
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