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Summary of Facts and Subm ssi ons

The appel |l ant (applicant) has appeal ed agai nst the
deci sion of the exam ning division to refuse European
pat ent application No. 92917157.7 (based on the

I nt ernati onal application No. PCT/ AU92/00418 published
under International Publication No. WO 93/03409).

The deci sion under appeal was based on sets of clains
according to a main and first to fourth auxiliary
requests. In its decision the exam ning division held
that claim1l in each of the requests then on file did
not conply with the requirenents of Article 84 EPC and
noted that the respective subject-matter was not
patentable within the nmeaning of Articles 52(1), 54(2)
and 56 EPC with regard to the prior art cited during

t he exam nation procedure.

1. Wth the statenent setting out the grounds of appeal
t he appellant submtted a main and first to third
auxiliary requests each wth an amended claim 1, and an
anmended dependent claim 6, and requested that the
deci si on under appeal be set aside and that a patent be
granted on the basis of one of these requests. The
appel  ant al so requested oral proceedi ngs on an
auxi | iary basi s.

Claim 1 according to the main request reads as foll ows:

"Atoric |l ens which conpensates for |ens
m sl ocation error when placed on an astigmatic eye, the
| ens having optical topography on at |east one surface
of the lens which provides built in |atitude for
automati c conpensation for error in the correction of
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astigmatismin the event that the principal meridians
of powers of the lens nove out of alignnment with the
princi pal neridians of power of the eye of a wearer;
wherein the optical topography induces a depth of field
or depth of focus effect on the eye which will either
neutralise or conpensate for astigmatic error in the
event of a m slocation in the principal neridians of
the I ens and those of the wearer's eye requiring
correction; and wherein the lens is thin enough to

al l ow sufficient oxygen transm ssion therethrough to
provi de satisfactory norphol ogy of the eye of the

wearer."

In the first auxiliary request claim1 differs fromthe
mai n request in that the expressions "for automatic
conpensation for error in the correction of
astigmatisn’ and "which will either neutralise or
conpensate for astigmatic error in the event of a

m sl ocation in the principal neridians of the lens" are
replaced by "for automatic correction of astigmatisni
and by "which is capable of either neutralising or
conpensating for astigmatic error in the event of a

m sl ocation of nore than one degree of the principal

meri di ans", respectively.

In the second auxiliary request claiml differs from
the main request in that the expressions "for automatic
conpensation for error in the correction of
astigmatisni, "in the event of a mslocation in the
principal meridians” and "to provide satisfactory

nor phol ogy of the eye" are replaced by "for automatic
correction of astigmatism', by "in the event of a

m sl ocation in the order of 10 to 15 degrees of the
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principal meridians" and by "thereby preserving
satisfactory norphol ogy of the eye", respectively.

In the third auxiliary request claim1 differs fromthe
mai n request in that the expressions "and wherein the
lens is thin enough” and "to provide satisfactory

nor phol ogy of the eye" are replaced by "wherein the

| ens has a thickness is 0.15 to 0.25 nm which is thin
enough"” (sic) and by "thereby preserving satisfactory
nor phol ogy of the eye", respectively.

Oral proceedi ngs were appointed as requested by the
appellant. In a conmunication pursuant to Article 11(1)
of the Rules of Procedure of the Boards of Appeal
(RPBA), annexed to the summons to attend oral

proceedi ngs, the Board gave a prelimnary assessnent of
the case and indicated its provisional view that the
application did not, according to any of the requests
submtted by the appellant, appear to be allowable. The
passages of the conmunication that are pertinent to the
present decision are as foll ows:

(a) "It is not unanbiguously clear in the requests
formul ated by the appellant with the grounds of
appeal whether the amended dependent claim&6
submtted wth the grounds of appeal replaces the
previ ous dependent claim6 according to all the
present requests or only according to the present
main request. It is also unclear whether the
i ndependent claim 13, the anended dependent cl ains
and the amended description according to previous
requests of the appellant are maintai ned according
to the present main and auxiliary requests.”
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"The Board has doubts about the allowability under
Articles 123(2) and 84 EPC of the anmended cl ai ns
at present on file, the reasons being as foll ows:

(i)

(i)

(iii)

(iv)

Claim 1 according to the present main
request omts the feature relating to the
opti cal topography of the |lens enabling the
axis powers of the lens to align with those
of the eye. Since the corresponding feature
was specified in claiml as originally filed
and appears to be disclosed in the descrip-
tion as an essential feature (page 3,

lines 29 to 33 and page 4, lines 12 to 17 of
the application as published), its om ssion
woul d appear to contravene both

Articles 123(2) and 84 EPC.

For simlar reasons, the omssion in claiml
according to the main request of the feature
relating to the lens mislocation of 1 degree
or nore al so appears to contravene the
requirenents of Articles 123(2) and 84 EPC.
The second alternative at line 6 of claim1l
of the main request relating to the "depth
of focus" does not appear to be supported by
t he description (Article 84 EPC) nor by the
original application (Article 123(2) EPC)

it being noted in this respect that the
depth of focus is not strictly synonynous
with depth of field.

In the absence in claiml of the main
request of any reference to the |ens being
of the contact lens type (see page 1

lines 8 to 11 together with line 27, and
page 3, lines 29 to 36 of the application as
publ i shed), the last of the features of the
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claimrelating to the definition of the

t hi ckness of the lens in terns of the oxygen
permeability of the lens with respect to the
nor phol ogy of the eye of the wearer is
indefinite in the context of the claim
(Article 84 EPC

It is not unanbi guously clear in the fornu-
lation of claim1l according to the main
request (Article 84 EPC) whether the astig-
matismis corrected by the clained toric
lens itself or whether the clainmed lens is
only used for conpensation of the angul ar

m sal i gnnments of an additional astigmatism
correcting lens, it being noted in this
respect that only the first of these two
alternatives woul d appear to be supported by
the description (Article 84 EPC)

The objections raised in paragraphs (i),
(iii), (iv) and (v) above are also raised
with regard to the amended claim1 of the
first to the third of the auxiliary requests
at present on file, and the objection raised
in paragraph (ii) above is also raised with
regard to the anmended claim1 of the third
auxiliary request.

The anmended feature of claim1l of the first
and the second auxiliary requests according
to which the optical topography is suitable
"for automatic correction of astigmatisnt
does not appear to be supported either by
the original application (Article 123(2) EPC)
nor by the description (Article 84 EPC)
according to which astigmatismis corrected
by the toric lens and the optical topography
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refers to means for conpensating errors in
the correction of astigmatismby the |ens
caused by angul ar m salignnents of the |ens.

(viii) When conpared wth dependent claim®6 as

(i x)

publ i shed, the anended dependent claim 6
omts the expression "with little drop in

vi sual performance”. As a consequence of
this om ssion, the anended dependent claim®6
enconpasses enbodi nents i n which

m sl ocations up to 30° are strictly
corrected for relatively high cylindrical
powers greater than -2.50 dioptres. These
enbodi nents, however, would not appear to be
supported either by the description

(Article 84 EPC) nor by the original
application (Article 123(2) EPC), see in
this respect page 6, lines 32 to 35 of the
application as published and the
observations in the [second] paragraph of
point [(c)] bel ow

Not wi t hst andi ng t he observations in point
[(a)] above, it is noted with regard to the
dependent clains that:

the ion inplantation and the birefringence
techni ques specified in claim2 as origin-
ally filed cannot be considered to be
enconpassed by the generic technical neaning
of the expression "optical topography"
referred to in the corresponding claima1,
and that consequently these two alternatives
defined in dependent claim2 are
inconsistent with the corresponding claiml
(Article 84 EPC); and
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- the feature defined in dependent claim 10 as
originally filed does not appear to define
any additional feature or particular
enbodi nent of the lens defined in claiml
(Article 84 and Rule 29(3) EPC), but a
characteristic intrinsic to the famly of
| enses enconpassed by the definition of the
corresponding claim1."

"The objections of |lack of novelty and | ack of
inventive step (Articles 52(1), 54 and 56 EPQC)

rai sed by the exam ning division in the course of
the first-instance proceedings on the basis of
docunent D1 [ EP- A-0439394] fail to persuade the
Board because the document is silent as to the
spherical aberration correction capability of the
aspheric surfaces disclosed in the docunent.
However, the same conclusion drawn by the
exam ni ng division may be reached when the sane
rationale foll owed by the exam ning division on
the basis of docunent Dl is applied to the

di scl osure of docunent EP-A-0375291 (in the
foll owi ng docunment D5) cited in the search report.
Thi s docunent di scloses a contact |ens having a
toric back surface and diffractive surface neans
form ng together an optical topography for
correcting astigmati smand for enabling the axis
of powers of the lens to align with those of the
astigmatic eye of the wearer (abstract and page 4,
lines 3 and 15 to 19), the diffractive surface
means being al so designed to correct spherical
aberration (page 5, lines 25 to 36). As it is
apparent fromthe conpensation mechani sm
underlying the present invention (page 1, lines 2
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to 7, page 2, line 37 to page 3, line 9, and

page 5, lines 11 to 17 of the application as
filed), the corrected spherical aberration wll

i nherently increase in docunent D5 the depth of
field and therefore will also inherently
conpensate for errors in the correction of
astigmati sm caused by angul ar m salignnents of the
lens with respect to the eye. Consequently, the
spherical aberration correction diffractive
surface neans di sclosed in docunment D5 will

i nherently achieve error conpensation for at |east
smal | angul ar m salignments of the order of 1
degree. For higher angular msalignnments of the
order of 10 and up to 30 degrees the spheri cal
correction disclosed in docunment D5 woul d al so
appear to inherently achi eve a degree of
conpensation of the astignmatismcorrection errors
conparabl e to that achi eved according to the
invention (see in this respect page 6, lines 26 to
35 and claim 6 of the application as published)
and in any case, if this were not the case, the

cl ai med conpensation would then appear to be

i nherently achi eved when carrying out the express
teachi ng of document D5 relating to the correction
of greater anounts of aberrations (page 5,

lines 31 to 36).

These concl usi ons woul d appear to be particularly
supported by the disclosure of docunent D5
relating to an astigmatismof 1 dioptre
exenplified in the docunent (page 5, line 36 to
page 6, line 34) since, as acknow edged in the
present application (page 1, lines 33 to 37
together with page 6, lines 15 to 19 of the
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application as published), the | ower the
astigmati smcorrection, the higher the angul ar

m sal i gnnments that can be conpensated, it being
doubtful (Article 83 EPC) whether the nechani sm
proposed in the present application wuld achieve
an acceptabl e conpensation at relatively high
angul ar m salignments for higher val ues of the
astigmatism (see term"theoretically" on page 6,
lines 32 to 35 of the application as published

[...]).

In view of the above, it appears that the subject
matter of claiml according to the main, the first
and the second auxiliary requests would be

i nherently anticipated by the disclosure of
docunment D5 (Articles 52(1) and 54 EPC), or at

| east rendered obvious by the teaching of docunent
D5 (Articles 52(1) and 56 EPC) since the
conpensation specified in the clained subject
matter would nmerely constitute a bonus effect
inevitably resulting fromcarrying out the express
teachi ng of the docunent (see in this respect
"Case Law of the Boards of Appeal" 4'" edition 2001
chapter |, section D-7.7.1).

As regards the subject matter of claim 1l according
to the third auxiliary request, the Board does not
see in what respect the range of values of the

t hi ckness of the lens specified in the claimmy
contribute to inventive step (Articles 52(1) and
56 EPC)."
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The appellant did not reply to the Board's

comuni cation or make any further subm ssions. The
argunents in the statenent of grounds of appeal in
support of the appellant's requests pre-date, and thus
have no bearing on, the issues subsequently raised by
the Board in the comuni cati on annexed to the sunmons
to oral proceedings.

Oral proceedings before the Board were held on 21 Apri
2004. The appellant, albeit duly summoned, failed to
appear at the oral proceedings. At the end of the oral
proceedi ngs the Board gave its deci sion.

Reasons for the Decision

1

0966. D

The appeal is adm ssible.

In the comunication pursuant to Article 11(1) RPBA
annexed to the sumons to oral proceedi ngs the Board
explained in detail why inits prelimnary opinion:

(a) the requests of the appellant to be considered by
the Board pursuant to Article 113(2) EPC were not
clear, see point Ill-(a) above,

(b) claim1l according to the main and the first to
third auxiliary requests as well as the anended
dependent claim6 filed with the statenent of
grounds of appeal did not appear to conply with
the requirenents of Article 84 and 123(2) EPC, and
dependent clainms 2 and 10 on file did not appear
to be clear (Article 84 EPC), see point II11-(b)
above, and
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(c) the subject-matter of claim1l according to the
main and the first to third auxiliary requests did
not appear to be novel (Articles 52(1) and 54(2)
EPC) and in any case did not appear to involve an
inventive step (Articles 52(1) and 56 EPC) with
regard to the disclosure of docunent D5, see point
I11-(c) above.

In the course of the proceedings the appellant nmade no
submi ssions in answer to the detail ed objections raised
by the Board in the comunication under Article 11(1)
RPBA and, nore particularly, did not attend the oral
proceedi ngs which were held in its absence pursuant to
Rule 71(2) EPC. The appellant has therefore not avail ed
itself of the opportunity to reply to the prelimnary
vi ew of the Board expressed in the conmunication.

After consideration of the reasons advanced in the
conmuni cation under Article 11(1) RPBA and in the
absence of any attenpt by the appellant to clarify its
requests (point Il1l-(a) above) and to refute or
overconme the objections raised by the Board with regard
to the application docunments on file (points I11-(b)
and (c) above), the Board sees no reason to depart from
the prelimnary opinion expressed in the conmunication.
Accordingly, noting that the appellant has had, and has
failed to use, the opportunity to present coments on

t he objections raised by the Board in the

af orenmenti oned comuni cation (Article 113(1) EPC), the
Board concl udes that the requests of the appellant do
not conply with the requirenents of the EPC nentioned

i n paragraphs 2-(a), (b) and (c) above and that the
appeal nust therefore be dism ssed for the reasons
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al ready communi cated to the appellant and reproduced in
points Ill-(a), (b) and (c) above.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana A G Klein
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