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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 325 346 (based on application
No. 89 300 086.9) was revoked by the decision of the
opposi tion division dated 27 Decenber 2000.

1. On 8 January 2001 the patent proprietor filed an appeal
agai nst this decision and paid the appeal fee on the
sane day. The statenent setting out the grounds of
appeal was received on 14 April 2001.

L1l Opposition had been filed against the patent as a whole
by opponents 1 (Aussedat Rey) and opponents 2 (G esecke
& Devrient GrbH).

| V. The opposition by opponents 1 had been based on
Article 100(a) EPC in conbination with Articles 52(1),
54 and 56 EPC. During the oral proceedings before the
opposi tion division the objection of |lack of novelty
(Article 54 EPC) raised in the witten proceedi ngs was
abandoned. Opponents 2 had simlarly raised objections
under Article 100(a) EPC in conbination with
Articles 52(1) and 56 EPC. To support their objections
t he opponents referred inter alia to the follow ng

docunent s:

(D1) FR-A-2 588 583

(D2) Xerox Disclosure Journal, vol.2, no.3, Muy/June
1977

(D4) FR-A-2 097 011

1389.D
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(D8) Three delivery notes, norm CBS1 (three pages) and
docunent TAPPI 1984 (five pages).

The set of docunents D8 had been filed by opponents 1
at the oral proceedings before the opposition division.
The opposition division had not admtted these
docunents pursuant to Article 114(2) EPC since,
according to the division, they were not prima facie
nore relevant than the docunents already on file.
During the appeal proceedings respondents 1 submtted
with the letter dated 25 October 2001 agai n docunents
D8 together with a further page showi ng the inverted
synmbol " NCR".

Wth a Comuni cation pursuant to Article 11(1) of the
Rul es of Procedure of the Boards of Appeal sent on

10 February 2004 the Board summpned the parties to oral
proceedi ngs to take place on 18 May 2004.

At the oral proceedings the appellants requested that
t he deci sion under appeal be set aside and that the
patent be maintained as granted or auxiliarily on the
basis of auxiliary requests | to VI as filed with the
letter dated 16 April 2004.

Claim1l of the main request (granted patent) reads as

foll ows:

"An ion deposition, xerographic or magnetographic print
recei vi ng wat er mar ked paper sheet, having a noisture
content in the range 4%to 6% a print receiving
surface having a surface resistivity of between 5.10%°
to 5.10 ohms per square and a reverse surface,
characterized in that the print receiving surface has a
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Bendst en roughness of not nore than 300 mM/mn and in
that the reverse surface underlying the print receiving
surface is formed with a watermark. ".

Remaining Clainms 2 to 5 of this request are dependent
cl ai ns.

The contents of the auxiliary requests are not rel evant
for the purpose of this Decision.

Respondents 2 requested that the appeal be dism ssed.
Respondents 1, although duly summoned, did not attend
t he oral proceedings.

The argunents of the appellants nay be sunmari sed as
fol | ows:

The invention relates to waternmarked and/ or |aid paper
for use as a print receiving sheet in xerographic,
magnet ogr aphi c, ion deposition, and especially |aser
xer ographi c i magi ng processes. For understanding the
background of the invention it is noted that

wat er mar ked paper had exi sted many years before the
priority date of the patent in suit and that al so paper
for xerographic processing had been known a long tine.
The fact that the invention had not been carried out
before is therefore already an indication of inventive
step. Furthernore, paper manufacturing is a conpl ex
process involving many paraneters. |If a manufacturer
wants to nodify one particul ar aspect of this process
he nust ensure that all other features of the produced
paper shoul d be kept equal for the custoners. This is
docunented in the TAPPI paper in the set of docunents
D8 cited by the respondents, see the penultinmte page,
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| ast two paragraphs of the right colum "the mll
shoul d i nform the producer of changes in their paper..”;
and (last page) ".the interrelationship of various
paper properties and the inpossibility of changing one
on the paper machi ne i ndependent of the others”.
Therefore the skilled person needs a strong notivation
bef ore nodi fying the paper production process.

In the classical Fourdrinier paper machine the

paper maki ng ingredients are diluted in a water
suspensi on which is distributed on an open wire nesh
belt known as the Fourdrinier wire. Mdst of the water
is drained but just before it is dry the solid fraction
is redistributed by a dandy roll. The pressure exerted
by the dandy roll on the top surface has the further
effect of inproving the snoothness of the top surface
which is inmportant for witing or printing purposes.
Since the lower surface is determ ned by the
Fourdrinier wire and is sonewhat course and the top
surface by the dandy roll and snoother, this paper is
unsymetrical in its structure. In fact, because of
this unsymmetrical structure all xerographic papers at
the priority date of the patent had a recommended print
receiving surface, marked by an arrow on the packing to
avoid the filling of the paper holder in a copying
machine in the wong orientation which often caused
severe problens. Therefore the snoother print receiving
side of the sheet was easily distinguishable fromthe
paper rear side.

As the closest prior art either known xerographic paper
or known wat ermar ked office paper could be considered.
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Xer ogr aphi c paper is relatively cheap paper for making
copi es and shoul d therefore bear no watermark that
woul d nake the paper nore expensive, furthernore the
copy should be easily distinguishable fromthe
original, whence it should not have a watermark as the
original. Mreover, xerographic paper should be snpoth
since snmoothness is a feature that is desirable for the
guality of the xerographic process. Since a watermark

i ntroduces sone relief to the paper its presence on the
toner receiving side affects the snoothness of the
paper and may be detrinmental to the copying quality,

whi ch is another reason why there is no incentive for a
person skilled in the art to provide a xerographic
paper with a watermark. I n the decision under appeal
docunent D1 was cited as disclosing a magnet ographic
print receiving paper, which is not equal but sonehow
simlar to xerographic paper, having a surface
resistivity and roughness as defined in Claim1l. This
is a plain paper sheet. The technical problem defined
by the difference of the paper sheet in Claim1l over
the prior art in docunent Dl could be seen in providing
exclusivity to the paper. As nentioned before, this, as
such, is not an obvious problem because there is no
reason to provide exclusivity to a xerographic paper
sheet. Should the skilled person wish to add a

di stinguishing mark to the paper, this could also be
done by adding a |logo on the paper surface or a pseudo-
watermark with which the problens in applying the toner
woul d be avoided. In any case, the solution defined in
Claim1l of formng a watermark (or laid lines) on the
reverse surface underlying the print receiving surface
is not obtainable fromthe prior art in an obvious way.
Docunent D4, referred to in the decision under appeal,
does not disclose to forma watermark in the reverse
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surface of the paper in order to provide exclusivity,
but only to provide a visual aid to help people to
wite at a particular |location of the paper. Since in
case of docunent D4 the purpose of the frame is to
enabl e that information may be witten or printed
within the frame indication, there is no interference
bet ween the markings and the printed area as in the

i nvention, therefore the problem underlying the

i nvention does not arise. Finally it is noted that the
term"filigrane” in the description and Claim1l of D4
is not used in the ordinary sense, because according to
Caim2 it my be an ink, according to Claim3 the
"filigrane" may be two small holes, and according to
Caim4 it may consist of indentations. It is also
noted that the docunent does not disclose that there is
an advantage of providing the markings on the reverse
si de. Docunent D4 does not disclose a watermark applied
in the reverse side and nmade by displ aci ng the paper
fibers during the manufacturing process. In any case
the skilled person working in the field of paper
production of xerographic paper would not have
considered this docunment because it discloses a very
speci ali sed sort of paper to be used by French notaries
inonly very small quantities.

| f one starts from wat ernmarked office papers as the
closest prior art, it is noted that these papers have
been manufactured for a long time and their production
process is optimsed. Patterning and the watermark are
applied by the dandy roll on the face side of the
paper. Unlike the pseudo-watermark paper, in which
locally the transparency of the paper is nodified by
oil or chemcal treatnment and with which the invention
is not concerned, the watermark applied by a dandy rol
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or other nmeans induces crests in the print receiving
surface. Therefore if this watermark paper is used in a
xerographi c process, the irregularities in the paper
surface fromthe presence of real watermarks or laid
lines result in an inperfect contact between the
receptor surface to the sheet and inperfect transfer of
the toner image. Should the skilled person intend to
use a watermarked office paper sheet in a xerographic
process and find that the quality of the copy is
insufficient for the above reason, he m ght wish to

i nprove the xerographic process or he mght, instead of
using a real waternmarked paper, use a pseudo-watermark
paper which does not carry relief variations inits
surface. This shows that the skilled person would have
a plurality of possibilities in inproving the process.

I n any case none of the docunents on file teaches or
suggests to nodify the known wat er mark applyi ng process
as defined in Caim1l. This also holds for docunent D4
for the reasons given before.

As to the late-filed set of docunents D8, their

rel evance is contested, since it has not been evi denced
that all docunents have been disclosed to the public
prior to the priority date of the patent. Furthernore,
as already nentioned, the Tappi docunent supports the
fact that a nodification of a single paraneter in the
paper producing process is not straightforward whence

t he skilled person would not consider a major

nodi fication of applying a watermark to the reverse

si de of the paper as obvious. The Norm CBS1 prescribes
in point 1.6 the requirement for MCR (magnetic ink
character recognition) printed vouchers that "lightly
wat er mar ked paper is acceptable”. Fromthis it is clear
that the type of watermarks is quite restricted to
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watermarks with lowrelief and that it is applied to
the print receiving surface. As to the page show ng the
inverted synbol "NCR' to be applied to a dandy roll

the fact that the synbol is inverted on the rol
actually is a further proof that the watermark printed
with this dandy roll is printed on the print receiving
surface of the paper in order to legibly display the
synmbol " NCR".

The argunents of respondents 2 may be summari sed as
fol | ows:

Claim1l1l of the patent in suit defines a plain paper
sheet having a certain surface roughness, having a
wat er mar k, and which can be inprinted. According to the
pat ent specification, see colum 2, lines 22 to 25, the
type of watermark or the manner in which it is applied
to the paper sheet is not restricted. Furthernore, as
expressed in the appellants’ letter of 16 April 2004,
page 8, third paragraph frombottom a prior art paper
sheet carrying a watermark on the ink receiving side
can still be laser printed, fromwhich it follows that
in fact both sides may be inprinted. Possibly one of

t he paper sides may be snoother and this side may be
better suitable for being inprinted, but this is not
defined in Claim1. Therefore the concept of "print
recei ving surface" and "reverse surface" is ambi guous
and the only limtation in Cdaim1l in this respect is
t hat the paper sheet should carry a watermark whence,
accordingly, a watermarked paper is the closest prior
art. This is also acknow edged in the patent
specification, see colum 1, lines 41 to 46. In the
noti ce of appeal of 14 April 2001, page 7, point 4.1,

t he appel l ants have accepted that it was obvious for
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the skilled person, seeking to make the known

wat er mar ked paper nore suitable for printing by |aser
xerographi ¢ processes, to nodify the paper by adjusting
its noisture content and surface resistivity levels so
as to match nore closely those of unwatermarked plain
of fice copier papers. He would find the solutions for
the optim sation in docunents D1 (snoothness) and
docunent D2 (noisture content and resistivity) and
woul d thereby arrive at the subject-matter of Claiml

wi t hout an inventive step being invol ved.

It is enphasised that it is in any case a natural w sh
of paper manufacturers to manufacture a paper having
maxi mum snoot hness on both surfaces and whi ch paper may
therefore be printed upon at both surfaces. Since a
user feeding a xerographic copying machine with this
wat er mar ked paper may feed the paper tray with the
paper’s either side up, he would, in case the paper is
inserted with the watermarked side at the reverse side,
automatically obtain the subject-matter of Caim 1.

In the letter of 21 COctober 2001 acconpanying the set
of docunments D8 and the page showi ng the inverted
synbol "NCR' respondents 1 provided argunents
concerning the rel evance of these docunents. These may
be summari sed as foll ows:

Fromthe | ayout design for the dandy roll "NCR' show ng
the inverted watermark "NCR', fromthe order form of
this roll, and fromthe Norm "CBS1" which discloses the
necessity of using a snooth paper (Bendtsen roughness
<150 m/mm) and which specifies that the watermark
shoul d not change the quality of MCR printing it is
known to produce snooth vouchers with watermarks. In
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t he docunent TAPPI the requirenments for magnetic
synbols printing (MCR) in particular with | aser
printers are discussed. It is indicated that the

hum dity of the paper should be adapted and that the
roughness should not be too high. Therefore it is
concl uded fromthese docunents that it was known that
vouchers can be inprinted with a |aser printer; that
these may contain watermarks; and that the conditions
for the paper roughness and hum dity are defi ned.
Furthernore it is known that for paper to be used in
| aser printers the conductivity nust be sel ected.
Therefore these docunents destroy the novelty of the
patent in suit.

Reasons for the Decision

1

1389.D

The appeal is adm ssible.

Adm ssibility of the late filed docunents

In response to the grounds of appeal respondents 1 had
filed with the letter of 25 Cctober 2001 the set of
docunents D8 together with a | ayout design for a dandy
roll carrying the inverted synbol "NCR'. Docunents D8
had not been admitted by the opposition division since
these were late filed and were not nore rel evant than
t he ot her docunents on file. In the above letter the
respondents 1 did not explain in detail why the
position of the opposition division not to admt D8 was
incorrect and restricted thenselves to the argunents
summarised in Section X supra. In the letter dated

16 April 2004 the appellants argued why this set of
docunents including the "NCR' dandy | ayout sheet was
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not relevant, which argunments are reproduced in Section
VI11. The Board agrees that the late-filed docunents
are not particularly relevant and sees therefore no
reason to question the opposition’s decision not to
admt theminto the proceedings.

Mai n request

Proper construction of Caim1l

During the oral proceedi ngs respondents 2 had argued
that, in particular since paper manufacturers aim at
fabricating paper with both sides having snooth
surfaces so that the sheets can be inserted in a
copyi ng machines with either side up, a paper sheet
woul d have two snmooth print receiving surfaces and the
concept of one "print receiving" and one "reverse"
surface was wong, whence, in consequence, the feature
in daiml that the watermark is forned in the reverse
surface underlying the print receiving surface is

anbi guous or not limting. The respondents al so
objected with reference to the patent specification
that the term"watermark” in Caiml1l is not restricted
to any particular type of watermark.

3.1.2 The Board does not concur with this position. According

1389.D

to the passage in colum 2, lines 22 to 25 of the
patent specification referred to by respondents 2,

what ever the shape of the watermark (laid lines, trade
marks or in formof an image), this is applied by
patterning, for instance by a dandy roll. Therefore the
paper sheet defined in CCaim1 clearly conprises a
patterned watermark on one of its surfaces and an

opposite surface -defined as the print receiving
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surface- with surface resistivity and Bendtsen
roughness as defined in Claim1, and the cl ai med paper
sheet further exhibits a noisture content as defined in
Claim1.

Concerning the definition in Caim1l of the "print
receiving surface" which is opposite the reverse
surface forned with a watermark, both the wording of
the claimand the whol e description nake it clear that
it is an essential feature of the clainmed invention
that the surface opposite the watermark is actually

dedi cated to receive printing.

In particular, the Board finds the argunents of the
appel l ants credi ble, that as a consequence of the
fabrication in the Fourdrinier process which was the
standard process at the priority date of the patent
(1988), the paper surface pressed by the dandy roll had
a snoot her structure than the surface on the
Fourdrinier wire and that this type of |aid paper was
therefore intrinsically unsymmetrical in its structure,
with a well defined snoother print receiving surface:
because of this unsymetrical structure of the paper
used in copying machines and the technol ogi cal status
of these copying machines at that tine it was necessary
to insert the copying paper in the correct orientation
in the paper tray as indicated an the arrow on the

packi ng.
Novel ty
Novelty is not in question. The objection of |ack of

novel ty had been abandoned during the opposition
proceedi ngs, and taken up again in the appeal only by
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respondents 1 on the basis of docunents not adm tted
into the procedure because of their |ack of rel evance.

| nventive step

Cl osest prior art

In the witten proceedi ngs respondents 2 had expressed
their agreenment with the position of the opposition
division in the decision under appeal that the closest
prior art is reflected by docunent D1, which discloses
a magnet ographic print receiving paper which has
surface resistivity and roughness val ues falling under
the scope of Claim1l1 of the patent.

During the oral proceedi ngs before the board
respondents 2 referred to conventional waternmarked
papers as the closest prior art.

Docunment D1 as cl osest prior art

The subject-matter of Claiml differs fromthe

magnet ographi c print receiving paper sheet in the
features that the sheet defined in Claiml has a

noi sture content in the range 4%to 6%and in that its
reverse surface underlying the print receiving surface

is forned with a wat er mar k.

The Board agrees with the reasoning of the opposition
di vision and respondents 2 that fromthese differences
an obj ective technical problemconsisting of two

i ndependent partial problens nmay be formul ated, namely
inmproving the quality of reproduction in the
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xer ographi c process and addi ng security or aesthetic
features to the paper sheet.

The solution of the first partial problem inproving
the quality of reproduction in the xerographic process,
may be found in docunent D2, which discloses that the
use of copying paper with a surface resistivity in the
range from about 10 to about 10'? ohns/cnf at 5 percent
noi sture content reduces the problem of toner

di sturbances in the xerographi c process.

According to respondents 2, the security is inproved by
addi ng a watermark, watermarked papers being known in
the art. They refer in particular to docunent D4 which
teaches in the context of a special paper formto add a
watermark on the rear surface of a formto be used by
notaries, and submt that it would have been obvi ous
for the skilled person to inplenment the teaching in
docunent D4 on the prior art paper sheet disclosed in
docunent D1.

In this latter point the Board does not share the

posi tion of respondents 2. Although watermarked papers
were known in the art, which was not disputed anongst
the parties, it is not obvious why the skilled person
wi shing to add security or exclusivity to the

magnet ographi c print receiving paper of docunent D1
would formthis watermark in the reverse surface
underlying the print receiving surface of the sheet,
because in the prior art paper manufacturing machines
via the Fourdrinier process a watermark is normally
patterned via inprint by the dandy roll which provides
t he snmoother, and therefore print-receiving, side.
Docunent D4, also relied upon by the opposition
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division in its decision, discloses that by providing

i ndi cation marks on the front or rear surface of a
notary formthe text to be witten on this formcan be
kept within the margins defined by the marks. In the
Board’ s view, the skilled person wi shing to add
security or aesthetic features to the paper sheet

di scl osed in docunent D1 woul d however not have had any
obvi ous reason to consider this teaching in D4 if not
with the benefit of hindsight, since the marks in
docunent D4 are for a specific purpose which has no

rel evance in the context of the copying paper sheet of
docunent D1, i.e. for providing a visual aid defining a
frame in order to correctly position machine-typed text

on a notary form

Therefore the subject-matter of Claim1l of the main
request does not follow in an obvious way fromthe
teachi ng of docunment D1 as the closest prior art, if
conbined with that of docunent D2 and either a known
wat er mar ked paper or the paper formdisclosed in
docunent DA4.

Conventi onal waternmarked paper as the closest prior art

According to the patent specification, see colum 1,
lines 41 to 46, conventional watermarked and/or laid
papers used in office correspondence have noisture
contents typically about 7% and unspecified surface
resistivity. Furthernore the watermarks and laid

lines are formed on the print-receiving surface of the
sheet .



1389.D

- 16 - T 0028/ 01

The subject-matter of Caim1l differs fromthese

wat er mar ked sheets by the specified range for the

noi sture content of the paper, by the surface
resistivity of the print receiving side and by the
conbi ned requirenment that whereas the print receiving
surface has a Bendtsen roughness of not nore than 300
m/mn, the reverse surface underlying the print
receiving surface is formed with a watermark. These
latter requirenents are interrelated, as discussed in
Section 3.1 supra.

The technical problemin this case may be fornul ated as
inmproving the quality of xerographic printing on the

cl assi cal watermarked sheets. The skilled person would
find in docunent D2 the information how the paper
shoul d be nodified in order to obtain the correct
surface resistivity and noi sture content for reducing
any problenms with the toner in xerographic printing.
However, during the proceedings no docunentary evi dence
was presented disclosing or suggesting to nodify the

cl assical watermarked or |aid paper as defined in
Claim1l1. In the opinion of the Board such a
nodi fi cati on woul d not have been obvi ous, because in

t he cl assical waternmarked paper the snoothness of the
print-receiving surface and the watermarked and/or laid
lines patterned in the sane surface are both a result
of the processing by the dandy roll in the paper

manuf acturi ng process. In order to also obtain the
requi red snoot hness at the second (not waternarked)
surface the skilled person would have had to nodify the
paper manufacturing process, for which neasure no

evi dence was presented.
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4.1 It is therefore concluded that Caim1l of the main
request neets the provisions of Article 52(1) EPC.

4.2 Claims 2 to 5 are dependent clainms and equally fulfil
t hese provi sions.

4.3 For these reasons, the patent can be naintai ned
unanmended in accordance with the appellants’ main

request .

Since the appellants’ main request is allowable, there
is no need to address the auxiliary requests.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as granted.

The Regi strar: The Chai r man:

P. Muartorana A Kl ein

1389.D



